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In the May issue of The Trademark Reporter two addresses 
were published which were delivered during the Trademark Sym- 
posium held at the University of California School of Law at 
Berkeley, April 19 to 21, 1956. The paper below was presented 
at the same time and is reprinted with the permission of the 
University of California.—Eb. 


THE NEW LAW OF UNFAIR COMPETITION 
STAUFFER v. EXLEY REVISITED 


By Henry Gifford Hardy* 






















The Trademark Act of 1946,’ popularly known as the Lan- 
ham Act (Trademarks) became effective July 5, 1947? after years 
of consideration and numerous extended public hearings. The 
Act, said Chief Judge Learned Hand in 1949, in S. C. Johnson & 
Son, Inc. v. Johnson,’ “did indeed put federal trade-mark law 
upon a new footing.” This language was prophetic. 

Up to the decision in Erie Railroad Co. v. Tompkins,‘ in 1938 
the law of unfair competition as applied to those matters coming 
within the jurisdiction of the federal courts, had evolved an 
increasing body of federal decisional law.’ The federal decisions 
were fairly uniform and provided more access to understanding 
the posture of the subject of unfair competition. It had developed 
from the limited “passing off” doctrine and the necessity for 


* Attorney at Law, San Francisco, Calif.; member of the Illinois and California 
bars; past Chairman, California State Bar Conference on Patents, Trademarks and 
Copyrights; past President, San Francisco Patent Law Association. 

1. 15 U.S.C. §§1051-1127; 60 Stat. 427. 

2. 15 U.S.C.A.—Commentary p. 265. 

3. S. C. Johnson & Son, Inc. vy. Johnson, 175 F.2d 176, 178; 81 USPQ 509, 511, 
39 TMR 557 (2nd Cir., 1949), cert. denied, 338 U.S. 860; 83 USPQ 543. 

4. 304 U.S. 64; 58 Sup. Ct. 817 (1938). 

5. Rogers, New Concepts of Unfair Competition Under the Lanham Act, 38 TMR 
259, 263 (1948); 64 Harv. L. Rev. 1210. 
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actual competition of the parties, to the more enlightened view 
that neither of these were essential to prove a case.°® 

The Erie decision brought this growth to a sudden halt with 
the declaration that federal courts were required to apply the 
substantive law of the state in which they sit. While the Erie 
case did not directly concern unfair competition, nevertheless it 
is in this field that the decision has had a profound effect. It 
reversed the trend and required the federal courts, in diversity 
eases to again look to the substantive state law of unfair com- 
petition. This rule was applied in an unfair competition case in 
1942.’ 

The question was posed, but not answered, as to whether 
the Johnson case supra, and particularly the language appearing 
at page 178 with respect to the passage of the Lanham Act, indi- 
cated that the doctrine of Erie v. Tompkins, supra, was thereafter 
inapplicable to trademark cases,* and therefore to the broader law 
of unfair competition of which trademark law is but a part.® 

It was not until 1950 that the decision of Stauffer v. Exley’ 
in the Ninth Circuit, courageously answered some of the important 
questions raised by the Lanham Act and became a landmark of 
precedent. In this case the action was brought, amongst other 
grounds, for the unauthorized use of an unregistered trade name 
STAUFFER and other acts of alleged unfair competition, some not 
involving the name. The allegations were clearly outside the 
scope of the holding of Hurn v. Oursler.* Federal jurisdiction 
could only be based upon the theory that the Lanham Act had 
created a federal cause of action for unfair competition.** The 
trial court ordered a separate trial on the jurisdictional question,” 
and found that there was no diversity of citizenship, that sraur- 
FER SYSTEM was an unregistered trade name used in interstate 
commerce, and that the action was merely one for unfair competi- 

6. March, Unfair Competition Defined, 37 TMR 731 (1947); DERENBERG, TRADE- 
MARK PROTECTION AND UNFAIR TRADING, p. 79 et seq. (1936). 

7. Pecheur Lozenge Co. v. National Candy Co., 315 U.S. 666; 53 USPQ 11, 32 
TMR 194 (1942). 

8. Lunsford, Trademarks and Unfair Competition—The Demise of Erie v. Tomp- 
kins, 40 TMR 169 (1950). 

9. United Drug Co. v. Rectanus, 248 U.S. 90, 97, 9 TMR 1 (1918); Hanover 
Star Milling Co. v. Metcalf, 240 U.S. 403, 412, 6 TMR 149 (1916). 

10. 184 F.2d 962; 87 USPQ 40, 40 TMR 960 (9th Cir., 1950). 

11. 289 U.S. 238; 53 Sup. Ct. 586; 77 L.Ed. 1148; 17 USPQ 195, 23 TMR 267. 


12. 15 U.S.C. §1121. 
13. Federal Rules of Civ. Pro., Rule 42(b). 
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tion. Since it was not joined with a substantial and related claim 
under the patent, copyright or trademark laws,“ the complaint 
was dismissed. 

On appeal the Ninth Circuit Court of Appeals observed there 
had been no allegation or finding with respect to whether the 
defendants operations affected Stauffer’s interstate transactions 
and remanded the case for a new trial on the jurisdictional ques- 
tion with permission to plaintiff to amend its pleadings to include 
interference with its interstate business.** The Court found that 
the Lanham Act provided protection against unfair competition 
and therefore the district courts had original jurisdiction, without 
regard to the amount in controversy or the citizenship of the 
parties.** The route by which this result was reached was dia- 
gramed in the opinion. It starts with the major premise of syl- 
logistic reasoning that the Lanham Act “provides comprehensively 
** * for remedies against unfair competition.” ** No authority is 
given for this generalization, but presumably justified by the 
final paragraph §1127 of the Act which reads in part: “The intent 
of this Act is to regulate commerce within the control of Con- 


gress * * * to protect persons engaged in such commerce against 


unfair competition; * * * and to provide rights and remedies 


stipulated by treaties and conventions respecting trademarks, 
trade names and unfair competition entered into between the 
United States and foreign nations.” ** Then follow the steps to 
reach the result. Reasoning from the language of the Act in the 
division entitled “International Conventions * * *” the court 
observed first, section 1126 (b)** provides that nationals of 
foreign countries with which the United States has a convention 
or treaty relating to trademarks, trade or commercial names or 
the repression of unfair competition, shall be entitled to the bene- 
fits of the Act to the extent and under the conditions essential 
to give effect to such conventions or treaties. The Convention of 


14. 28 U.S.C. §1338. 

15. Chief Judge Denman in a dissenting opinion pointed out that no act of defen- 
dant had affected any interstate transaction of plaintiff, and that plaintiff was not 
seeking any amendment to its pleadings. On this ground alone he thought the judg- 
ment below should be affirmed. 184 F.2d 968; 87 USPQ 44, 40 TMR 967. 

16. 15 U.S.C. §1121. 

17. 184 F.2d 962, 964; 87 USPQ 40, 41, 40 TMR 960. 

18. 15 U.S.C. §1127. 

19. 15 U.S.C. §1126(b). 
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the Union of Paris of March 20, 1883, for the Protection of 
Industrial Property, as revised at London June 2, 1934 in Article 
10 Bis 1 provides that the signatory countries are bound to 
provide “effective protection against unfair competition.” ” In 
the General Inter-American Trademark Convention signed at 
Washington, D. C., February 20, 1929, Chapter IV deals with the 
repression of Unfair Competition. By the terms of Article 20 
thereof, every act or deed contrary to commercial good faith is 
considered as unfair competition and Article 21 specifies certain 
acts as unfair competition. To give effect to these provisions it 
was necessary to bring protection of unfair competition under 
the Lanham Act.” Second, citizens and residents of the United 
States under subsection (i)** have the same benefits as persons 
designated by subsection (b), and the provisions of subsection (h) 
are: 
“(h) Any person designated in paragraph (b) of this sec- 
tion as entitled to the benefits and subject to the provisions of 
this Act shall be entitled to effective protection against unfair 


competition, and the remedies provided herein for infringe- 
ment of marks shall be available so far as they may be appro- 


priate in repressing acts of unfair competition.” 


In addition, subsection (g) gives these same persons protection 
of trade and commercial names without the obligation of filing or 
registration whether or not they form parts of marks. Therefore, 
it is concluded in the opinion that a citizen of the United States 
could properly invoke the original jurisdiction of the district 
court against another citizen of the United States alleging acts 
of unfair competition and seeking the remedies available under 
the Act for registered trademarks. 

This route raised the matter of the effect of the jurisdictional 
provisions of Title 28 U.S.C. §1338(a) and (b) and particularly 
subsection (b) which enacts into federal law, the doctrine of 
Hurn v. Oursler,” that the district courts shall have original juris- 


20. Art. 10 Bis 2. states: “Every act of competition contrary to honest practice 
in industrial or commercial matters constitutes an act of unfair competition.” Business 
morality does not appear to be this uniform from country to country or even from 
individual to individual in any one country. 

21. 184 F.2d 964; 87 USPQ 41, note 1, 40 TMR 962. 

22. 15 U.S.C. §1126. 

23. 289 U.S. 238; 53 Sup. Ct. 586; 77 L.Ed. 1148; 17 USPQ 195, 23 TMR 267 
(1933). 
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diction of civil actions for unfair competition when joined with 
a substantial and related claim under the copyright, patent or 
trademark laws. The enactment of subsection (b) subsequently 
to the Lanham Act was urged as partial withdrawal of jurisdic- 
tion by Congress. However, the court construed this subsection 
as not affecting the jurisdiction granted under the Lanham Act. 
Thus, the Stauffer case significantly stands for the rule, and the 
first of its kind,* that the Lanham Act gives district courts origi- 
nal jurisdiction of unfair competition causes, without regard to 
the amount in controversy and without regard to diversity of 
citizenship.” 

A limitation was set forth in the Stauffer decision that in 
such causes of action under the Act, the acts of the defendant 
must affect commerce which Congress has the power to regulate.” 
Even this limitation was a marked departure from prior trade- 
mark law which required the establishment of the infringing use 
in interstate or foreign commerce.” The remedies available 
under $1114 for repressing unfair competition would not be ap- 
propriate under §1126(h) unless the requirements of acting “in 
commerce” were met. The defendant was held to have acted “in 
commerce” even though the acts encompassed only intrastate 
transactions when the acts interfered with plaintiffs interstate 
commerce.” By using the limiting phrase “in commerce,” in §1114, 
Congress intended to confine the remedies provided to protect 
against unfair competition to the area of its own constitutional 
competence.” The court, however, pointed out that in so holding 
it was merely applying the principle established in Supreme Court 
decisions in other fields, that intrastate transactions, affecting 


24. 64 Harv. L. Rev. 1209 (1950). 

25. 64 Harv. L. Rev. 1209 (1950); In re Lyndale Farm, 186 F.2d 726; 88 USPQ 
377, 41 TMR 244 (CCPA 1951). 

26. 184 F.2d 962, 965; 87 USPQ 40, 43, 40 TMR 965 (9th Cir., 1950). 

27. 15 U.S.C. §96 (1946 ed.); U.S. Printing ¢ Lithograph Co. v. Griggs, Cooper 
g Co., 279 U.8. 156; 1 USPQ 245, 19 TMR 187 (1929); Horlick’s Malted Milk Corp. 
v. Horluck’s, Inc., 59 F.2d 13; 13 USPQ 296, 22 TMR 319 (9th Cir., 1932); Youngs 
Rubber Corp. v. C. I. Lee & Co., 45 F.2d 103; 6 USPQ 123, 21 TMR 63 (2nd Cir., 1930). 

28. 184 F.2d 962, 966; 87 USPQ 40, 43, 40 TMR 965 (9th Cir., 1950). The 
“intent” of the Act, as set forth in the concluding paragraph of 15 U.S.C. §1127 states 
that it is to regulate commerce within the control of Congress and “* * * to protect 
persons engaged in such commerce against unfair competition.” This portion was not 
referred to on this point although this same paragraph was relied upon as the major 
premise for the decision. 

29. Trade Mark Cases, 100 U.S. 82 (1879). 
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interstate commerce, were acts in commerce subject to the regula- 
tion of Congress.*° 

The Supreme Court divided six to two in Steele et al v. 
Bulova,” where jurisdiction under the Lanham Act had been 
invoked. The opinion referred to the Stauffer case,** amongst 
others, as an able discussion as to the impact of the doctrine of 
Erie v. Tompkins subsequent to the Lanham Act. After stating 
“The Lanham Act, on which Bulova posited its two claims for 
relief, [trademark infringement and unfair competition] confers 
broad jurisdictional powers upon the courts of the United 
States,” ** the opinion relied upon the intent of the Act as ex- 
pressed in the concluding paragraph of §1127 to indicate the 
scope and breadth of the authorized jurisdiction. The “in com- 
merce” requirements of 15 USC §§96, 124 were cited as compar- 
able to the broadened commerce provisions of the Act. Accord- 
ingly, it would seem that the limitation to the jurisdictional hold- 
ing of the Stauffer case with respect to the meaning of “in com- 
merce” has been tacitly approved by the Supreme Court. 


The jurisdictional holdings of the Stauffer case were con- 
firmed in Chamberlain et al. v. Columbia Pictures Corporation,* 
but were again associated with an unregistered name. Jurisdic- 
tion was also sustained where defendants intrastate transactions 
affected plaintiff’s interstate commerce.” 

Under §1126(g) trade names and commercial names are with- 
in the ambit of the protection of the Lanham Act without any 
requirement of filing or registration. Both the Stauffer case and 
the Chamberlain case* involved such names and since jurisdiction 
under the Act could be sustained on this ground alone® and upon 


30. Houston, East and West Railway Co. v. United States, Texas and Pacific 
Railway Co. v. United States, 234 U.S. 342 (1914); Wickard v. Filburn, 317 U.S. 111 
(1942); Mandeville Island Farms, Inc. vy. American Crystal Sugar Co., 334 U.S. 219 
(1948). 

31. 344 U.S. 280; 73 S. Ct. 252; 95 USPQ 391, 43 TMR 57 (1952). 

32. Ibid. p. 392. 

33. Ibid. p. 393. 

34. 186 F.2d 924; 89 USPQ 7 (9th Cir., 1951). 

35. Ronson Art Metal Works, Inc. v. Hilton Lite Corp., 111 F.Supp. 691; 97 
USPQ 108, 43 TMR 713 (D.C. N.D. Calif., 1953). 

36. Stauffer case charged infringement of the name STAUFFER and the Chamberlain 
case involved the name MARK TWAIN. 

37. See Sunbeam Furniture Corp. v. Sunbeam Corp., 191 F.2d 141; 90 USPQ 43, 
41 TMR 818 (9th Cir., 1951); Haeger Potteries, Inc. v. Gilner Potteries, 123 F.Supp. 
261, 266; 102 USPQ 106, 109 (D.C. S.D. Calif., 1954); Time, Inc. v. T.I.M.E., Inc., 
123 F.Supp. 466, 452; 102 USPQ 275, 279, 44 TMR 1396 (D.C. S.D. Calif., 1954) ; 
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this same reasoning, it was still undecided as to whether the dis- 
trict courts would have jurisdiction of a “naked” claim for unfair 
competition, i.e., unfair competition alone without any trade or 
commercial name forming a part of the unfair competition. 
Pagliero et al. v. Wallace China Company, Limited* presented 
such a case as no trademarks or trade names were involved in 
fact.°° The Court held, that “there is, however, an independent 
ground for federal jurisdiction in a case such as this involving 
as it does, a ‘naked’ claim of unfair competition.” *° Since the pre- 
liminary injunction did not purport to prohibit the descriptive 
use of the words identifying the designs and so was not disturbed. 
Mistakenly, the district courts have interpreted this language to 
mean that the Pagliero case presented unregistered “trade 
names” ** and in one instance denied jurisdiction under the Lan- 
ham Act where a “naked” claim for unfair competition was in- 
volved.* 

Despite the appreciation that the Lanham Act had indeed put 
federal trademark law on a new footing, the holdings of the 
Stauffer case were promptly challenged.** The intent of the Act 
was not referred to but in considering the effect of the subsequent* 
passage of 28 U.S.C. §1338(b), pointed out that the Lanham Act 
in making the remedies of trademark infringement available for 
unfair competition causes did not thereby transmute such causes 
into “actions arising under this Act.” * “If Congress had intended 
to work so radical a change in the law, it undoubtedly would have 
embodied that purpose in clear and unmistakable language.” * 





Panaview Door §& Window Co. v. Van Ness et al., 124 F.Supp. 329, 331; 103 USPQ 
118, 119, 45 TMR 188 (D.C. 8.D. Calif., 1954). 

38. 198 F.2d 339; 95 USPQ 45, 42 TMR 839 (9th Cir., 1952). 

39. Allegations of the complaint charged copying of unregistered “trademarks or 
trade names,” but the moving papers contained admissions that the names HIBISCUS, 
MAGNOLIA, etc., were merely descriptive terms for the designs representing hibiscus, 
and magnolias, decorating the chinaware and so were incapable of exclusive appropria- 
tion or of acquiring a secondary meaning. 

40. See also Ross-Whitney Corp. v. Smith, Kline and French Lab., 207 F.2d 190, 
191; 99 USPQ 1, 4, 44 TMR 274 (9th Cir., 1953). 

41. Haeger Potteries, Inc. v. Gilner Potteries, 123 F.Supp. 261; 102 USPQ 106 
(D.C. 8.D. Calif., 1954); Panaview Door § Window Co. v. Van Ness, 124 F.Supp. 329; 
103 USPQ 118, 45 TMR 188 (D.C. 8.D. Calif., 1954). 

42. Panaview Door §& Window Co. v. Van Ness et al., 124 F.Supp. 329; 103 
USPQ 118, 45 TMR 188 (D.C. S8.D. Calif., 1954). 

43. Ross Products, Inc. v. Newman, 94 F.Supp. 567; 87 USPQ 420, 41 TMR 161 
(D.C. 8.D. N.Y., 1950). Cf. Ronson Art Metal Works, Inc. Vv. Hilton Lite Co., 111 
F.Supp. 691; 97 USPQ 108, 43 TMR 713 (D.C. N.D. Calif., 1953). 

44, 1948. 

45. 15 U.S.C.A. §1121. 

46. Ross Products, Inc. v. Newman, supra. 
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Neither §1126(h) nor the concluding paragraph of §1127 are so 
specifically limited to remedies. In searching for an answer as 
to how far the Act had created rights uniform throughout the 
Union, the Second Circuit Court of Appeals pointed out that to 
the extent acts of unfair competition are set forth in §1125(a) 
they were actions arising under the Act,*’ but the majority of 
the Court found the Lanham Act irrelevant,** and did not adopt 
the portion of the opinion in which this language appears. The 
matter was presented in American Automobile Assn. (Inc.) v. 
Spiegel* where there was no support for a finding of trademark 
infringement and the claim was too “unsubstantial” to warrant 
dependent jurisdiction under 28 U.S.C. §1338(b).°° The intent of 
the Act gathered from the concluding paragraph of §1127, stand- 
ing alone, did not justify the sweeping assertion of Congressional 
power of adding all instances of unfair competition to the federal 
jurisdiction.” The intent of the Act was not, however, an isolated 
pronouncement, but was directed to the pertinent subsections of 
§1126, where the intent was more specifically defined. The benefits 
given to aliens and nonresidents in subsection (b) and citizens 
claiming the same benefit under subsection (i) were accordingly 
limited to protection against unfair competition (subsection (h)) 
and trade and commercial names (subsection (g)) under the trea- 
ties and conventions. But without examining the grants of the 
treaties and conventions, the Court states,” 


“We are forced to the conclusion that the Act does not give 
jurisdiction to the district courts over an action brought by 
any plaintiff with whose interstate commerce the defendant 
has unfairly competed.” 


The expansive approach to the Lanham Act with respect to 
the federal law of trademarks®™ expressed in the Johnson case was 





47. Dad’s Root Beer Co. v. Doc’s Beverages, Inc., 193 F.2d 77; 91 USPQ 306, 42 
TMR 37 (2nd Cir., 1951). 

48. Ibid. at p. 83; at pp. 311, 312. 

49. 205 F.2d 771; 98 USPQ 1, 43 TMR 1070 (2nd Cir., 1953). 

50. Ibid. at p. 774; at p. 3. 

51. Ibid. at p. 774; at p. 3. There is no discussion of or reference to the acts 
of unfair competition specified in §1125(a) which appear clearly as acts arising under 
this act ($1121) and discussed in Dad’s Root Beer Co. v. Doc’s Beverages, Inc., 193 
F.2d 77; 91 USPQ 306, 42 TMR 37 (2nd Cir., 1951). 

52. 205 F.2d 771, 775; 98 USPQ 1, 4, 43 TMR 1070. 

53. S. C. Johnson §& Son, Inc. v. Johnson, 175 F.2d 176, 178; 81 USPQ 509, 511, 
39 TMR 557 (2nd Cir., 1949). 
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not applied to unfair competition causes. On the same language 
and subsections of the Act, antithetical results were reached in 
the Ninth Cireuit and in the Second Circuit. Section 1126 in the 
A.A.A. case is said to give United States citizens reciprocal 
rights against foreign nationals where foreign nationals compete 
unfairly with them, and not to create a federal law of unfair 
competition available between citizens of the United States, nor 
did it grant the federal courts authority to hear such causes be- 
tween citizens. Section 1126 in the Stauffer and Pagliero cases 
is said to create a substantive federal law of unfair competition 
available between citizens of the United States whenever the 
requisite commerce is involved.™ 


In making an analysis of these views and comparing them, 
the Third Circuit in L’Aiglon Apparel, Inc. v. Lana Lobell, Inc.,® 
arrived at a third or middle position. The court found that the 
position that $1126 did not apply to suits between United States 
citizens was supported by the legislative history of the Act,” 
and according proper weight to $1338(b).° Although the views 
of the Second Circuit were adopted with respect to §1126,* the 
opinion stated this section did not cover the acts complained of, 
but that they were covered by $1125 clearly and without ambiguity. 
This section bore no relation to the previous law of unfair com- 
petition and there were no limitations either to the wrongs 
defined or the broad class of suitors entitled to relief. To this 
extent, and under $1125, in the Third Circuit the Lanham Act has 
created a federal cause of action for unfair competition, without 
the necessity for diversity of citizenship or the statutory amount 
in controversy.” 


Proponents of the Lanham Act and text writers have found in 
the provisions of §1126 a broad grant of power to the federal 


54. L’Aiglon Apparel, Inc. v. Lana Lobell, Inc., 214 F.2d 649; 102 USPQ 94. 

55. 214 F.2d 649; 102 USPQ 94. 

56. Ibid. at p. 654; at p. 98. 

57. Ibid. at p. 654; at p. 99, 28 U.S.C. §1338(b). 

58. See also Old Reading Brewery v. Lebanon Valley Brewing Co., 102 F.Supp. 
434; 92 USPQ 38 (D.C. M.D. Pa., 1952). 

59. Ibid. at p. 651; at p. 96. 

See also Callmann, False Advertising as a Competitive Tort, 48 Col. L. Rev. 876 
(1948) ; Bunn, The National Law of Unfair Competition, 62 Harv. L. Rev. 987 (1949). 

60. To like effect see Dad’s Root Beer Co. v. Doc’s Beverages, Inc., 193 F.2d 77; 
91 USPQ 306, 42 TMR 37 (2nd Cir., 1951). 
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courts to protect against unfair competition under a federal law 
of unfair competition.” 


Support for the decision of the Stauffer case was the claim 
that the Lanham Act was intended to provide a uniform national 
law of unfair competition to replace the unsettled and unsatis- 
factory state of the law just prior to its passage.” This expansive- 
ness was short lived in the Ninth Circuit for in Sunbeam Furniture 
Corp. v. Sunbeam Corp.,* the court shunned the concept of a 
substantive national law of unfair competition, and without refer- 
ence to the Lanham Act held that the unfair competition charges 
involved were governed by local [state] law, citing the Pecheur 
ease™ as authority. The application of these Ninth Circuit deci- 
sions has led to the situation that where jurisdiction is invoked 
under the diversity statute, 28 U.S.C. §1332, as well as under the 
Lanham Act, there is a substantive claim under the federal law 
and under the local law, leaving to the court the choice as to which 
law to apply,® as the court appears to have done in Ross-Whitney 
Corp. v. Smith Kline & French Lab. In the Ross-Whitney case 
assertion of a registered trademark gave jurisdiction of the un- 
fair competition cause under §1338(b) and it was deemed unneces- 
sary to consider the claimed jurisdiction under the Lanham Act. 


Curiously, in the instance where both the Second and Third 
Cireuits agree that §1125(a) defines unfair competition which is 
within the Lanham Act and to this extent creates a federal sub- 
stantive law, the Ninth Circuit Court of Appeals takes a restricted 
view that this section does not change the fundamental require- 


61. Rogers, New Concepts of Unfair Competition under the Lanham Act, 38 
TMR 259 (1948); Rogers, Introduction to The New Trade-Mark Manual (Robert, 
1947) ; ROBERT, THE NEW TRADE-MARK MANUAL, pp. 168-180 (1947); March, Unfair 
Competition Defined, 37 TMR 731 (1947); Ladas, Trade-Marks and Foreign Trade, 38 
TMR 278 (1948) ; Lunsford, Trade-Marks and Unfair Competition—The Demise of Erie 
v. Tompkins, 40 TMR 169 (1950); Callmann, False Advertising as a Competitive Tort, 
48 Col. L. Rev. 876 (1948); Diggins, Federal and State Regulation of Trade-Marks, 14 
Law & Contemp. Prob. 200. Cf. Steele v. Bulova Watch Co., Inc., 344 U.S. 280; 73 
S. Ct. 252; 95 USPQ 391, 43 TMR 57 (1952). 

62. 64 Harv. L. Rev. 1209 (1950). 

63. Sunbeam Furniture Corp. v. Sunbeam Corp., 191 F.2d 141; 90 USPQ 43, 
41 TMR 818 (9th Cir., 1951). 

64. Pecheur Lozenge Co. v. National Candy Co., 315 U.S. 666; 53 USPQ 11, 32 
TMR 194 (1942). 

65. Haeger Potteries, Inc. v. Gilner Potteries, 123 F.Supp. 261; 102 USPQ 106 
(D.C. 8.D. Calif., 1954); compare, Ronson Art Metal Works, Inc. v. Hilton Lite Corp., 
111 F.Supp. 691; 97 USPQ 108, 43 TMR 713 (D.C. N.D. Calif., 1953). 

66. 207 F.2d 190; 99 USPQ 1, 44 TMR 274 (9th Cir., 1953). 
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ments of direct injury by passing off goods or services which are 
misrepresented as those of plaintiff.® 

The reasoning and conclusions expressed in the authorities 
indicate that the subject is presently in a state of digestion. It 
is idle to speculate on what courts will do in any given circum- 
stance, but one cannot resist the temptation of at least drawing 
conclusions. 


It does not seem likely that the courts will follow the view 
expressed by the proponents of the Lanham Act and applied in 
the Stauffer and Pagliero cases, where, reasoning from the intent 
of the Act in the light of its historical background, through lan- 
guage found in section 1126, subsections (b), (h) and (i)—with 
or without subsection (g)—it is concluded that the Act has created 
a federal law protecting against unfair competition with exclu- 
sive jurisdiction in the federal courts, regardless of diversity of 
citizenship or the amount in controversy. More likely is the 
adoption of the view of the Second Circuit that unfair competition 
causes of action in the federal courts are subject to the require- 
ments of §1338(b) which view, of course, retains the problem of 
the applicable law. This conflict of views between the Ninth and 
Second Circuits is basie and will, in all likelihood, be resolved by 
the Supreme Court, in a proper case. The Supreme Court in the 
Bulova case has indicated the view that the Lanham Act confers 
broad jurisdictional powers upon the court of the United States.® 
However, if the Second Circuit view is adopted, it is expected 
to be subject to the holding of the Third Circuit, that the Lan- 
ham Act did create a federal law of unfair competition to the 
extent defined in §1125(a) which is a federal cause of action under 
the Act, entitled to all of the benefits thereof. 

In addition, it does appear that the Supreme Court has ap- 
proved the holdings with respect to the words “commerce within 
the control of Congress” under the Lanham Act, and that jus- 
ticiable acts are no longer restricted to acts committed by a 
defendant in interstate or foreign commerce. 


67. Chamberlain vy. Columbia Pictures Corp., 186 F.2d 924; 89 USPQ 7 (9th Cir., 
1951). 
68. See notes 30-32, supra. 
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A FEW COMMENTS ON SECTION 8 
OF THE 
TRADEMARK ACT OF 1946 


By Horst H. Werder* 





Since July 5, 1952, the fifth anniversary of the coming into 
force of the Trademark Act of 1946, owners of registrations issued 
or republished under the Act have had to deal with the filing of 
affidavits required by Section 8 of the statute. 

One question which attorneys representing foreign registrants 
have had frequent occasion to consider is whether their clients 
must have used their marks in commerce which may lawfully be 
regulated by Congress in order to be able to file acceptable Section 
8 affidavits, or whether an allegation of mere use is sufficient to 
satisfy the provisions of the statute. 

Sections 8 (a) and 8 (b) of the Act provide that the regis- 
tration of a mark issued, or republished under Section 12 (c), 
of the Act shall be canceled by the Commissioner at the end of 
six years following the date of registration or republication: 

“... unless within one year next preceding the expiration 
of such six years the registrant shall file in the Patent Office 
an affidavit showing that said mark is still in use or showing 
that its nonuse is due to special circumstances which excuse 
such nonuse and is not due to any intention to abandon the 
mark.” * 


The Patent Office accepts Section 8 affidavits of foreign reg- 
istrants who merely allege use of the mark, but do not allege use 
of the mark in commerce which may lawfully be regulated by 
Congress. Presumably the Patent Office also accepts mere allega- 
tions of use by domestic registrants. 

Miss Katharine I. Hancock, a Trademark Examiner in the 
United States Patent Office, and author of the “Notes from the 
Patent Office” in The Trademark Reporter stated :? 

“There has been no formal decision recording the position 


of the Patent Office relative to the word ‘use’ in Sec. 8, but 
the policy followed is to accept an allegation that the mark 













* Member of the New York Bar; member of the Committee on Trademarks of the 
New York Patent Law Association; associated with Haseltine, Lake & Co., New York. 
1. See Trademark Rules 2.161 to 2.165. 

2. 45 TMR 399 (1955). 
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is ‘in use’ as being sufficient to comply with the requirements 
of Sec. 8. It is observed that the words ‘in use’ in See. 8 are 
not modified by the words ‘in commerce’ as they are in Sec- 
tions 9 and 15.” 


Section 8 of the Patent Office practice is correct under a literal 
reading. However, the problem of the attorney representing a 
foreign registrant is, whether he can safely advise his client to 
file a Section 8 affidavit in which it is alleged that the mark is 
in use without elaborating whether such use is in commerce as 
regulated by Congress. It can be argued that all the foreign reg- 
istrant need do is to allege that the mark is still “in use” and 
let it go at that. Should the sufficiency of the affidavit ever be 
challenged, it may be possible to submit evidence that the mark 
was indeed in use in commerce. But the foreign registrant who 
is unable to show that the mark was in use in commerce at the 
time that the Section 8 affidavit was due, has to take the risk of 
having his registration declared invalid, since he usually will not 
have filed a new application based on a home registration which 
may be considered valid for a maximum of two years in the ab- 
sence of use of the mark in commerce. (The question of whether 
the repeated filing—every two years—of an application for reg- 
istration based on a home registration in a country party to 
the International Convention will preserve a foreign trademark 
owner’s rights in the United States in the absence of use in 
commerce is beyond the scope of this article.) A clarification of 
the real meaning of the words “in use” in Section 8 would there- 
fore be welcome. 

It must be noted that Sections 8 (a) and 8 (b) require the 
filing of an affidavit showing that the mark is still “in use.” The 
conclusion is permissible, therefore, that something more than a 
mere allegation of use is required. This view is supported by the 
decisions in Ex parte Magnolia Metal Co. and Ex parte The Globe- 
Wernicke Co.* which require the submission of a specimen of the 
mark as used. The question still remains where such use must 
take place. The foreign registrant can, after all, submit a specimen 
of the mark as used in his home country. But does not the word 
“showing” also require the registrant to divulge where and how his 


3. 43 TMR 302, 96 USPQ 189 (1953). 
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mark is used in addition to submitting a specimen of the mark as 
used? Trademark Rule 2.162(3) requires a recitation of facts 
specifying the nature of the use involved and could also be under- 
stood to require an allegation as to the place of use. 

The question can be asked whether it really matters whether a 
Section 8 affidavit is filed with proper regard for the intent of the 
statute as long as the literal requirements of the statute are com- 
plied with and the Patent Office accepts the affidavit. After all, 
is not Section 8 relevant only to Patent Office practice since the 
purpose of the affidavit is to rid the Register of abandoned marks? 
At least one answer to this seems to be that in an opposition, 
cancellation or infringement proceeding the defendant, or party 
which deems itself damaged by a registration, may plead the 
invalidity of the registration and take steps to have it canceled. 
The sufficiency of a Section 8 affidavit therefore also involves a 
question other than that pertaining to the housekeeping chores of 
the Patent Office. There is nothing in the statute to prevent an 
attack on a registration on the ground of failure to file an ade- 
quate Section 8 affidavit. 

The legislative history of the Trademark Act of 1946 is of no 
help in establishing the intent of Congress in speaking merely in 
terms of “in use” in Section 8. It is interesting to note that only 
in Sections 8 (a) and (b) does the statute speak in terms of “use” 
and not in terms of “use in commerce.” Of course, the term “use” 
may be given considerable scope. The possibilities are (1) use of 
a mark in intra-state commerce, (2) use of the mark in inter-state 
and territorial commerce, (3) use of the mark in foreign commerce, 
and (4) use of the mark anywhere in the world. Use of the mark 
in inter-state, territorial commerce and in foreign commerce which 
Congress may regulate can be disregarded here, as the statute 
is satisfied if the mark is used in such commerce. What about use 
in intra-state commerce, however? If, as has been contended, the 
Trademark Act of 1946 has created a federal law of unfair com- 
petition and trademarks, an allegation of use of a mark in intra- 
state commerce may well satisfy Section 8 under certain circum- 
stances. It is difficult to imagine, however, that Congress was con- 
cerned with the use of a mark in France, Germany, Great Britain 
or a minor or remote country. The purpose in providing for the 
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Section 8 affidavit was to remove abandoned marks from the 
Register of Trademarks. A mark outside the field of federal regu- 
lation can hardly be said to constitute subject matter for Patent 
Office jurisdiction. It seems reasonable to assume, therefore, that 
choice of the term ‘use’ rather than ‘use in commerce’ in Section 8 
was inadvertent. 

The recent decision in Ex parte Societé Fromageries Belt 
helps to clarify the problem. A foreign applicant need not al- 
lege use of his mark in commerce which may be regulated by 
Congress if the application is based on the provisions of Section 
44 of the Act. He need only prove the existence of a home regis- 
tration, and need not even prove use of the mark in his country 
of origin. Once the mark has been registered the same principles 
apply as for a mark which has been registered on the basis of 
an allegation of use in commerce,’ and the obligation to use arises. 
Two consecutive years of nonuse constitute prima facie evidence 
of abandonment of the mark.*® 

An anomalous situation exists if a foreign trademark owner’s 
registration can be canceled by another party after two years on 
the ground of abandonment beeause of failure to use the mark 
in commerce for two consecutive years, if the Patent Office fails 
to cancel the registration on the same facts six years following 
registration or republication. Yet upon filing an application for 
renewal the foreign registrant must allege use in commerce and 
cannot rely on special circumstances which might excuse nonuse 
as provided in Section 8." Many foreign registrants filing under 
Section 44 never commence use in commerce, so that two years 
after the issuance of the registration the mark is open to can- 
cellation. If the registration is not challenged in the meantime, 
nonuse may be excused upon filing of an acceptable explanation 
in the Section 8 affidavit. 

The inconsistency can be illustrated by the following, admit- 
tedly rare, situation: A registration granted under the Act of 
1881 or the Act of 1905 has been republished under Section 12 (c) 
on January 30, 1950. The last day for filing the Section 8 affidavit 








4. 45 TMR 846, 105 USPQ 392 (1955). 


5. Ez parte Dorin, Inc., 45 TMR 81, 102 USPQ 316 (1954). 

6. Section 45. b 

7. Ea parte Rex-Konservenglasgesellschaft m.b.H., 45 TMR 353, 103 USPQ 329 
(1955). 
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is January 30, 1956. Let us assume that the renewal date falls 
on January 30, 1956 also. The mark is not in use in commerce. 
The registrant does not file a combined Section 8 and 9 affidavit. 

To obtain renewal, use in commerce must be alleged or the 
renewal application will be rejected. In the Section 8 affidavit, 
the foregin registrant alleges use only, and the affidavit is ac- 
cepted if otherwise in order. The Patent Office may of course 
check whether both, a Section 8 affidavit and a renewal applica- 
tion were filed, and the inconsistency may be detected. The reg- 
istrant could, however, pay an additional fee and file the renewal 
application three months late and have the Section 8 affidavit 
accepted in spite of nonuse. 

As the situation stands, the unwary foreign registrant who 
merely alleged use in his Section 8 affidavit does not know how 
valuable his registration is. When called upon to prove that his 
registration is in fact valid, he may no longer be able to furnish 
sufficient evidence that the mark was in fact in use in commerce 
when the Section 8 affidavit was filed. 

As a practical matter, the problem is perhaps minimized be- 
cause most attorneys probably advise their foreign clients to 
allege use in commerce whenever possible. What about the owner 
of a similar mark, however, who may be forced to prove abandon- 
ment of a cited registration or contest the validity of a foreign 
trademark owner’s registration? 

He must expend effort and money since under otherwise 
identical circumstances a foreign registrant is placed in a more 
favorable position than the domestic owner of a challenged regis- 
tration. When the domestic registrant alleges “use” it is highly 
probable that at one point or another such use falls within the 
scope of congressional regulation, even if the ultimate destination 
is sale of the trademarked product in a foreign country. Where 
the foreign registrant alleges mere “use,” it is often very diffi- 
cult to establish whether or not such use was in commerce which 
may be regulated by Congress. It is difficult to prove a negative 
proposition. 

It is therefore suggested that the Patent Office give further 
consideration to its present interpretation of the words “in use” 
in Section 8 of the Act. 
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H. R. 6143 


On June 29, 1956 the President signed H. R. 6143 which was passed by the Senate 
on June 5, 1956 and the House of Representatives on June 18, 1956. The final text of 
the bill is contained in Conference Report No. 2253. 

The portions of this law relating to trademarks are printed below: 


An Act 
To amend the Internal Revenue Codes of 1939 and 1954, and for other 
purposes. 
Be it enacted by the Senate and House of Representatives of the 
United States of America in Congress assembled, That section 117 of the 
Internal Revenue Code of 1939 (relating to capital gains and losses) is 


hereby amended by adding at the end thereof a new subsection as follows: 
ao * 7” 








































Sec. 4. TRADEMARK AND TRADE NAME EXPENDITURES 


(a) Part VI of subchapter B of chapter 1 of the Internal Revenue 
Code of 1954 is hereby amended by inserting after section 176 thereof the 
following new section: 


“sec. 177. TRADEMARK AND TRADE NAME EXPENDITURES. 

“(a) Election To Amortize——Any trademark or trade name ex- 
penditure paid or incurred during a taxable year beginning after 
December 31, 1955, may, at the election of the taxpayer (made in 
accordance with regulations prescribed by the Secretary or his dele- 
gate), be treated as a deferred expense. In computing taxable income, 
all expenditures paid or incurred during the taxable year which are 
so treated shall be allowed as a deduction ratably over such period 
of not less than 60 months (beginning with the first month in such 
taxable year) as may be selected by the taxpayer in making such elec- 
tion. The expenditures so treated are expenditures properly chargeable 
to capital account for purposes of section 1016(a)(1) (relating to 
adjustments to basis of property). 


“(b) Trademark and Trade Name Expenditures Defined.—For 
purposes of subsection (a), the term ‘trademark or trade name ex- 
penditure’ means any expenditure which— 


“(1) is directly connected with the acquisition, protection, 
expansion, registration (Federal, State, or foreign), or defense of 
a trademark or trade name; 


“(2) is chargeable to capital account ; and 


“(3) is not part of the consideration paid for a trademark, 
trade name, or business. 


“(e) Time For and Scope of Election.—The election provided by 
subsection (a) shall be made within the time prescribed by law (includ- 
ing extensions thereof) for filing the return for the taxable year during 
which the expenditure is paid or incurred. The period selected by the 
taxpayer under subsection (a) with respect to the expenditures paid 
or incurred during the taxable year which are treated as deferred ex- 
penses shall be adhered to in computing his taxable income for the 
taxable year for which the election is made and all subsequent years. 


ls a 
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“(d) Cross Reference.— 

“For adjustments to basis of property for amounts allowed as 
deductions for expenditures treated as deferred expenses under this 
section, see 1016(a) (16).” 


(b) The table of sections of part VI of subchapter B of chapter 1 of 
the Internal Revenue Code of 1954 is hereby amended by inserting at the 
end thereof 

“Sec. 177. Trademark and trade name expenditures.” 


(c) Subsection (a) of section 1016 of the Internal Revenue Code of 
1954 (relating to adjustments to basis) is hereby amended by striking out 
the period at the end of paragraph (15) and inserting in lieu thereof a 
semicolon, and by adding at the end of such subsection the following new 
paragraph : 

“(16) for amounts allowed as deductions for expenditures treated 
as deferred expenses under section 177 (relating to trademark and 
trade name expenditures) and resulting in a reduction of the tax- 
payer’s taxes under this subtitle, but not less than the amounts allow- 
able under such section for the taxable year and prior years.” 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Australia 





Rejected Applications 


The following applications were rejected by the Deputy Regis- 
trar of Trademarks for the reasons indicated: (1) FrReNz, in re- 
spect of cordials included in Class 42 was rejected on the ground 
that the word is according to its ordinary signification a surname. 
The applicants contended that after a careful search only two 
people in all of Australia had been found with the surname 
“F'renz,” and that the average person would not attribute surname 
significance to the word but would consider it to be the phonetic 
equivalent of the word “friends.” It was this phonetic similarity 
to “friends” which the applicants played up in their advertising. 
It was held that even though the word was a very rare and obscure 
surname it could have no signification other than a surname. The 
applicants’ advertising was not sufficient to change this significa- 
tion and the word could not be registered without evidence of ac- 
quired distinctiveness. 26 Official Journal of Patents, Trade Marks 
& Designs 1029. 


0 ae ee - 


ie 


(2) KANT-PUNCTURE, in respect of puncture sealing composi- 
tions for use in pneumatic tires, was rejected on the ground that 
the words are phonetically equivalent to “can’t puncture,” which 
words are directly descriptive of the goods. The applicant con- 
tended that the mark might be descriptive of tires themselves but 
should not be held to be descriptive of puncture sealing composi- 
tions. The Deputy Registrar rejected this contention and held 
that the words “would immediately convey to any purchaser that 
the goods upon which the applicant proposes to use them are for 
the purpose of treating pneumatic tires so that they will be punc- 
ture-proof.” 26 Official Journal of Patents, Trade Marks & De- 
signs 1076. 


Great Britain 
Registrability of a Surname and a Device 
An application was made to register a composite mark con- 
sisting of : 
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“The words BINKS SPRAY SYSTEMS, printed in black type, to- 
gether with a device of a nozzle projecting a spray of liquid, 
this device being shown in black and white against a contrast- 
ing shaded background. These features are enclosed in a nar- 
row black square-shaped border. The nozzle device appears 
in the top left-hand corner of the square and is depicted spray- 
ing the jet of liquid to the bottom right-hand corner. The 
words BINKS SPRAY SYSTEMS are placed one below the other and 
are disposed diagonally across the mark, the word Binks be- 
ing shown in much larger type than the other two words.” 


The goods covered by the application were “spraying machines 
and parts and fittings included in Class 7 for such machines, com- 
pressors (machines) and pumps included in Class 7.” 

The application was rejected by the Registrar on the ground 
that BINKs is a surname, which appears thirty times in the London 
Telephone Directory, and the word srnxs dominates the mark in 
question. The Registrar held that the remaining features of the 
mark do not possess any inherent distinctiveness in respect of the 
goods involved, being merely “an illustration of an ordinary spray- 
ing contrivance in operation.” Accordingly, the mark as a whole 
was held to be unregistrable in Part A of the Register without 
evidence of acquired distinctiveness. 

The Registrar also considered whether or not the mark was 
“capable of distinguishing” so as to qualify for registration in Part 
B of the Register. In view of the fact that the surname sBINnkKs is 
common in Great Britain, and in view of the fact that the surname 
dominates the mark, the Registrar also refused registration in 
Part B stating: 


“ .. while it is possible that there may be a certain novelty 
in the way in which the separate features have been arranged 
(I have, of course, no evidence to guide me as to this), I am 
unable to see in this arrangement an element of inherent dis- 
tinctiveness which is anything like sufficient to offset the lack 
of distinctiveness inherent in the mark as a whole resulting 
from the prominence given to the surname Brinks (or the words 
BINKS SPRAY SYSTEMS), which I regard as being overwhelmingly 
the essential feature of the mark. I should add that, even had 
I been able to accede to (the applicants’) proposition that the 
mark is distinctive as a totality, I still should have regarded 
it as necessary for the applicants to insert in the application a 
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disclaimer of any right to the exclusive use of the surname 
Binks and of the device of a nozzle spraying a jet of liquid.” 


An appeal was taken to the High Court from the Registrar’s 
decision, and Mr. Justice Lloyd-Jacob dismissed the appeal and 
affirmed the Registrar’s decision on all points except in connec- 
tion with the question of registrability in Part B the Judge made 
the following comments: 


“Tf the truth be that the surname Binks is so overwhelmingly 
a distinctive feature of this mark that it in effect swamps the 
representation of the nozzle upon it, then the conclusion under 
Section 10 (Part B) must necessarily be the same as under 
Section 9 (Part A). For myself, I am not wholly satisfied 
that the surname BINKs as represented here does so over- 
whelmingly swamp the representation of the device that it is 
impossible to say that any capacity to distinguish could reside 
in this mark. I think that everything must depend upon 
whether or not the representation of a nozzle and a spray con- 
tained in this application is or will be found to be of such a 
character that it has individual appeal to the trade so as to con- 
stitute it a differentiating feature when used upon and in 
relation to devices of this sort in competition with the use of 
the surname Binks upon similar goods put out by a different 
manufacturer ... Subject then to that expression of my view 
in relation to the application under Section 10, I endorse the 
conclusion in respect of this application under both sections.” 


1956 R.P.C. 175. 


India 
Opposition Proceedings 
An Indian applicant, trading as East India Soap Works, 
applied for registration of a label containing, inter alia, the device 
of a dog listening to a horn type of loudspeaker attached to a 
radio in respect of soaps. This application was opposed by the 
owner of numerous registrations in India for a similar mark 
none of which, however, covers soap or goods of the same de- 
scription. The Assistant Registrar of Trade Marks held that, 
although the applicant’s mark and the opponents’ mark were 
confusingly similar, he could not reject the application on the 
basis of the opponents’ prior registrations because none of the 
prior registrations were in respect of “the same goods or same 
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description of goods” as the opposed application. However, the 
opposition was upheld on another ground. The opponents were 
able to prove that they were the owners of a subsisting Indian 
copyright in a painting done by Francis Barraud and the appli- 
cant’s mark was an imitation of this painting. The Indian Copy- 
right Act, 1914, gives to the owner of a copyright “the sole right 
to produce or reproduce the work or any substantial portion 
thereof in any material form whatsoever”. The Assistant Reg- 
istrar held that this statutory language was broad enough to 
prohibit the unauthorized use of a copyright painting as a trade- 
mark. It was held that a mark which is a copyright infringement 
is not registrable under the Indian Trade Marks Act and the 
application was rejected. XII Patent, Design & Trademark Re- 
view 1. 


















Pakistan 
Opposition Proceedings 






The owner of a trademark consisting of a device of a pair 
of scissors cutting a scroll of paper and the words scissors BRAND 
which had been registered in Pakistan in respect of manufactured 
tobacco, opposed an application to register a similar mark in 
respect of aerated waters. The opponents contended that their 
scissors cigarettes would be sold in the same shops as the appli- 
eant’s aerated waters and use of a similar mark in respect 
of such goods is likely to cause deception or confusion. After 
considering the evidence, the Deputy Registrar concluded that 
there is no reasonable likelihood of confusion. It was stated that 
those who had testified for the opponents that they would be 
confused were probably making too modest an estimation of their 
own powers of discrimination. The Deputy Registrar stated that 
“Tt is true that many purchasers of cigarettes and aerated waters 
are illiterate, but illiterate persons in Pakistan are not neces- 
sarily unintelligent nor an unwary purchaser an idiot.” Emphasis 
was placed upon the fact that, although the applicant had used 
its mark extensively in Sukkur and Khaipur for several years, 
the opponents were unable to establish any actual instances of 
confusion. The Deputy Registrar commented that some merchants 
have a wrong impression that they can copy another’s mark be- 
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cause the goods are widely different and he agreed that this 
tendency should be curbed. However, he said that each case 
should be judged on its merits and in the present case if the 
application were rejected that would be giving the opponents a 
wider monopoly than the statute authorizes. The opposition was 
dismissed and the application was ordered to proceed to regis- 
tration in respect of a limited specification of goods, reading: 
“aerated waters for sale only in the areas comprising the Sukkur 
and Khaipur districts”. XII Patent, Design & Trademark Re- 
view 7. 
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Australia. Trade Marks Act No. 20 of 1955. (Patent and Trade Mark Review, v. 
54, nos. 5-8, February—May 1956, pp. 135-143; 169-175; 191-206; 225-235). 


Bon Ami Co. How Bon Ami will advertise first new Product in 43 years. (Printers’ 
Ink, July 13, 1956, pp. 68-69). 


Brand-By-Brand Listing of Ad Expenditures for Drug Trade Products. (Drug 
Trade News, June 18, 1956, pp. 24-32). 


Hofgren, Axel A. 
Foreign Licensing Arrangements for Manufacture of American Products. (Ameri- 
can Patent Law Association, Bulletin, April—May 1956, pp. 156-163). 


Kaynee Co. The Kaynee Boys. (Modern Packaging, v. 29, no. 9, May 1956, pp. 
106-107, 243-244). 


MacKay, William G. 
The Law and the Monopoly of Words as Trademarks. (Hastings Law Journal, 
v. 7, no. 2, February 1956, pp. 180-188). 


New Packages, new Processes clear Track for more Products in Aerosol Containers. 
(Printers’ Ink, June 15, 1956, pp. 29-30). 


Nicaragua. Patents and Trade Marks. Decree No. 165 of 1955, effective January 2, 
1956. (Patent and Trade Mark Review, v. 54, no. 8, May 1956, pp. 235-237). 


Nicaragua. Trade Marks. Classification. Effective January 10, 1956. (Patent and 
Trade Mark Review, v. 54, no. 8, May 1956, pp. 237-239). 


Schnellbacher, E. E. 
Patent and Trademarks as international Marketing Tools. (American Patent 
Law Association, Bulletin, April—May 1956, pp. 146-152). 


Sinclair Oil Corporation. Marketing Formula for Sinclair Oil: Reserve Ad Power 
when you need it. (Printers’ Ink, June 22, 1956, pp. 41-64). 


Smith, Genevieve 

For Trademark Acceptance, these Ads stress Quality. (Printers’ Ink, May 25, 
1956, pp. 32, 37). 

American Cyanamid’s problem to win greater acceptance for Melmac dinnerware. 


Smith, Richard Austin 
Business Espionage. (Fortune, May 1956, pp. 118-121, 190, 192, 194). 


Startex Mills. To strengthen Brand Identity, 172 Labels become 8. (Printers’ Ink, 
May 25, 1956, pp. 105-106). 


Weakley, Thomas E. 
What do national Advertisers think of Trading Stamps? (Printers’ Ink, July 6, 
1956, pp. 19-21, 55-58). 


Woolf, James D. 
Brand Familiarity alone is a great Sales Asset. (Advertising Age, v. 27, no. 21, 
May 21, 1956, pp. 83-84). 


Hoffman, Paul M. 
Brand Names and Trademarks in the Saint Louis Area of the Shoe Industry, 1956. 
We wish to call the attention of our readers to this thesis which was submitted 

by the author to the Faculty of the Graduate School of Business Administration of 

New York University for the degree of Doctor of Philosophy. Chapter 7 of this 

extensive study is devoted to the “Protection of Brand Names.” 

A copy of this thesis is available at the Library of the Graduate School of Busi- 
ness Administration at New York University. 








Copies of these articles are available in the Association’s Library. 
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FRANCIS H. LEGGETT & CO. v. 
PREMIER PACKING CO., INC. 


No. 55-169-S — D. C. Massachusetts — April 4, 1956 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—DAMAGES 
StaTE STATUTES—MASSACHUSETTS 
Plaintiff seeks an injunction and damages under Lanham Act, common law 

and Massachusetts statutes for infringement of its trademark PREMIER for food 
and processed meat items. Plaintiff makes over 2,000 food items which it dis- 
tributes nationally. It has used mark PREMIER since 1880 and its sales have exceeded 
900 million dollars and its advertising has exceeded six million dollars. PREMIER 
has acquired secondary meaning. Defendant manufactures processed meats such 
as bologna, liverwurst, salami, sausage, etc. Defendant uses similar script spelling 
of PREMIER, 


EFFECT OF REGISTRATION—PRINCIPAL REGISTER—NOTICE 
Under the Lanham Act plaintiff’s registrations of PREMIER served as construc- 
tive notice to the food industry and therefore defendant’s defense of laches is 
without merit. 
REMEDIES—INFRINGEMENT—DEFENSES 
Defendant’s contention that there is no likelihood of confusion because plain- 
tiff makes non-refrigerated items while defendant’s items are refrigerated is with- 
out merit. Identity of products not essential for relief. Defendant’s acts result 
in dilution of plaintiff’s rights and tend to confuse the consumer concerning the 
origin of goods sold under mark PREMIER. Plaintiff is therefore entitled to injunc- 
tion against any use by defendant of mark. 
REMEDIES—ScoPE OF RELIEF—ACCOUNTING 
Plaintiff is entitled to accounting to include attorney fees and expenses and 
costs of litigation which shall be limited to period subsequent to its notification of 
infringement by plaintiff. 


Action by Francis H. Leggett & Co. v. Premier Packing Co., Inc., for 
trademark infringement. Judgment for plaintiff. 


Rowland V. Patrick and W. R. Hulbert, of Boston, Massachusetts, for 
plaintiff. 


Joseph Zallen and Arthur Ellison, of Boston, Massachusetts, for defendant. 


SwEENEy, Chief Judge. 

In this action the plaintiff seeks an injunction and damages for an 
alleged infringement of its trademark. The suit is based upon the Lanham 
Trademark Act, 15 U.S.C., Sections 1051-1127, Massachusetts common law, 
and the Massachusetts statutes, General Laws, Chapter 110 as amended. 
It contends that its registered trademark which had been certified for use 
in the distribution of meat products under the above statutes and common 
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law is infringed by the defendant’s use in interstate commerce and in 
Massachusetts of a similar and confusing trademark on meats. The defen- 
dant has filed a counterclaim and admits the jurisdiction of this Court. It 
denies having knowledge of the plaintiff’s registration and alleges invalidity 
of it, and sets up a defense of laches. It also seeks a decree declaring as 
between the parties that it is the sole owner of the mark it has been 
using as applied to processed meats requiring refrigeration as distinguished 
from meats not requiring refrigeration, both in Massachusetts, and in the 
United States. The defendant’s mark has never been registered under any 
federal or state statute. 


FINDINGS OF Fact 


The plaintiff is a New York corporation, incorporated in 1902, as 
successor to a partnership of the same name, whose principal place of 
business since its origin has continued to be in New York City. Since 1937 
it has maintained a sales office in Massachusetts, and a sales force which has 
canvassed the state. The name PREMIER was first adopted as a trademark 
in 1880, and has been used by the plaintiff continuously since that time as 
a distinguishing trademark for its extensive line of food products, through- 
out the United States and in foreign commerce. It sells approximately two 
thousand food items, including thirty-eight processed meat items, under 
the PREMIER label. The processed meat items are sold in cans or in glass 
containers, but none requires refrigeration before opening for use. The 
plaintiff’s records indicate that since 1917 its PREMIER foods’ sales have 
exceeded nine hundred and thirty million dollars ($930,000,000.) and ad- 
vertising expenditures have approximated six and one-half million dollars 
($6,500,000.). Present advertising expenditures average one quarter million 
dollars ($250,000.) per year. I find that the name premier has acquired 
a distinctive character in the food industry, with the effect that its con- 
tinued use by the plaintiff has established good will as well as affirmative 
consumer reaction to its symbol of origin. This accretion has been estab- 
lished in Massachusetts and throughout the nation. It is not diminished by 
the defendant’s citation of various uses of the name by others, when the 
plaintiff sues for its protection. 

PREMIER has been registered by the Leggett Company in numerous 
instances. The two federal registrations in suit are Registration No. 124110, 
dated January 14, 1919, (duly renewed), under the Trademark Act of 
1905, embracing a variety of food items including canned meats; and Regis- 
tration No. 584040 dated December 29, 1953, under the Lanham Act of 
1946, for a variety of items including canned and glassed meats. Among 
the items described in these registrations are chicken, beef, pork, lamb, 
frankfurters, and a number of prepared foods having meat as a base. The 
trademark PREMIER was filed in Massachusetts by the plaintiff in 1936, 
numbered 12845, for sundry food items, including meats. I find that each 
of these registrations is valid. 
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The defendant is a Massachusetts corporation, organized in 1946 under 
the name Premier Beef Co., Inc., succeeding a partnership known as Pre- 
mier Supply Co., whose partners are principal officers in the corporation. 
In 1949 the corporation changed to its present name, Premier Packing Co., 
Inc. In 1949 the defendant began its manufacture of processed meats which 
now include ham, bologna, liverwurst, salami, minced ham, frankfurters, 
sausages, and other loaf items. Sales of these items were intrastate, until 
1954, when it entered its goods in interstate commerce. The defendant’s 
gross is approximately two million dollars ($2,000,000.) per year. Just 
when the defendant began to use the contested trademark is indefinite, for 
the defendant seemed unable to go beyond an assumption by its president 
that it was prior to 1954. In any event, its use coincided with its expansion 
from fresh meats to processed items, accomplished after its adoption of the 
name Premier Packing Co., Inc., in 1949. Prior use was by the plaintiff. 

The plaintiff's trademark is the word PREMIER printed in script, 
having a large separate “P” and smaller separated letters in the remainder. 
On its labels, the plaintiff’s trademark is stated to be registered in the 
U. S. Patent Office according to 15 U.S.C.A., Chap. 22, § 1111. The defen- 
dant’s mark consists of a large “P” in script, with the remainder of the 
letters joined in smaller script. Both are readable at a distance beyond 
the other printed matter on their various labels. Characteristic to the de- 
fendant’s labels is the fact that the word premier has beneath it “Packing 
Co., Inc.” in such smaller size as to be termed “in small print.” The plain- 
tiff’s labels are used on glass containers or cans, while the defendant’s 
appear on transparent or translucent wrappers or casings which take the 
form of the meats they enclose. Further descriptive details are unneces- 
sary to support my conclusion that the word PREMIER has a similar ap- 
pearance on the labels of the plaintiff and defendant, and that the defen- 
dant used the word as a trade name. 

The plaintiff was informed of the defendant’s use of the trade name 
PREMIER in May of 1954. It immediately made efforts to dissuade the 
defendant from further use. Negotiations to settle the ensuing dispute were 
unsuccessful, and no evidence is here to indicate the plaintiff’s assent to its 
continued use between this discovery and the commencement of this action 
on March 4, 1955. 

The defense of laches is without merit. Under 15 U.S.C., 1072, registra- 
tion of the plaintiff’s mark served constructive notice to the food industry of 
the plaintiff’s claim of ownership. The president of the defendant corpo- 
ration admitted to the lack of any inquiry concerning the propriety of using 
the word PREMIER as a trade name either before or since the defendant’s 
employment of PREMIER as a trade name. Registration No. 124,110 was 
registered in 1919, and its effect as constructive notice was established by 
the Act of 1946. Registration No. 584,040 registered in 1953 under the 
above Act was further notice of the plaintiff’s claim. Both existed prior to 
the defendant’s entry into interstate commerce. The defendant cannot 
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argue laches for its own lack of diligence, without establishing the owner’s 
acquiescence in its intrusion so as to condone continued intrusion. See the 
opinion in Lambert Pharmacal Co. v. Bolton Chemical Corp., 219 F325 at 
p. 326, (5 TMR 38). 

Concerning the characteristic of the word PREMIER, I find and rule 
that its use by the plaintiff was not, in the main, in the adjectival or com- 
parative sense, but rather as a symbol of substance. See Raymond v. Royal 
Baking Co., 85 F.231, and Worcester Brewing Corp. v. Reuter & Co., 157 
F.217. 

It is unquestionable that in the commerce of processed foods, the 
name PREMIER has developed as a distinctive brand name. This repute has 
been extended to the area of processed meats. The defendant’s argument 
that its own use of the mark on “refrigerated” meats will not incline the 
consumer to confusion of origin is not persuasive. It rests on two false 
assumptions, viz: that refrigerated meats do not compete with canned or 
glassed meats, and that it would not be within the consumer’s expectation 
that the plaintiff would distribute refrigerated meats. I find and rule that 
in this instance the defendant’s goods do compete with the plaintiff’s, and 
that the consumer would be likely to consider that the defendant’s products 
have their origin in the plaintiff’s enterprise. 

However, identity of products is not essential to an action for infringe- 
ment; American Products Co. v. American Products Co., 42 F.2d 488, 6 
USPQ 67 (20 TMR 573) ; Pure Foods Inc. v. Minute Maid Corp., 214 F.2d 
792, 102 USPQ 271 (44 TMR 1408). Nor is it necessary that fraud discolor 
the conduct of the imitator, Rest. Torts Vol. III. Ch. 35, § 717. 


The distinction between “refrigerated” meats and “non-refrigerated” 
meats fails as a defense. It would be unfair to limit the plaintiff’s trade- 
mark rights to meat or food items for storage at room temperature simply 
because the development of its trademark paralleled that of refrigeration 
rather than followed it. This would be the adverse effect of submitting to 
the defendant’s argument. In its broad scope, it is rather the tendency of 
the law to enforce “increasingly higher standards of fairness or commercial 
morality in trade.” Rest. Torts, Vol. III, Ch. 35, p. 540. § 717 Rest. Torts 
sets out an accurate standard of the conditions of infringement and the 
facts here fit those conditions with amplitude. See also Comment on Clause 
(b), § 731, Ch. 35. 


The cases cited by the defendant do not persuade me to different 
conclusions, and the cases cited from this jurisdiction accord with the 
above conclusions. See Dwinell-Wright Co. v. National Fruit Product Co., 
140 F.2d 618, 60 USPQ 304 (34 TMR 128) ; Mishawaka Rubber & Woolen 
Mfg. Co. v. Panther-Panco Rub. Co., 153 F.2d 662, 68 USPQ 232 (36 TMR 
30) ; Folmer Graflex Corp. v. Graphic Photo Service, 44 F.Supp. 429, 53 
USPQ 287 (32 TMR 280) ; Libby, McNeill & Libby v. Libby, 103 F.Supp. 
968, 93 USPQ 358 (42 TMR 644). 





Vol. 46 T. M. R. F, H. LEGGETT v. PREMIER PACKING 813 


On the basis of my finding that there exists a likelihood of dilution of 
the distinctive symbolism of the plaintiff’s mark, Mass. General Laws, 
Chapter 110, § 7A, authorizes the issuance of an injunction against the 
defendant to ensure its cessation within the Commonwealth. See Healer 
v. Bloomberg Bros., 321 Mass. 476, 74 USPQ 142 (37 TMR 775). 

On the added bases of my findings that the defendant’s conduct tends 
to confuse the consumer concerning the origin of goods sold under the 
PREMIER label, the Lanham Act, supra, authorizes injunctive relief in 
interstate commerce. Accordingly, an order may be drawn enjoining the 
defendant from any further use of the word PREMIER to designate its 
products, to have effect throughout the extent of intrastate or interstate 
commerce, within the provisions of 15 U.S.C.A. §§ 1116 and 1118. 

The defendant’s counterclaim is dismissed. 

Under 15 U.S.C., § 1114(a), the plaintiff is entitled to damages. An 
accurate assessment of damages must be accomplished by an accounting 
under § 1117 to include reasonable attorneys’ fees, and the expenses and 
costs of this litigation. This accounting shall be restricted to the defen- 
dant’s operations subsequent to June 1, 1955, which was a reasonable time 
after notification of infringement by the plaintiff for investigation and 
corrective action to have been taken. Damages in this case do not predate 
the receipt of actual notice by the defendant, because it has not been 
established that in its initial use of the mark the defendant intended to 
palm off its goods as the plaintiff’s. However, after notification and the 
opportunity to inquire and confirm the plaintiff’s claims, the defendant 
persisted in the affront, and maintained its sales under the offending label. 
See Wallace v. Repetti, 266 F.307 (10 TMR 176), cert. den’d 254 U.S. 639; 
Mishawaka Mfg. Co. v. Kresge Co., 316 U.S. 203, 53 USPQ 323 (32 TMR 
254) ; Scovill Mfg. Co. v. U. 8. Electric Mfg. Corp., 47 F.Supp. 619, 55 
USPQ 281 (33 TMR 234); Regis v. Jaynes, 191 Mass. 245; Treasure 
Imports v. Henry Amdur & Sons, 127 F.2d 3, 52 USPQ 598 (32 TMR 454). 
The facts do not warrant an order for increased damages. Attorneys’ fees 
are to be included in this order, due to the defendant’s refusal to terminate 
its trespass on the plaintiff’s property after notice had been duly posted 
by the plaintiff. 


CONCLUSIONS OF LAW 


From the foregoing, I conclude and rule that the use of the word 
PREMIER by the defendant is violative of the Lanham Trademark Act. 

I also conclude and rule that the use of the word PREMIER is violative 
of the Massachusetts General Laws, Chapter 110, Section 7a. 

I conclude and rule that an injunction may issue against the further 
use of the word PREMIER by the defendant either in intrastate or inter- 
state commerce. 

Judgment is to be entered for the plaintiff and the case will be 
referred to a master on the question of damages. A decree may be pre- 
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pared in accordance with the above, leaving the identity of the master in 
blank, as well as the question of reasonable attorneys’ fees. 
The defendant’s counterclaim is dismissed. 


KING KUP CANDIES, INC. et al. v. 
H. B. REESE CANDY COMPANY 


No. 5230 — D. C., M. D. Penn. — April 16, 1956 


CouRTS—J URISDICTION 
CoOURTS—PLEADING AND PRACTICE 
Defendant seeks to reargue Court’s denial of defendant’s motion to dismiss 
counts of complaint in which plaintiff sought relief from defendant’s charges of 
trademark infringement by virtue of the Declaratory Judgment Act. While plain- 
tiff does not claim any trademark rights, common law or otherwise it is entitled 
to adjudicate defendant’s Federal registrations which it claims are invalid because 
they embody the common generic term for the goods, The owner of a trademark 
should not be permitted to charge infringement and by delaying the institution of 
action obtain “incontestable” rights, with the alleged infringer in the meantime 
rendered helpless. 


Action by King Kup Candies, Inc., and Chocolate Lane Candies, Inc., 
v. H. B. Reese Candy Company for damages, unfair competition, and 
declaratory judgment as to trademark validity and infringement. Defen- 
dant moves to dismiss complaint. Motion denied at 45 TMR 1332. On re- 
argument. Decision adhered to. 


Joseph Gray Jackson, of Philadelphia, Pennsylvania, Arnold, Bricker & 
Beyer, of Lancaster, Pennsylvania, and Shelley & Reynolds, of Harris- 
burg, Pennsylvania, for plaintiffs. 


McNees, Wallace & Nurick, of Harrisburg, Pennsylvania, for defendant. 


FouLMER, District Judge. 

Under date of September 28, 1955, in accordance with Memorandum 
that day filed, 107 USPQ 50, the Court denied defendant’s motion to dis- 
miss the complaint. Thereafter the defendant petitioned the Court for a 
reargument of the defendant’s motion to dismiss with particular reference 
to the applicability of Magic Foam Sales Corporation v. Mystic Foam 
Corporation, 6 Cir., 167 F.2d 88, 77 USPQ 66, (38 TMR 550), and Kaufman 
& Ruderman, Inc. v. Cohn & Rosenberger, Inc., D.C.S.D.N.Y., 86 F.Supp. 
867, 83 USPQ 55, (39 TMR 584). While not specifically mentioned, these 
cases were referred to in the original briefs and were fully considered. 
However, because they were not discussed in the first Memorandum the 
motion for reargument was granted. After reargument and consideration 
of briefs, it is still my considered opinion that neither of the cited cases 
should be followed in the instant situation. 

Defendant states its position on reargument as follows: 
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“The Magic Foam and Kaufman cases are clear authority for the 
proposition that the Declaratory Judgment Act cannot be availed of 
to confer federal jurisdiction, regardless of whether a ‘justiciable con- 
troversy’ exists, in a case in which jurisdiction is not otherwise sup- 
portable.” 


In Magic Foam plaintiff brought suit for infringement of an unregis- 
tered common-law trademark against a defendant having a Federal trade- 
mark registration under the Act of 1905. Plaintiff asked that the defendant 
be enjoined from further infringement and that the Commissioner of 
Patents be ordered to cancel the certificate of registration. The court held 
that the plaintiff was seeking relief on its own unregistered mark and that 
this did not provide a basis for jurisdiction, stating (73 F.Supp. 424, 425, 
73 USPQ 257, 258), (87 TMR 358) : 


“The fact that the allegedly infringing trademark is registered 
would not seem to be sufficient, without diversity of citizenship, to give 
a Federal court jurisdiction. It is the plaintiff who is seeking the 
enforcement of a right and unless this right is one which is claimed 
by virtue of the trademark laws of the United States, the plaintiff 
must seek his remedy in the state courts.” 


The Magic Foam case had its inception and was disposed of under 
the old trademark law, now repealed, 15 U.S.C. § 97. On appeal the Court 
of Appeals for the Sixth Circuit held that the Lanham Act did not apply 
as the case arose before that Act became effective. While the suit was 
pending defendant made a threat of infringement of the Federal trademark 
registration against plaintiff, and plaintiff moved in the lower court for 
permission to file a supplementary complaint under the Declaratory Judg- 
ments Act. The lower court failed to rule on the petition to file the supple- 
mental complaint and overruled, without opinion, a petition to reconsider. 
The Court of Appeals considered the case as one arising prior to the 
Lanham Act and held that even if the supplemental complaint had been 
filed, it would be necessary to have juvisdiction originally and that there 
was no such jurisdiction. The court made no determination as to the 
effect of Section 37 of the Lanham Act (15 U.S.C. § 1119) but said, inter 
alia (167 F.2d 88, 90, 77 USPQ 66, 68) : 


“* * * Appellant cites to us Section 37 of the Lanham Trademark 
Act of July 5, 1946, Title 15 U.S.C.A. § 1119, which provides that the 
Court may order the cancellation of registrations. Even if we should 
assume (which is not so decided herein) that the section goes beyond 
merely giving the Court, as well as the Commissioner, the right to so 
act in cases where jurisdiction exists and changes the jurisdictional 
rule heretofore in effect, it is to be noticed that Sect. 46(a) of that 
Act, 60 Stat. 444, provides that it shall take effect one year from its 
enactment, and except as otherwise specifically provided shall not affect 
any suit, proceeding or appeal then pending. Such provision is not 
an invalid exercise of the legislative power. McElrath v. United States, 
102 U.S. 426, 437-438, 26 L.Ed. 189; State ex rel Harness v. Roney, 82 
Ohio St. 376, 92 N.E. 486, 19 Ann. Cas. 918.” 
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The determination of the effect of the Declaratory Judgments Act in 
the present case was not dependent upon an interpretation of Section 37 of 
the Lanham Act (15 U.S.C. § 1119). This Court did not agree with and 
did not follow the doctrine announced by the Sixth Circuit in Magic Foam, 
supra, but was and still is in full accord with the reasoning of the decisions 
cited in the original Memorandum. 

The Kaufman & Ruderman case, supra, follows the reasoning of the 
Magic Foam case, supra, with which, as already indicated, we do not concur. 

That the Lanham Act has completely changed the status of Federal 
Trademark Registrations has been clearly set forth by Judge Learned Hand 
in 8S. C. Johnson & Son, Inc. v. Johnson et al., 2 Cir., (1949) 175 F.2d 176, 
81 USPQ 509, 511 (39 TMR 557), cert. den. 338 U.S. 860, 83 USPQ 543, 
as follows: 

“That act did indeed put federal trademark law upon a new 
footing. The Act of 1905 had made the registration of a trademark 
only prima facie evidence of ownership, and the question must be 
regarded as never finally settled whether it created a substantive fed- 
eral trademark law, as distinct from the common-law of the states, or 
whether it merely gave jurisdiction to the district courts and certain 
procedural advantages to the owner. The Lanham Act put an end to 
any doubts upon that score, and to the confused condition in which 
those doubts involved the whole subject, especially after Hrie Railroad 
Company v. Tompkins. These were fully discussed by Judge Wyzanski 
in his opinion in National Fruit Product Co. v. Dwinnell-Wright Co., 
but they ceased to be important after Congress provided that any in- 
fringer should ‘be liable to a civil action by the registrant for any or 
all the remedies hereinafter provided’; and that the registration cer- 
tificates once become ‘incontestable’ after five years, should, with cer- 
tain exceptions not here relevant, be conclusive evidence of the regis- 
trants’ exclusive right to use it. * * *”’ (Emphasis supplied.) 

This very fact, however, makes it the more imperative that the owner of a 
trademark should not be permitted to charge infringement and by delaying 
the institution of action obtain “incontestable” rights, with the alleged 
infringer in the meantime remaining helpless. 

The instant case, it seems to me, is a typical Declaratory Judgments 
Act case. Here defendant owns Federal Trademark Registrations and has 
charged infringement. Plaintiffs certainly have a right to adjudicate 
defendant’s Federal trademark rights. It is plaintiffs’ position “that the 
defendant Reese is making a claim of infringement which cannot be sus- 
tained because he is seeking to monopolize the common generic term describ- 
ing the goods which is open to anybody.” 

Plaintiffs do not claim any trademark rights, common-law or otherwise; 
they are seeking to adjudicate the charge of infringement which defendant 
Reese has made and I am of the opinion they are perfectly in order in 
so doing. 

A comment as to Count IT may be pertinent. This count charges unfair 
competition. The effect of Section 44 of the Lanham Act (15 U.S.C. § 1126) 
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was discussed by this Court in Old Reading Brewery, Inc. v. Lebanon 
Valley Brewing Co., D.C.N.D.Pa., 102 F.Supp. 434, 92 USPQ 38, (42 TMR 
109), and approved in L’Aiglon Apparel, Inc. v. Lana Lobell, Inc., 3 Cir., 
214 F.2d 649, 102 USPQ 94. Whether the count may be sustained on the 
basis of original jurisdiction under Section 43(a) of the Lanham Act, 15 
U.S.C. § 1125(a) need not be definitely determined at this time since the 
alternative would be pendent-jurisdiction under 28 U.S.C. § 1338(b). 

I am still of the opinion as expressed in my original Memorandum of 
September 28, 1955, that a justiciable controversy has here been alleged 
under the Federal Declaratory Judgments Act, and accordingly affirm my 
previous denial of defendant’s motion to dismiss Counts I, II and III 
of the complaint. 


CHECKER FOOD PRODUCTS COMPANY v. 
RALSTON PURINA COMPANY 


No. 15345 —C. A. 8 — April 30, 1956 


CouRTS—F'INDINGS 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
Comparison of products, packages and labels used by plaintiff for CHECKER 
RICE PUFFS and CHECKER WHEAT PUFFS and by defendant for RICE CHEX and WHEAT 
CHEX indicates that no ordinarily prudent purchaser in possession of his faculties 
and at all interested in source of breakfast food he was buying would have the 
slightest difficulty in distinguishing products; issue of confusing similarity was 
an issue of fact for trial court and not issue of law for appellate court; plaintiff’s 
contention that confusing similarity was conclusively established by evidence is 
without merit; plaintiff is in effect asking Court to retry case and to substitute 
its judgment for that of trial court. 
REMEDIES—INFRINGEMENT—EVIDENCE 
Burden of proving confusing similarity was that of plaintiff, and defendant 
as prevailing party is entitled to benefit of all reasonable inferences which can 
be drawn from evidence viewed in aspect most favorable to it. 


Action by Checker Food Products Company v. Ralston Purina Com- 
pany for trademark infringement and unfair competition. Plaintiff appeals 
from judgment for defendant of District Court for Eastern District of 
Missouri. Affirmed. 


Murray Steinberg (Richard Marz and Melvin Friedman on the brief) of 
St. Louis, Missouri, for appellant. 

John D. Pope III (Donald G. Leavitt, Frederick A. Judell, and Koenig & 
Pope on the brief) of St. Louis, Missouri, for appellee, 


Before SANBORN, JOHNSEN and VOGEL, Circuit Judges. 


SaNBorn, Circuit Judge. 


This is an appeal by the plaintiff (appellant) from a judgment dis- 
missing its action brought in December, 1951, under the Trademark Act, 
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15 U.S.C.A., §§ 1116, 1117, 1121, upon the claim that the defendant 
(appellee) had infringed the plaintiff’s trademark rights in the name 
CHECKER, and had engaged in unfair competition. 

Each of the parties is a Missouri corporation with its principal place 
of business in St. Louis, Missouri. 

The plaintiff in its complaint alleged that since about March 15, 1936, 
it has been engaged in the sale at wholesale of breakfast foods made from 
grains and particularly from rice and wheat; that since the inception of 
its business it has engaged in nationwide advertising of its trademarks 
CHECKER RICE PUFFS and CHECKER WHEAT PUFFS, which has resulted in 
the association of those names with the plaintiff’s products in the minds of 
the buying public; that in 1951 the defendant advertised the manufacture 
and sale by it of breakfast foods and cereals known as RICE CHEX and 
WHEAT CHEX; that the use of these names was a “direct infringement 
on the good will and trademark built up by plaintiff,” and was done for 
the purpose of misleading and deceiving the buying public into believing 
that the products of the defendant are in some way associated with the 
favorably known business of the plaintiff in the sale of CHECKER RICE 
PUFFS and CHECKER WHEAT PUFFS; that the defendant’s conduct in this 
regard is likely to cause confusion in the minds of buyers as to the source 
of the defendant’s products, and constitutes unfair competition; and that 
the defendant, after being notified by the plaintiff of its demand that the 
defendant stop using the names RICE CHEX and WHEAT CHEX, has refused 
to do so. 

The defendant in its answer admitted that the plaintiff had sold 
some puffed rice and puffed wheat in packages, and stated that the defen- 
dant in 1951 had sold, under the trademark cHEx, a shredded rice 
biscuit breakfast food and a shredded wheat biscuit cereal. The defendant 
denied that this constituted an infringement of the plaintiff’s trademarks 
or unfair competition. The defendant alleged that it has been engaged 
in the milling business for more than 50 years; that its principal products 
throughout this period have been breakfast cereals and animal feeds; that 
its total sales have amounted to billions of dollars and its sales of breakfast 
cereals to over one hundred million dollars; that for more than 50 years 
a marking of contrasting colored squares, known as the “checkerboard” 
marking and registered in the United States Patent Office as the defendant’s 
trademark for the various products sold by the defendant, has been used 
continuously by it and has come to be known by the public as the generic 
trademark for the defendant’s products, and that it appears upon every 
unit of the products, of which the plaintiff complains. The defendant fur- 
ther alleged that it had used the mark CHECKER since 1922 on animal feeds 
and had registered that mark in the Patent Office; that the defendant had 
also used the registered trademark cHECKR- on breakfast cereals since 
1927 ; and that, “should the average purchaser of breakfast cereals associate 
the mark cHEXx with the term ‘check’ or combining forms thereof, * * * 
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the average purchaser of breakfast cereals will necessarily associate the 
mark CHEX with defendant rather than with plaintiff.” 

The issue raised by the pleadings were tried to the court. There was 
little dispute as to the evidentiary facts, and many of them were stipulated. 
The controlling issue in the case was, as it usually is and has been in all 
such cases (see McLean v. Fleming, 96 U.S. 245, 252-256; Kann v. Diamond 
Steel Co., 8 Cir., 89 F. 706, 707), whether there was any confusing or 
deceptive similarity between the marks used by the defendant upon its 
shredded rice and shredded wheat breakfast foods, namely RICE CHEX 
and WHEAT CHEX, on cartons with a checkerboard design, and the marks 
used by the plaintiff—in the sale of its puffed rice and puffed wheat prod- 
ucts—upon its cellophane packages and cartons, namely CHECKER RICE 
PUFFS and CHECKER WHEAT PUFFS. 

The original corporate name of the plaintiff was Gandolfo-Ghio Manu- 
facturing Company. It was incorporated in 1896. The name was changed 
to Checker Food Products Company, which name has been used since 1927. 
Its president purchased some of its capital stock in 1934, and eventually 
acquired all of such stock. After 1934 the plaintiff was selling spaghetti, 
macaroni, egg noodles, cream meal, pancake flour, soup mixes, puffed wheat, 
and puffed rice. Most of these items were sold under the Checker label. 
The name CHECKER has been used on products of the plaintiff since about 
1920. The plaintiff (then Gandolfo-Ghio Manufacturing Company) on 
September 20, 1920, applied for registration of the trademark CHECKER 
for spaghetti, macaroni, vermicelli, and noodles, and it was registered in 
the United States Patent Office on December 13, 1921, as No. 149,384. The 
registration was renewed December 13, 1941, to Checker Food Products 
Company. Puffed wheat and puffed rice are the major products now being 
sold by the plaintiff. They are not manufactured by the plaintiff, but by 
a corporation the capital stock of which is also owned by the plaintiff’s 
president. The plaintiff’s fiscal year ends August 31st. The largest amount 
the plaintiff derived from its sales of puffed wheat and puffed rice in any 
year from 1944 to 1951 was $153,097.76 in 1945. There was a sharp falling 
off in the sales of these products of the plaintiff after the war. In 1950 
sales amounted to $75,072.64, and in 1951 to $94,748.64. 

The plaintiff sells puffed wheat and puffed rice in 46 states and in the 
District of Columbia. Outside of the metropolitan area of St. Louis, sales 
are made through food brokers. The plaintiff advertises by giving premiums 
and sales incentives to dealers, and in newspapers, and may have done 
some radio advertising. It runs some advertisements in cooperation with 
customers. It packages its products in cellophane bags or in small cartons 
wrapped with waxed paper. 

Since 1938 the plaintiff has had no dispute or litigation with the defen- 
dant. From 1937 or 1938 until the spring of 1950, the defendant made no 
claim against the plaintiff for the use of any name and the plaintiff made 
no such claim against the defendant. There has been some prior litigation. 
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See Ralston Purina Co. v. Checker Food Products Co. (Mo. App.), 80 
S.W.2d 717, 25 TMR 334 (1935), in which the Ralston Purina Company 
charged the Checker Food Products Company with unfair competition, and 
in which it was held that there was no reasonable probability of confusion 
between the then style of dress and designation adopted by the parties for 
their respective products (page 720 of 80 S.W.2d). 

In the early part of April, 1950, the defendant offered to purchase 
the plaintiff’s rights in the name cHEecKER for $20,000. The offer was 
refused by the plaintiff’s president. 

The use by the defendant of the name RICE CHEX came to the plain- 
tiff’s attention about December, 1950, or January, 1951, and the use of 
the name WHEAT CHEX was first noticed about August, 1951. Demand 
was made upon the defendant to cease using those names. 

Prior to using the names CHECKER RICE PUFFS and CHECKER WHEAT 
purrs, the plaintiff had sold these same products in 1937 and 1938 under 
the names CHECKER RICE POPS and CHECKER WHEAT Pops. It used the 
name CHECKER EXPLODED RICE from about 1938 to 1948. Since then it 
has used the names which it asserts the defendant has simulated by selling 
its shredded wheat and shredded rice products as WHEAT CHEX and RICE 
CHEX. 

The plaintiff introduced some evidence tending to support its claim 
that the names it used in marketing its products were confusingly similar 
to the names used by the defendant and that purchasers asking for the 
plaintiff’s products had been handed defendant’s products. 

It was stipulated that the “Defendant is presently and has been widely 
known for many years as one of the nation’s foremost manufacturers of 
breakfast cereal foods, and has a national reputation as one of the foremost 
manufacturers of breakfast cereal foods.” The defendant was incorporated 
about January 8, 1894, as Robinson-Danforth Commission Company. In 
1899 its name was changed to Robinson-Danforth Milling Company, and 
to Ralston Purina Company in 1902. Its net cereal sales from 1903 to 
January 1, 1951, exceeded $163,000,000. Its shredded rice product now 
being sold as RICE CHEX was first sold in 1950; and prior to January 1, 
1951, sales of that product amounted to more than $883,000, and from 
January 1, 1951, to February 29, 1952, amounted to more than $1,900,000. 
The defendant’s shredded wheat product now being sold as WHEAT CHEX 
was first placed on the market in 1935, and total sales of that product up 
to January 1, 1951, amounted to more than $34,000,000. From January 1, 
1951, to February 29, 1952, sales of WHEAT CHEX amounted to more than 
$4,000,000. The defendant first packaged its shredded wheat product as 
WHEAT CHEX on January 22, 1951. Since its incorporation, the defen- 
dant’s principal products have been foods for human consumption (mainly 
breakfast cereals) and animal feeds. The rice product of the defendant 
sold as RICE CHEX is a biscuit-type product made of shredded rice, and 
is not a puff. The product WHEAT CHEX is a biscuit-type product made 
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of shredded wheat, and is not a puff. The plaintiff’s product sold as 
CHECKER RICE PUFFs is not a biscuit-type product and is not made of 
shredded rice, nor is the plaintiff’s product which is sold as CHECKER 
WHEAT PUFFs a biscuit-type product made of shredded wheat. 

For at least 50 years defendant has used a checkerboard motif as a 
trademark on substantially all of its products, including breakfast cereal 
foods. Total sales of all its products have amounted to billions of dollars. 

The defendant’s first registered trademark, No. 35,569, was dated 
December 11, 1900, for cHECKERBOARD and a checkerboard design for cereal 
food products. Since that time the defendant has registered trademarks 
for its various products, perpetuating its right to use that design for iden- 
tifying them. It has also registered and used such trademarks as 
CHECKR-, CHECKER, and CHECK-R-CHIX, CHECK-R-FECT, and many others of 
a similar nature. 

It was stipulated that these registrations were valid, subsisting and 
owned by the defendant. The defendant’s registration of the trademark 
CHEX, dated May 27, 1952, was applied for July 22, 1950, and is No. 
559,285. 

The defendant, at the trial, introduced evidence tending to show that 
there was no confusion and no confusing similarity between its accused 
trademarks as applied to its shredded rice and shredded wheat products 
and the trademarks used by the plaintiff in marketing its puffed rice and 
puffed wheat. 

Enough has been said to indicate the nature of the controversy and to 
show that the issue of confusing similarity was an issue of fact for the trial 
court and not an issue of law for this Court. There is no merit in the plain- 
tiff’s contention that confusing similarity was conclusively established by 
the evidence. What the plaintiff is, in effect, asking this Court to do is to 
retry this case and to substitute its judgment for that of the trial court. 
This the Court will not do. See and compare, Cleo Syrup Corporation v. 
Coca-Cola Co., 8 Cir., 139 F.2d 416, 417-418, 60 USPQ 98, 100, 34 TMR 34; 
Seven Up Co. v. Cheer Up Sales Co. of St. Louis, Mo., 8 Cir., 148 F.2d 909, 
911, 65 USPQ 237, 239-240, 35 TMR 174. The determination of the trial 
court that there was no confusing similarity between the trademarks in 
suit and that the defendant had not infringed the plaintiff’s trademark 
rights and had not engaged in unfair competition is not erroneous. The 
burden of proving confusing similarity was that of the plaintiff, and the 
defendant, as the prevailing party, is entitled to the benefit of all reason- 
able inferences which can be drawn from the evidence, viewed in the aspect 
most. favorable to it. Cleo Syrup Corporation v. Coca-Cola Co., page 418 
of 139 F.2d, page 101 of 60 USPQ; Clarke Hybrid Corn Co., Inc. v. Stratton 
Grain Co., 8 Cir., 214 F.2d 7; Lanza v. Carroll, 8 Cir., 216 F.2d 808, 814. 

We take the liberty of saying that a comparison of the products, pack- 
ages and labels used by the respective parties indicates to us that no 
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ordinarily prudent purchaser in possession of his faculties and at all 
interested in source of the breakfast food he was buying would have the 
slightest difficulty in distinguishing the defendant’s accused products from 
those of the plaintiff and determining their source. 

The judgment appealed from is affirmed. 


HOOK et al., doing business as HOOK & MILLER 
v. HOOK & ACKERMAN, INC. 


No. 11605 —C. A. 3— May 2, 1956 


CouRTS—J URISDICTION—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF— 
IN GENERAL 
That same stove is involved in original complaint for declaratory judgment as 
to non-infringement and in counterclaims for patent infringement and unfair com- 
petition is not enough to fulfill jurisdictional requirement of Section 1338 of 28 
U.S.C. 1338(b) where source of stated unfair competition was completely separable 
from patent case. 


Action by C. Howard Hook and W. W. Miller doing business as Hook 
G& Miller v. Hook & Ackerman, Inc., for declaratory judgment that patent 
is not infringed in which defendant counterclaims for patent infringement 
and unfair competition. Defendant appeals from judgment of District 
Court for Western District of Pennsylvania dismissing counterclaim. 
Affirmed. 

See also 43 TMR 492. 


Harry Price, of New York, N. Y., for appellant. 
William B. Jaspert, of Pittsburgh, Pennsylvania, for appellee. 


Before McLAavuGHLIN, KALODNER and STALEy, Circuit Judges. 


McLavGa., Circuit Judge. 

The original action in this litigation was for a declaratory judgment 
that plaintiff-appellees’ boiler did not infringe upon defendant’s patent U.S. 
No. 2,247,796. A counterclaim was filed asking for damages and an injunc- 
tion arising out of the alleged infringement and asserting unfair competi- 
tion. Judge Stewart in the district court tried the infringement issue by 
itself and found that plaintiffs were not guilty of infringement, 94 USPQ 
336. Defendant’s appeal from the judgment of August 21, 1952, entered 
on that decision was dismissed for want of timely prosecution on January 
26, 1953. 

The present appeal is from the order of the district court of February 
25, 1955 dismissing the action on the ground that there remained only the 
issue of unfair competition as to which the court held it had no jurisdiction.’ 


1. For the complete history of the suit and its collaterals see the exhaustive opinion 
of Chief Judge Biggs at 213 F.2d 122, 101 USPQ 376 (May 12, 1954). 
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Appellant’s primary points are presented in its brief and oral argu- 
ment are that (1) the complaint should have been dismissed because 
appellee partnership was dissolved on July 1, 1953 following the death of 
Hook, one of the partners; and (2) the district court has jurisdiction of 
the counterclaim for unfair competition and that there is a binding adjudi- 
cation on that issue in the New York Supreme Court which should be 
enforced in this case by injunction. 

In its statement appellant says: “In the meanwhile, this incomplete 
order of Judge Stewart of August 21, 1952, was not appealable under Rule 
54, and a premature appeal as to which this Court had no jurisdiction 
(Newburgh v. Superior, 104 USPQ 132) was dismissed for lack of prosecu- 
tion on January 27, 1953.” There is no further mention of this or argument 
concerning it anywhere in the brief. In its reply brief appellant’s first 
point is titled “Regardless of how the various claims arise all of these issues 
must be disposed of by the lower court before there is a final judgment and 
before the appeal court has jurisdiction of an appeal.” Appellant then 
asserts that the judgment of August 21, 1952 “|w]las neither final nor 
binding upon Hook & Ackerman nor upon anyone else.” 

The above claim was not made to the district court. This appellant, as 
has been stated, appealed from the August 21, 1952 judgment. After that 
appeal had been dismissed it attempted no further proceedings of any kind 
regarding the judgment. At the time the present phase of this litigation 
was before the district court the August 21, 1952 judgment was more than 
two years old. In view of the factual situation the stale arguments now 
deliberately made show a callous disregard of appellant’s own previous 
affirmative course in the litigation. Appellees urge that appellant is 
estopped by its conduct from questioning the 1952 judgment. They also 
suggest that in view of the time lapse we are without jurisdiction to 
nullify the judgment and reopen the original non-infringement claim and 
counterclaim. Under all the circumstances we prefer to deal with appel- 
lant’s contention on the merits without passing upon those questions. 

Appellant’s entire argument is that since the 1952 judgment did not 
completely dispose of the litigation, to be appealable it needed the certifica- 
tion called for by Rule 54(b) of the Rules of Civil Procedure and was not 
so certified.” 

Proper classification of the 1952 judgment completely answers appel- 
lant’s contention. That judgment decided the entire infringement issue. 
Plaintiffs had sought a declaratory judgment of non-infringement. In its 
answer and counterclaim, defendant asked for a determination of infringe- 


2. We do not decide whether under the particular circumstances the trial judge’s 
intent to make a finding of finality is so clear that he complied with the rule in effect 
and that “[i]t would be bootless to send it back for a better formulation of the appeal 
formula.” Concurring opinion of Judge Clark in Republic of Italy v. DeAngelis, 206 
F.2d 121, 132 (2 Cir. 1953). Nor do we decide whether, because we are concerned 
with a declaratory judgment which under 28 U.S.C. 2201 has “[t]he force and effect 
of a final judgment or decree and shall be reviewable as such,” a 54(b) certificate is 
needed for appeal. 
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ment, an accounting of profits and “(e) an injunction against plaintiffs 
restraining further acts of patent infringement * * *.” The judgment 
declaring that the Hook & Miller boiler does not infringe U.S. Patent No. 
2,247,796 denied the injunction requested by defendant. While it did not 
say so expressly, the district court “necessarily decided that, upon the facts 
alleged in the counterclaim, defendants were not entitled to an injunction.” 
General Electric Co. v. Marvel Co., 287 U.S. 480, 483, 15 USPQ 266, 267 
(1932). There was an adjudication on the merits of the application for 
injunctive relief in the trial court. Compare Morganstern Chemical v. 
Schering Corporation, 181 F.2d 160 (3 Cir. 1950). And under Section 
1292(1) of 28 U.S.C. the defendant had either the firm right to appeal that 
interlocutory decision to this court or could have had it reviewed on final 
determination of the suit. Victor Talking Machine Co. v. George, 105 F.2d 
697, 42 USPQ 346 (3 Cir. 1939), cert. den. 308 U.S. 611. It chose to appeal 
and that appeal brought before us the basic problems underlying the denial 
of the injunction sought. 6 Moore’s Federal Practice, 2nd ed., {54.08 [1] ; 
Deckert et al. v. Independence Shares Corp., 311 U.S. 282 (1940); May- 
flower Industries v. Thor Corp., 184 F.2d 537 (3 Cir. 1950). It cannot 
be said that these included less than the entire patent issue which had 
been finally determined by the trial court, for this court could not grant 
the injunction prayed for by appellant without reversing the judgment of 
August 21, 1952. The alleged infringement was the act sought to be 
enjoined. 

That this 1952 judgment was appealable without a Rule 54(b) certifi- 
eate is plain from one of our earlier opinions in this very same series of 
suits. Hook et al. v. Hook & Ackerman, 213 F.2d 122, 129, 101 USPQ 376, 
381 (3 Cir. 1954). There discussing a “Writ of Permanent Injunction” 
which had been allowed plaintiffs Hook & Miller enjoining Hook & Acker- 
man, Inc. from suing them or their customers for alleged infringement 
of the patent, Chief Judge Biggs for the court said: 


“Tt is an interlocutory order and falls within the purview of Sec- 
tion 1292(1), which expressly makes appealable ‘[i]nterlocutory orders 
of the district courts * * * granting * * * injunctions * * *.’ It follows 
that the ‘Writ of Permanent Injunction,’ is an appealable order and 
a certificate under Rule 54(b), F.R.C.P., 28 U.S.C., is not required. 
In this connection we have noted the decision of the Court of Appeals 
for the Seventh Circuit in Packard Motor Car Co. v. Gem Manufactur- 
ing Co., 1950, 187 F.2d 65, but with all deference to the Court of 
Appeals for the Seventh Circuit we feel constrained not to follow it.” 


And see Bendix Aviation Corporation v. Glass, 195 F.2d 267, 92 USPQ 235 
(3 Cir. 1952). 

When appellant failed to prosecute the appeal it became subject to a 
motion to dismiss. Appellees made such a motion, notice of which was 
served on appellant. Appellant offered no opposition, did not seek dismissal 
without prejudice, took no action whatsoever and the appeal was dismissed. 
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No reconsideration of the dismissal was sought. No petition for certiorari 
was filed. No excuse for appellant’s attitude then or currently is here 
offered nor is there any apparent. In fact, at the time of the dismissal, 
the appellant was vigorously prosecuting other proceedings in this general 
matter including two other appeals to this court, Nos. 10,828 and 10,860. 
The actions of appellant in appeal No. 10,921 will not bear any interpreta- 
tion other than abandonment of its position in the patent issue. 

The dismissal of the appeal on the patent terminated that cause of 
action. The judgment of the district court became the law of the case. 
The appellant does not proffer a showing of such equities as might call 
for reopening that issue for review on this appeal. Messenger v. Anderson, 
225 U.S. 436, 444 (1912) ; White v. Higgins, 116 F.2d 312 (1 Cir. 1940). 

The first of appellant’s other grounds for reversal is that the district 
court erred in not dismissing the complaint on a showing that one of the 
plaintiffs had died on July 1, 1953, dissolving the partnership. The theory 
seems to be that in some fashion the plaintiffs’ cause of action therefore 
became moot. The suggestion is without merit. Final judgment was en- 
tered on plaintiffs’ claim August 21, 1952. That judgment was more than 
two years old at the time the present phase of the matter was decided by 
the district court. It had been appealed and that appeal had been dis- 
missed. Concededly, there was no element of fraud connected with the 
judgment. It follows that the district court no longer had jurisdiction over 
the judgment or to dismiss the complaint on which the judgment is founded. 
Rule 60(b) of Rules of Civil Procedure. See Wayne United Gas Co. v. 
Owens-Illinois Glass Co., 300 U.S. 131, 136-7 (1937). 

The next problem is whether the district court was correct in its con- 
clusion that it had no jurisdiction of the appellant’s counterclaim which 
alleged, as stated, unfair competition. Since there is no diversity of citizen- 
ship between the parties the only possible basis for this being brought in 
the federal court is 28 U.S.C. 1338(b) which provides: “The district court 
shall have original jurisdiction of any civil action asserting a claim of 
unfair competition when joined with a substantial and related claim under 
the copyright, patent or trademark laws.” (Emphasis supplied.) 

The reported decisions are clear that the district court may not assume 
jurisdiction “* * * of a separate and distinct non-federal cause of action 
because it is joined in the same complaint with a federal cause of action.” 
Hurn v. Oursler, 289 U.S. 238, 245-246, 17 USPQ 195, 198, 23 TMR 267 
(1933) ; Darsyn Laboratories v. Lenox Laboratories, 120 F.Supp. 42, 101 
USPQ 50 (D.C.N.J. 1954), affd. per curiam 217 F.2d 648, 104 USPQ 39 
(3 Cir. 1954), cert. den. 349 U.S. 921, 105 USPQ 517 (1955). And see 
Dubil v. Rayford Camp & Co., 184 F.2d 899, 901, 87 USPQ 143, 144-145, 
41 TMR 47 (9 Cir. 1950) ; Musher Foundation, Inc. v. Alva Trading Co., 
127 F.2d 9, 53 USPQ 82, 32 TMR 266 (2 Cir. 1942). 

The district court found that the facts of the asserted unfair competi- 
tion “are in no way related to the facts upon which the infringement suit 
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was based.” The record supports this. Appellant’s objection to appellees’ 
boiler as far as its counterclaim is concerned has been and is to its appear- 
ance, what it calls in its brief “using a confusingly similar wrapper or 
easing for its infringing boiler,” and to an allegedly similar name. There 
was never any assertion that the unfair competition claim was at all con- 
cerned with any of the elements of the infringement suit. The latter had 
to do with the construction and interior design of the Hook & Miller boiler 
and was sharply distinct from and independent of the counterclaim. The 
same stove is involved in the original complaint and in the counterclaim but 
that is not enough to fuse these two unrelated suits, not enough to fulfill 
the jurisdictional requirement of Section 1338(b). The counterclaim is a 
general cause of action differing from the federal infringement complaint 
in substance and not merely adding a second ground of recovery from the 
same facts. The source of the stated unfair competition was completely 
separable from the patent case and no so-called “logical relationship” as the 
appellant now seems to rely on in its reply brief can be forced on them 
simply because the one boiler appears in both. The complaint sought 
decision of a single right, that is whether appellees’ boiler infringed appel- 
lant’s patent. The unfair competition claim rests not on that but on two 
elements which were not even present in the main litigation, namely, con- 
fusion of outward appearance and of name. The district court was justified 
in refusing to pass upon the merits of the counterclaim and in dismissing it 
for lack of jurisdiction. 

Finally, appellant asserts that there has been an adjudication in the 
New York courts of the issue of unfair competition which is binding in this 
suit and which should be enforced by injunction. 

That referred to adjudication is a default judgment obtained by a 
New York corporation from one of appellees’ customers in a suit for unfair 
competition brought against the customer after appellant had been enjoined 
by the district court from starting and prosecuting such suits against 
appellees. Without going into the rather strange presentation of the factual 
background of that action, it is enough to say that the necessary privity of 
parties was there lacking and that the judgment is not res judicata. 
Hy-Low Unit & Metal Products Co. v. Remote Control Mfg. Co., 83 F.2d 
345, 29 USPQ 221 (9 Cir. 1936). It should be noted that a similar point was 
raised by appellant in connection with the infringement phase of this cause. 
The trial court discussed this at some length in its opinion. It held, and we 
think correctly, that the New York judgment was not res judicata for lack 
of privity and the other reasons there stated. 106 F.Supp. 798, 803-804, 
94 USPQ 336, 339-340. 

The judgment of the district court will be affirmed. 





Vol. 46 T.M.R. EMERSON ELECT. MFG. v. EMERSON RADIO 


THE EMERSON ELECTRIC MANUFACTURING 
COMPANY v. EMERSON RADIO AND 
PHONOGRAPH CORPORATION 


No. 747-53 — D.C. N.J. — May 4, 1956 


CouRTS—J URISDICTION 
COURTS—PLEADING AND PRACTICE 
Suit for trademark infringement and unfair competition. Plaintiff, Emerson 
Electric of St. Louis brought suit in New Jersey District Court alleging infringe- 
ment of name EMERSON by Emerson New York in connection with the sale of air 
conditioners. Subsequently Emerson St. Louis brought suit in Missouri District 
Court against Emerson New York and its local distributor again charging trade- 
mark infringement and unfair competition. Emerson New York quashed service and 
distributor’s motion to transfer action to New Jersey was denied. Defendant seeks 
to enjoin parties in subsequent Missouri action from proceeding but motion is denied 
since parties in two actions are different as manufacturer is sole defendant in New 
Jersey action while distributor is sole defendant in Missouri action. Also the issues 
in two actions may in fact differ where acts of a third party distributor are involved. 


CouRTS—J URISDICTION 
While duplicate litigation should be avoided and as between coordinate courts 
of the same sovereignty involved in duplicate litigation that prior in time should 
have precedence, where the issues are not duplicate or the parties are different, then 
these principles are not controlling. 


The Emerson Electric Manufacturing Company v. Emerson Radio and 
Phonograph Corporation for trademark infringement and unfair competi- 
tion. Defendant moves for temporary injunction. Motion denied. 


Harry B. Rook, of Newark, New Jersey (Kingsland, Rogers & Ezell and 
Edmund C. Rogers, of St. Louis, Missouri, of counsel) for plaintiff. 


Harkavy & Lieb and Abraham I. Harkavy, of Newark, New Jersey (Paul, 
Weiss, Rifkind, Wharton & Garrison and Edward N. Costikyan, of 
New York, N. Y., of counsel) for defendant. 


HaRTSHORNE, District Judge. 

This case raises a problem of judicial administration—where the 
proper zeal of counsel for their clients has engaged several Federal Courts 
in the consideration of the same, and closely similar, issues between the 
same, and closely similar, parties. Since Federal litigation is increasing 
much faster than is the number of Federal Judges, these Courts, in fairness 
to litigants generally, can not permit their time to be monopolized unneces- 
sarily by a single set of litigants. In short, the Courts themselves should 
prevent unnecessary litigation, according to the criterion of, not the mere 
“rule of thumb” priority in time, but of where the relief sought can be 
“more expeditiously and effectively afforded” under the facts. Kerotest 
Mfg. Co. v. C-O-Two Fire Equipment Co. (3 Cir. 1951), 189 F.2d 31, 89 


USPQ 411, aff’d 342 U.S. 180, 92 USPQ 1 (1952). 
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We turn to the facts, which are found to be as follows: 


In September 1953 plaintiff Emerson Electric Manufacturing Com- 
pany of St. Louis—Emerson St. Louis—brought suit in the District of 
New Jersey against defendant Emerson Radio and Phonograph Company 
of New York—Emerson New York—charging trademark infringement and 
unfair competition, in Emerson New York’s use of the name EMERSON 
in connection with the sale of unit air conditioners and otherwise. About a 
year and a half later, in March 1955, Emerson St. Louis commenced suit 
in the United States District Court for the Eastern District of Missouri, 
Eastern Division, against Emerson New York and Broadwell & Company, 
the distributor of Emerson New York in that area, charging them both 
with similar trademark infringement and unfair competition. Within a 
month Emerson New York, in the Missouri suit, successfully moved to quash 
service against it, and Broadwell’s motion to have the action against it 
transferred to New Jersey was denied. Thereafter, in the New Jersey suit 
various proceedings were taken, such as the filing of an amended complaint 
by Emerson St. Louis, of a counterclaim shortly thereafter by Emerson New 
York, the taking of certain depositions, the pre-trial of the cause, and other- 
wise. On March 22, 1956 the Missouri Court set June 18th for trial. The 
very next day, on the call of a lengthy trial calendar, the New Jersey Court, 
over the objection of Emerson New York, set the trial for the coming fall. 
(The temporary stay against Emerson St. Louis, granted in New Jersey, 
would seem immaterial, since it was promptly dissolved without argument. ) 


Emerson St. Louis asserts that the issues in the two suits differ, par- 
ticularly that as to unfair competition. Emerson New York asserts the 
contrary. These are, however, mere assertions, with no factual showing 
either way, save that, as one element of unfair competition, Emerson New 
York has initiated a nation-wide advertising campaign, claiming its right 
to the use of the disputed word EMERSON, while Broadwell has initiated 
a similar campaign in Missouri, for which Emerson New York may be par- 
tially responsible. So much for the material facts. 


It will aid in solving this problem of judicial administration if we bear 
in mind the general principles already laid down by the courts in that 
regard: 


(1) Duplicate litigation should be avoided for the benefit, not so much 
of the courts, as of litigants generally. Crosley Corp. v. Hazeltine, (3 Cir. 
1941), 122 F.2d 925, 51 USPQ 1, cert. den. 315 U.S. 813, 52 USPQ 644; 
Kerotest, supra. 


(2) As between coordinate courts of the same sovereignty, involved in 
duplicate litigation, that prior in time should have precedence, assuming 
that other factors, such as convenience of the parties, expedition and effec- 
tiveness of judgment, do not countervail. Crosley, supra; Kerotest, supra. 
However, due to statutory restraint, or that by comity, courts of different 
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sovereignties are not controlled by the above rules, discretionary though 
they be. Crosley, supra. 


(3) But where either the parties are different, or the issues are differ- 
ent, the litigation is then not duplicate, so that the above principles, while 
to be borne in mind, are not controlling. Triangle Conduit & Cable Co., 
Inc. v. National Electric Products Corp. (3 Cir. 1948), 188 F.2d 46, 59 
USPQ 89. 


Applying the above principles to the above facts, we note at once 
that the parties to the two suits now being considered differ. Emerson 
New York is the sole defendant in the prior suit in New Jersey, while 
Broadwell, Emerson New York’s distributor, is the sole defendant in the 
suit later instituted in Missouri. As to the issues, regardless of a possible 
difference in that as to trademark infringement, the unfair competition 
with a third party of a distributor, either by advertisement or in other 
ways, may well differ in fact, and in law, from that by the manufacturer of 
the goods so distributed. Rathbone, Sard & Co. v. Champion Steel Range 
Co. (6 Cir. 1911), 189 F.26 (1 TMR 259). As to this theoretic difference 
in issues between the New Jersey and Missouri suits, the Court is met with 
contrary assertions, but no determinative facts either way. We thus have 
a clear difference in fact in parties, and a clear difference in theory as to 
issues. Such being the case, the litigation in New Jersey and in Missouri 
is not duplicate, and the above principles as to duplicate litigation are not 
governing. Indeed, for one court to stay the parties from proceeding in 
another court, with another party, to try a different issue, would amount 
to denying a litigant the right to try his case, in short, a denial of justice. 


It is no answer to say that Emerson New York, the manufacturer, has 
here taken up, in Missouri, the defense of its distributor Broadwell. At 
most, such defense concerns only the acts of Broadwell. Broadwell’s acts 
differ in theory, and, according to the contention of Emerson St. Louis, 
in fact, from the acts of Emerson New York. The Missouri Court can only 
adjudicate what Broadwell did, not what Emerson New York did, through- 
out the country. So the decision in the Missouri suit can only bind Emerson 
New York, by the application of the doctrine of res judicata, as to whether 
Broadwell’s acts were unfair competition, not as to whether Emerson New 
York’s acts throughout the country were unfair competition. The issues in 
the two cases remain distinct, despite the defense of the distributor Broad- 
well by the manufacturer, Emerson New York. 


Such being the legal situation, no injunction should issue in New Jersey 
preventing the parties from proceeding in Missouri, in the absence of proof 
demonstrating that the litigation is indeed duplicate. Triangle, supra. This 
is irrespective of the fact that Emerson New York has delayed for more 
than a year in asking to have Emerson St. Louis stayed from proceeding 
with its later suit in Missouri. 
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Nor is Urbain v. Knapp Brothers Mfg. Co. (6 Cir. 1954), 217 F.2d 810, 
103 USPQ 337, to the contrary. There the sole issue was as to the infringe- 
ment of a single patent by a single product manufactured by one defendant 
and distributed by another. An adjudication as to whether that product 
was an infringement, and whether the patent was valid would decide all 
the issues, since it was the gist of both suits. Here, on the contrary, the 
adjudication as to unfair competition in one suit will not foreclose the 
issue as to unfair competition in the other. 

It follows, as a conclusion of law, that the issues in the Missouri action 
are not the same as those in the New Jersey action. It further follows that 
this Court should not enjoin the parties before it from proceeding in the 
Missouri Court, even though such proceedings were instituted later.’ 

An order may be entered accordingly. 


RICHARD J. COLE, INC. v. MANHATTAN 
MODES COMPANY, INC. 


N. Y. Sup. Ct., Spec. Term, N. Y. Cty. — May 14, 1956 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 

While an original dress design may be copied with impunity in the absence of 
patent protection, one may not so copy based upon knowledge acquired in trust and 
confidence. 

Original dress design is protectable in a manner analogous to that of common 
law copyright; publication results in dedication to the public and while not every 
disclosure will amount to such publication the general sale of the dress embodying 
the design will. 

Rights in an original dress design will be lost by a disclosure which puts the 
product embodying such design within the reach of the general public so that all 
may have access to it even though the creator attempts to limit its use by those 
to whom it is disclosed and even in the absence of a general sale or offering. For- 
mal showing of original dress design before select invitees who understood that 
they were there to see and buy the dresses but not to disclose or make sketches 
thereof was not a publication such as would dedicate the design to the public and 
if defendant procured one such invitee to disclose the design, an injunction re- 
straining copying would be proper. 


1. At best this leaves two Federal Courts with the duty of having to consider these 
issues of unfair competition, plus trademark infringement, a portion of which is bound 
to be repetitious, both here and in Missouri, an undesirable situation from the stand- 
point of the effective use of the courts for the benefit of litigants generally. This Court 
would thus suggest to counsel that they alone can, and should, take action to avoid this 
unfair impediment to litigants generally, by seeing that these issues, in part the same, 
in part different, are tried but the once. This can be simply done in either of two ways. 
(1) Were Emerson New York to appear as a party in the Missouri litigation, in addition 
to defending Broadwell as a party, the issue as to the separate possible unfair compe- 
tition and trademark infringement of Emerson New York could then be tried there, 
together with the similar, but not identic, issue of Broadwell’s acts in both those regards. 
Were this to eventuate, this Court would, of course, stay the case here. (2) Or, were 
Broadwell voluntarily to become a party to the cause here, this cause, started before 
the Missouri cause, would become, not only a duplicate of the cause in Missouri, but it 
would also cover the entire litigation, including the issues as to the acts of Emerson 
New York itself throughout the entire country. In that event, doubtless the Missouri 
Court would stay its hand, if, indeed, this Court would not be compelled to stay the 
parties from proceeding in Missouri. Kerotest, supra. 
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Formal showing of original dress design to which press representatives were 
invited and who were expected to and did describe the design in newspapers, re- 
sulted in a publication permitting copying of the design by others. 


Action by Richard J. Cole, Inc. v. Manhattan Modes Company, Inc. 
for unfair competition. Complaint dismissed. 


Charles Sonnenreich, of New York, N. Y. for plaintiff. 
Phillip G. Klein, of New York, N. Y. for defendant. 


Wa ter, Official Referee. 

Plaintiff, a manufacturer of ladies’ dresses, here seeks to enjoin a com- 
peting manufacturer from exhibiting, manufacturing or selling dresses 
which are similar in design to dresses manufactured by plaintiff and are 
claimed to have been copied from plaintiff’s dresses after defendant had 
obtained knowledge of the design of plaintiff’s dresses by means of a breach 
of trust and confidence; and also to recover the damage allegedly sustained 
by plaintiff as a result of the copying. 

Plaintiff originally brought two actions, one against Manhattan Modes, 
Ine., and the other against Esterlee Frocks, Inc. An order was made 
directing that the two actions be tried together. While the trial was in 
progress, Esterlee Frocks, Inc., consented to an injunction. Manhattan 
Modes, Inc., then moved for a mistrial because of a fear that its position 
might be prejudiced by that consent by Esterlee. I realized that the con- 
sent may have been induced by considerations wholly independent of and 
extraneous to the merits of the case and I also felt myself entirely able to 
weigh the evidence against Manhattan Modes without being influenced by 
the fact of Esterlee’s consent, and I accordingly denied the motion for a 
mistrial, and the case proceeded against Manhattan Modes alone. 


Early in 1955, plaintiff’s designer and designing staff, which it main- 
tains at considerable expense, created dresses to which plaintiff gave the 
designations, Style No. 746 and Style No. 763. Those dresses, even if not 
absolutely and entirely new and original, are at least such a new com- 
bination of old elements that a new result was thereby achieved, and for 
the purposes of this case they hence must be regarded as original designs. 
See Hoeltke v. C. M. Kemp Mfg. Co., 80 F.2d 912, 26 USPQ 114; Margolis 
v. Nat. Bellas Hess, 139 Misc. 738, 740, aff’d 235 App. Div. 839. 

The United States Patent Office so ruled when, on April 10, 1956, it 
granted to plaintiff design patents Nos. 177,429 and 177,430. But aside 
from that confirmation of my view as to the novelty of plaintiff’s dresses, 
and the possible significance of plaintiff’s application for a patent as an item 
of evidence bearing upon plaintiff’s intent, those patents are of no ma- 
teriality here. 

The action is not, and necessarily cannot be, predicated upon any 
claim of infringement of those patents, and I deal with the case solely as 
one seeking protection of an original design not patented or copyrighted. 
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Defendant’s dresses, while not exact replicas of plaintiff’s styles 746 
and 763, are so similar thereto as to compel the inference that they were 
either copied therefrom or made up from a sketch or description thereof, 
and were not evolved by defendant from dresses which defendant itself 
had made in previous years. 

Plaintiff made a formal showing of its dresses in its show room on 
June 9, 1955, and on each afternoon thereafter for a period of from two 
to three weeks, and an article containing a description of the fabrics and 
design of plaintiff’s dresses was published in the June 9, 1955, issue of 
“Women’s Wear,” a daily newspaper devoted to news about ladies’ dresses 
and other articles of feminine apparel. Some sales of plaintiff’s dresses 
were made to retailers during the formal showing thereof. Defendant’s 
dresses were made after such formal showing and after the appearance of 
that article in “Women’s Wear”; but some of defendant’s dresses were 
exhibited and sold in retail stores before plaintiff’s dresses were exhibited 
in any of the stores of any of the retailers who had bought dresses during 
plaintiff’s formal showing. 

There are thus two sources from which defendant could have gotten 
the information as to the design of plaintiff’s dresses which it utilized in 
making its dresses. It might have gotten such information from the article 
in “Women’s Wear,” or it might have gotten it from someone who attended 
plaintiff’s formal showing. 

Most piracy is illegal and reprehensible, but “style piracy” has the 
unique distinction of being regarded, not merely as legal, but, also, as 
being such a socially desirable form of competition that concerted efforts 
by members of trade associations to stamp it out by agreeing not to sell 
to retailers who buy from “pirates” have been enjoined as being themselves 
a violation of federal antitrust statutes. Millinery Creators Guild v. Fed- 
eral Trade Comm., 109 F.2d 175 (30 TMR 301) ; Fashion Originators Guild 
v. Federal Trade Comm., 114 F.2d 80, aff’d 312 U.S. 457, 48 USPQ 483 
(30 TMR 421). 

The theory is that many hats and dresses which pass in the trade as 
original designs are not and cannot be patented or copyrighted, and to out- 
law style piracy would afford a virtual monopoly to the creator of an 
unpatented and uncopyrighted design, and while style piracy is deadly 
to the creator and manufacturer, it is useful and beneficial to the consumer. 
Millinery Creators’ Guild v. Federal Trade Comm., supra. 

The fact that it happens in this particular case that plaintiff has 
obtained a patent does not take this case out of the operation of that rule, 
because, as stated above, this action is not one for the infringement of that 
patent, and must be dealt with as one in which plaintiff seeks protection of 
a design not patented or copyrighted. 

It follows that if defendant simulated, or even copied, plaintiff’s dresses 
only after plaintiff had made its dresses public property, defendant com- 
mitted no legal wrong in so doing. Cheney Bros. v. Doris Silk Corp., 35 
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F.2d 279, 3 USPQ 162 (19 TMR 225), cert. denied 281 U.S. 728; Millinery 
Creators’ Guild v. Federal Trade Comm., 109 F.2d 175, 177 (30 TMR 301) ; 
Margolis v. Nat. Bellas Hess Co., 139 Misc. 738, 741, aff’d 235 App. Div. 839; 
Montegut v. Hickson, 178 App. Div. 94, 96. But while the imitator may 
copy with impunity an original design that has become public property, 
the principle is well established that he may not copy or simulate upon 
the basis of knowledge that has come to him through a breach of trust or 
confidence. Restatement. Torts, sec. 757: Margolis v. Nat. Bellas Hess Co., 
139 Misc. 738, 741, aff’d 235 App. Div. 839; Montegut v. Hickson, 178 App. 
Div. 94; Taber v. Hoffman, 118 N.Y., 30; Board of Trade v. Christie Grain 
& Stock Co., 198 U.S. 236, 250, 251; Lamont, Corliss & Co. v. Bonnie Blend 
Chocolate Corp., 1385 Mise. 537; Cornibert v. Cohn, 169 Misc. 285, 287; 
Spiselman v. Rabinowitz, 270 App. Div. 548, 69 USPQ 192. 

This case thus turns upon the question: Did defendant copy (or 
simulate) the design of plaintiff’s dresses on the basis of knowledge of that 
design which came to defendant through a breach of trust and confidence, 
or did defendant copy (or simulate) the design of plaintiff’s dresses only 
after that design had become public property? 

That, in turn, requires consideration of the question: When and how 
does the design of a dress become public property? 

The designer of a dress has been said to be on the same footing as 
an author, who (at least under the prevailing American view) loses his 
right of property in his creation by publishing it without obtaining a 
statutory copyright, and it accordingly has been held that embodying a 
design in a dress and offering the dress for general sale is a publication 
which puts the design in the public demesne Fashion Originators’ Guild v. 
Federal Trade Comm., 114 F.2d 80, 83, 84, aff’d 312 U.S. 457, 48 USPQ 
483 (30 TMR 421). 

Not every disclosure is a publication, but publication may result from 
something short of offering the dress for general sale. I believe a safe 
generalization from the cases is that if the disclosure be limited as to 
both persons and purposes there is not a publication, but that a disclosure 
which puts the product within the reach of the general public, so that 
all may have access to it without further act on the part of the creator, is 
a publication, even though the creator has attempted to limit the use which 
may be made of the thing disclosed by the persons to whom it is disclosed, 
and even though there has been no sale or even an express offering of the 
thing for general sale. Jewelers Mercantile Agency v. Jewelers Publishing 
Co., 155 N.Y. 241; Chamber of Commerce v. Wells, 100 Minn. 205; Board 
of Trade v. Hadden Krull Co., 109 F. 705; Nat. Tel. News Co. v. Western 
Union Tel. Co., 119 F.294; Iliinois Comm. Co. v. Cleveland Tel. Co., 119 F. 
301; Board of Trade v. Christie Grain & Stock Co., 198 U.S. 236; Waring 
v. WDAS Station, 327 Pa. 433, 35 USPQ 272 (27 TMR 807) ; Werckmeister 
v. Amer. Lithographic Co., 134 F.2d 321; Am. Tobacco Co. v. Werckmeister, 
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207 U.S. 284; Prince Albert v. Strange, 1 Hall & Twells, 47 English 
Reports Reprint [Chy. Book 27], 1302. 

Some consideration properly may be given to the creators’ intent in 
determining whether there has been a publication, because the reason 
underlying the doctrine of loss of right by publication is that publication 
justifies an inference of abandonment; but that does not mean that effect 
can be given to an intent which is contrary to the facts. If the facts 
actually show that there has been such a disclosure as puts the product 
within the reach of the general public, the legal conclusion of loss of right 
must follow even though the creator did not actually intend to abandon 
his property rights. 

The only persons admitted to plaintiff’s formal showing of its dresses 
were persons whom plaintiff had invited to attend, and those persons under- 
stood that they were there solely for the purpose of seeing and possibly 
buying the dresses and were not to disclose what they saw to other manu- 
facturers or make sketches of the dresses. Because of those facts, I assume 
that plaintiff’s formal showing of its dresses was not of itself such a publi- 
cation as made the designs of its dresses public property, and that if it 
were shown that defendant copied or simulated the design of plaintiff’s 
dresses on the basis of knowledge which it obtained from some person who 
had merely accepted plaintiff’s invitation to attend its formal showing, an 
injunction would be proper, even though the ultimate purpose of the formal 
showing was to bring about sales of the dresses and even though some of 
the persons invited were professional dress buyers who I think must have 
been expected to make some professional use of what they saw. 


But the persons invited to the formal showing included, also, a rep- 
resentative of “Women’s Wear,” and representatives of several fashion 
magazines, and to the representative of “Women’s Wear” plaintiff gave a 
so-called “press release” for the express purpose of encouraging her to do 
and facilitating her in doing exactly what she did and what she obviously 
was expected to do, viz., write a description of the fabric and design of the 
dresses and cause it to be published in ‘“‘Women’s Wear.” 

There is no evidence that any buyer who attended plaintiff’s formal 
showing gave defendant any information as to the design of plaintiff’s 
dresses. Because of the absence of such evidence, defendant’s ability to 
simulate the design of plaintiff’s dresses as closely as it did must be attrib- 
uted to the article in “Women’s Wear”; and I hence must hold that by 
doing what it did to bring about the publication of that article plaintiff 
did acts which put the designs of its dresses within the reach of the general 
public, so that all might have access to such designs without further act on 
the part of plaintiff, and that plaintiff thereby published its designs and 
made them public property. And because defendant simulated the designs 
of plaintiff’s dresses only after plaintiff had made its dresses public prop- 
erty, defendant did no legal wrong and the complaint must be dismissed. 
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During the trial, plaintiff’s counsel repeatedly sought to show that 
on other occasions defendant had copied other dresses made by plaintiff. 
I excluded that evidence, not only because the pleadings in this case limit 
the charge of copying to a charge that defendant copied plaintiff’s styles 
Nos. 746 and 763, but, also, because a copying of a design of one of plain- 
tiff’s dresses had no legitimate relevancy upon the question whether defen- 
dant copied a design of another of plaintiff’s dresses. 

The fact that two books contain many substantially identical phrases 
and common errors is some evidence that one was copied from the other 
(Hartfield v. Peterson, 91 F.2d 998, 34 USPQ 305); but the fact that a 
man copied one dress does not constitute evidence that he also copied 
another dress, any more than the fact that a man committed one crime 
constitutes evidence that he also committed another wholly unconnected 
crime. See People v. Molineux, 168 N.Y. 264, 291; People v. Mullens, 292 
N.Y. 408; People v. Spellman, 309 N.Y. 295, 303. 

I direct the entry of judgment dismissing the complaint, without costs. 

The foregoing constitutes the decision required by the Civil Practice 
Act and judgment is to be entered thereon. 


ACADEMY AWARD PRODUCTS, INC. et al. v. 
BULOVA WATCH COMPANY, INC. 


No. 246 —C. A. 2— May 15, 1956 


REMEDIES—INFRINGEMENT—DEFENSES 
CourTs—CostTs 
Defendant charged with infringement of plaintiff’s registered mark ACADEMY 
AWARD awarded attorneys’ fees incurred by it in cancelling the said registration 
for fraud in the procurement thereof aud in the successful defense of the infringe- 
ment action. 

Action by Academy Award Products, Inc. v. Bulova Watch Company, 
Inc. for trademark infringement. Defendant counterclaimed against plain- 
tiff and Elizabeth Stark and Esther Greenwald, executrices of the estate of 
Max A. Schlesinger, deceased, for damages under 15 U.S.C. 1120. Plaintiff 
and executrices appeal from judgment of District Court for Southern 
District of New York for defendant on counterclaim. Affirmed. 

Case below reported at 45 TMR 541; see also 40 TMR 431. 


Louis Zimmerman (Ephraim Berliner, Selma M. Lobsenz Berliner, and 
Joseph N. Friedman of counsel) of New York, N. Y., for appellants. 
Byerly, Townsend & Watson (Ralph M. Watson, Charles M. Hussey, and 

George Cohen of counsel) of New York, N. Y., for appellee. 
Before Mepina, LuMBARD and WATERMAN, Circuit Judges. 


PER CURIAM. 
Plaintiff-appellant, Academy Award Products, Inc., sued defendant- 
appellee charging that it had infringed plaintiff-appellant’s registered 
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trademark ACADEMY AWARD by advertising its watches in connection with 
the name ACADEMY AWARD. Defendant-appellee counterclaimed pursuant 
to 15 U.S.C.A. § 1120 for damages alleged to have been sustained in con- 
sequence of procurement of the trademark by a false and fraudulent decla- 
ration. The alleged damages consisted exclusively of litigation expenses 
incurred in connection with the cancellation of plaintiff-appellant’s regis- 
tration and in defense of this suit. Max A. Schlesinger, former president 
of plaintiff-appellant, and, following his death, the executrices of his estate, 
were joined as defendants to the counterclaim. After the commencement 
of this action, the Patent Office (41 TMR 708) canceled plaintiff-appellant’s 
registration as procured by a false application, and plaintiff-appellant’s 
complaint was subsequently dismissed with prejudice pursuant to stipula- 
tion. The District Court found that Schlesinger had procured the unau- 
thorized registration of the trademark ACADEMY AWARD and had instituted 
this action against defendant-appellee with the purpose of harassing 
persons who were then making or might thereafter make legitimate use 
of the words ACADEMY AWARD in business. The District Court held that 
attorneys’ fees incurred by a person in defending an action brought in 
order to harass that person with a trademark procured by means of a false 
registration constituted “damages sustained in consequence” of the procur- 
ing of a registration by a false or fraudulent declaration within the mean- 
ing of § 38 of the Lanham Act, 15 U.S.C.A. § 1120. The District Court 
further held that a defense to the counterclaim based on the equitable 
doctrine of clean hands did not bar defendant-appellee from recovery, 
since the District Court found that defendant-appellee’s use of the term 
ACADEMY AWARD and the word oscar in advertising its watches was not 
an intentional misrepresentation to the public that it had won the Academy 
Award and the Oscar in competition with others. 

We think that the District Court’s findings of fact are not “clearly 
erroneous” and that its interpretation of 15 U.S.C.A. § 1120 was correct. 
Consequently, we affirm on the opinion of Judge Dimock, 129 F.Supp. 780, 
105 USPQ 61. 


LUMBARD, Circuit Judge. 
I concur in the result. 


DWIGHT S. WILLIAMS CO., INC. v. 
LYKENS HOSIERY MILLS, INC. 


No. 7135 —C. A. 4 — May 15, 1956 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—GENERAL 
Likelihood of confusion is the test of infringement and neither actual con- 
fusion nor juxtapositional similarity need be shown to establish such likelihood. 
In action brought by prior user and registrant of mark RAILROAD, associated 
in plaintiff’s advertising and labeling with illustrations of railroad trains and used 
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on men’s socks, against defendant’s use on same goods of TRAINMAN together with 
illustrations of a train, trial court’s decision that no likelihood of confusion existed 
was found to be clearly erroneous on appeal, plaintiff’s use of the said mark and 
railroad theme over many years invested it with broad rights in any symbol mark 
or device within the significance and meaning of a train. 


Action by Dwight 8. Williams Co., Inc. v. Lykens Hosiery Mills, Inc. 
for trademark infringement and unfair competition. Plaintiff appeals from 
decision of District Court for Western District of North Carolina, for 
defendant. Reversed. 

Case below reported at 46 TMR 187. 


Paul B. Bell (Paul B. Eaton and Eaton, Bell, Hunt & Seltzer on the brief) 
of Charlotte, North Carolina, for appellant. 


Francis H. Fairley, of Charlotte, North Carolina (Harold A. Lipton and 
Booth, Lipton & Lipton, of New York, N. Y., on the brief) for appellee. 


Before Soper and Dosr, Circuit Judges, and Paut, District Judge. 


Dose, Circuit Judge. 

This civil action, alleging trademark infringement and unfair com- 
petition, was instituted in the United States District Court for the Western 
District of North Carolina by Dwight S. Williams Co., Inc., (hereinafter 
called Williams) against Lykens Hosiery Mills, Inc., (hereinafter called 
Lykens). Williams alleged the adoption and long and continuous usage 
of certain trademarks, in connection with the sale of men’s hosiery. These 
comprise the words THE RAILROAD sock used both alone and in connection 
with the pictorial illustration of a train. Williams also alleged the adoption 
and long and continuous usage of various train and railroad insignia in 
connection with the packaging and advertising of its men’s work socks 
together with various pictorial illustrations carrying out a general train 
and railroad theme in association with its trademarks. 

During the latter part 1953, Lykens began manufacturing and shortly 
thereafter selling and distributing men’s work socks throughout the United 
States under the name TRAINMAN used in association with the pictorial illus- 
tration of a train. Williams further alleged that these sales by Lykens, 
in a dress and package similar to Williams’ constituted an effort to trade 
upon and capitalize upon the good will and identity established by Williams 
in connection with its trademark THE RAILROAD SOCK and associated marks 
and designs and that these acts by Lykens constituted unfair competition 
and trademark infringement. 

Lykens admitted use of the trademark TRAINMAN together with pic- 
torial illustrations of a train and denied the ownership by Williams of the 
trademark THE RAILROAD socK and pictorial train illustration. Lykens 
further alleged that its use of the name TRAINMAN together with a pictorial 
illustration of a train was lawful in view of alleged uses by others of a 
train design or illustration in association with various other types of 
wearing apparel. 
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Upon trial of the case, the District Judge rendered judgment in 
favor of Lykens and Williams has appealed to us. The opinion of the 
District Judge is reported in 135 F.Supp. 213, 108 USPQ 44, (46 TMR 187). 


Two questions are before us on this appeal: 


(1) Has Lykens infringed the registered trademarks of Williams 
by using in connection with the advertising and sale of its work socks, 
the name TRAINMAN together with a pictorial illustration of a train? 


(2) Do the acts of Lykens constitute unfair competition with 
Williams? 


We think these questions must be answered in the affirmative and that the 
judgment below must be reversed. 

Williams is a New York corporation engaged in the business of selling 
hosiery. The business was established prior to 1911. Williams and its prede- 
cessors are now and have been continuously since prior to 1911 engaged 
in selling hosiery wholesale in their own right and as commission agents 
for various mills and doing a general wholesale merchandise business in 
hosiery. This hosiery is sold throughout the United States through whole- 
sale distributors who in turn sell to retailers. 


Robert P. Steele and Co., the predecessor of Williams, sometime prior 
to July, 1913, adopted and began using as a trademark for men’s hosiery 
the pictorial illustration of a train in connection with the words THE 
RAILROAD sock. Since prior to July, 1913, Williams and its predecessors 
have continuously used and are now using the trademark in connection 
with their sales of men’s work socks. The mark has been used in various 
ways, such as THE RAILROAD SOCK alone, and in combination with pictorial 
illustrations of trains, both modern and old types. Since at least as early 
as 1950, and prior to the entry of Lykens into the field, Williams has used 
in association with its mark, both in packaging and advertising its work 
socks, various railroad and train insignia and pictorial illustrations carry- 
ing out a general train and railroad theme. 

On July 10, 1913, Robert P. Steele and Co. applied for a copyright on 
the label it was then using which showed the pictorial representation of 
a train and THE RAILROAD SOCK, and on November 18, 1913, the United 
States Patent Office issued a Certificate of Copyright, No. 3424, covering 
this label. 

On November 10, 1948, Williams applied for registration of its trade- 
mark showing the words THE RAILROAD sock and the pictorial represen- 
tation of a modern locomotive and train and on May 2, 1950, the United 
States Patent Office issued Registration No. 524,743 to Williams for this 
mark used on socks for men. Williams also owns Registration No. 584,507 
issued January 12, 1954, covering the pictorial illustration of an older 
type locomotive and train; Registration No. 600,543, issued January 4, 1955, 
for SOCK LINE OF THE NATION; and Registration No. 602,189, issued Feb- 
ruary 15, 1955, for THE RAILROAD sock. All of these registrations were 
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for socks for men and all pertained to the general railroad and train 
theme used by Williams in selling its work socks. 


Williams and its predecessors have spent large sums of money in 
advertising and popularizing THE RAILROAD SOCK mark in connection with 
the general train theme. During the years 1951 through 1954, inclusive, 
Williams spent $42,037.50 in advertising its RAILROAD sock and during that 
time sold 937,000 dozen pairs of RarLRoaD socks. Williams also sells other 
types of socks under various other trademarks but sales of its RAILROAD 
socks presently constitute approximately twenty per cent of its business. 


Lykens is a corporation chartered under the laws of Pennsylvania in 
1946. It is a successor to the firm of Lykens Hosiery Mills, organized in 
1938 and is engaged in the business of manufacturing and selling men’s 
hosiery including men’s work socks. It formerly conducted its manufactur- 
ing operations in Lykens, Pennsylvania, and in the early part of 1954 moved 
its entire manufacturing business to Marion, North Carolina. 


Sometime prior to 1954, Lykens began using the trademarks LIPTON, 
LYKENS and TRIFT-PAK on its socks and Lykens is still using these marks. 


In the latter part of 1953, Lykens began manufacturing and shortly 
thereafter selling and distributing men’s work socks throughout the United 
States under the name and style TRAINMAN with a pictorial illustration of 
a train. Promptly after notice of these sales by Lykens, on January 7, 
1954, Williams, through its attorney, notified Lykens of these rights and 
trademarks of Williams; it also complained of the use by Lykens of the 
word TRAINMAN and the pictorial illustration of a train. Lykens has con- 
tinued to sell men’s work socks on an expanding nationwide basis under 
the TRAINMAN name in packages bearing pictorial illustrations of trains. 


The Trademark Act of 1946, § 45, 15 U.S.C.A. § 1127, sets out: 


“The term ‘trademark’ includes any word, name, symbol or device 
or any combination thereof adopted and used by a manufacturer or 
merchant to identify his goods and distinguish them from those manu- 
factured or sold by others.” 


When a manufacturer or dealer has identified his goods by a trademark, 
which points to him as the source thereof, others are excluded from apply- 
ing the same or a similar mark to such goods and the function of a trade- 
mark is to designate the goods as the product of a particular trader and 
to protect his good will against the sale of another’s product as his. Han- 
over Star Milling Co. v. Metcalf, 240 U.S. 403, (6 TMR 149) ; McLean v. 
Fleming, 96 U.S. 245, 254. 


In United Drug Co. v. Theodore Rectanus Co., 248 U.S. 90, 98, (9 
TMR 1), Mr. Justice Pitney described a trademark as: 


“a convenient means for facilitating the protection of one’s good-will 
in trade by placing a distinguishing mark or symbol—a commercial 
signature—upon the merchandise or the package in which it is sold.” 
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In Mishawaka Rubber & Woolen Mfg. Co. v. 8S. 8. Kresge Co., 316 US. 
203, 205, 86 L.Ed. 1381, 62 S.Ct. 1022, 53 USPQ 323, 324-325, (32 TMR 
254), Mr. Justice Frankfurter stated: 


“The protection of trademarks is the law’s recognition of the 
psychological function of symbols. If it is true that we live by symbols, 
it is no less true that we purchase goods by them. A trademark is a 
merchandising short-cut which induces a purchaser to select what he 
wants or what he has been led to believe he wants.” 


In Avrick v. Rockmont Envelope Co., 155 F.2d 568, 571, 572, 69 USPQ 
431, 433, (36 TMR 199), Cireuit Judge Murrah observed: 


“Although the primary purpose of a trademark is to indicate the 
origin, manufacture and ownership of the article in the mind of the 
purchasing public, it is usually associated with the quality of the prod- 
uct which it symbolizes. Trademarks are no longer ‘regarded simply 
as an indicium of a known source,’ they now ‘perform the additional 
function of an advertising and selling device’.” 


The rights of Williams are not limited to the exact style shown on 
its package or in its registrations. Its adoption and continuous usage of 
the railroad mark and the pictorial illustration of a train together with 
other train and railroad indicia and symbols for many years prior to the 
entry of Lykens into the field give to Williams rather broad rights to any 
device, mark or symbol of this character within the significance and meaning 


of train or railroad as applied to men’s socks. 
In McLean v. Fleming, 96 U.S. 245, 251, Mr. Justice Clifford thus 
stated the classic test in these cases: 


“What degree of resemblance is necessary to constitute an infringe- 
ment is incapable of exact definition, as applicable to all cases. All 
that courts of justice can do, in that regard, is to say that no trader 
can adopt a trademark so resembling that of another trader, as that 
ordinary purchasers, buying with ordinary caution are likely to be 
misled.” 


In determining infringement, it is not necessary to prove actual con- 
fusion. The test is whether there is likelihood of confusion. Noll v. Rinex 
Laboratories Co., 25 F.Supp. 239, 240, Mershon Co. v. Pachmayr, 220 F.2d 
879, 105 USPQ 4, (45 TMR 560). Nevertheless, at the trial below, Williams 
did prove one instance of actual confusion where a clerk handed Mr. 
Charles Trotter RAILROAD socks when he asked for TRAINMAN socks. The 
District Court excluded additional evidence offered by Williams relating 
to other confusion in the trade. 

See, also, National NuGrape Co. v. Guest, 69 F.Supp. 863, 73 USPQ 
184, (37 TMR 354), aff’d. 164 F.2d 874, 75 USPQ 229, (37 TMR 848), cert. 
denied 333 U.S. 874, 77 USPQ 676; Crawford-Austin Manufacturing Co. 
v. Clifton Manufacturing Co., 25 F.2d 976, (18 TMR 405), aff’d 30 F.2d 392, 
(19 TMR 97) ; Gehl v. Hebe Co., 276 F.271, (12 TMR 154) ; Lone Ranger, 
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Inc. v. Currey, 79 F.Supp. 190, 78 USPQ 244, (38 TMR 891) ; Plough, Inc. 
v. Intercity Oil Co., 26 F.Supp. 978, 40 USPQ 554, (29 TMR 200). 

We think there is a clear likeness between the word RAILROAD used 
here by Williams and the word TRAINMEN employed by Lykens. In Hole- 
proof Hosiery Co. v. Fitts, 167 F.378, as to hosiery, NO-HOLE was held to 
be too close to HOLEPROOF. In Wonder Manufacturing Co. v. Block, 249 
F.748, (8 TMR 296), woNpER was decided to convey the same idea as 
WIZARD, WEAREVER Or EVERWEAR was declared to simulate EVERLASTING in 
Aluminum Cooking Utensil Co. v. National Aluminum Works, 226 F.815, 
(6 TMR 42). And in Kraft-Pheniz Cheese Corporation v. R. E. Robertson, 
Inc., 9 F.Supp. 125, 24 USPQ 107, (25 TMR 119), the court would not 
permit WONDER MIX to be used when contrasted with MIRACLE WHIP. 

In his opinion below, the District Judge stated, (135 F.Supp. 213, 217, 
108 USPQ 44, 47): 


“After a careful and painstaking study of the label, the contents, 
markings, get up and the over all appearance of each, I come up with 
the conclusion that there is no similarity in the two labels and that 
no confusion would likely result to a purchaser who would exercise 
ordinary care and prudence.” 


With this we cannot agree. 

We think the District Judge laid too much stress on the ocular com- 
parison of the packages of Williams and Lykens, when laid side by side. 
The test here is not solely such a juxtapositional comparison. The whole 
background of the case must be considered. Yet we do find here striking 
similarity between the two packages, in which the socks of Williams and 
those of Lykens are sold, in color, shape and general pattern. 

In Avrick v. Rockmont Envelope Co., 155 F.2d 568, 572-573, 69 USPQ 
431, 434, (36 TMR 199), Circuit Judge Murrah declared: 


“Tt is contended that the trial court merely made a side by side 
visual comparison of the two specimens, and judged the question of 
infringement solely by the reaction of his trained mind to such com- 
parison. It is not the distinguishing details manifest by ocular com- 
parison in juxtaposition which determines confusing similarity, the 
test is more objective than that. It is the total effect produced by the 
designation in the mind of the ordinary purchaser exercising due care 
in the market place. A prospective purchaser does not ordinarily 
carry a sample or specimen of the article he knows well enough to 
eall by its trade name, he necessarily depends upon the mental picture 
of that which symbolizes origin and ownership of the thing desired.” 


A careful study of the entire record here convinces us that the conduct 
of Lykens cannot be explained by the long arm of coincidence. On the 
contrary, we think there was a clear attempt by Lykens “to get under the 
umbrella” of Williams. In our view, the use by Lykens of TRAINMAN as 
contrasted with RAILROAD, the use of a picture of a train by Lykens and 
the similarity between the Williams package and that of Lykens, lead us 
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to the conclusion that Lykens has both infringed the trademark of Williams 
and has been guilty of unfair competition. 

Accordingly, the judgment of the District Court must be reversed and 
the case is remanded to that court with instructions to issue the injunction 
sought by Williams and for such other and further relief as may be con- 
sistent with this opinion. 





ADMIRAL CORPORATION v. PRICE VACUUM 
STORES, INC. et al. 


No. 14127 — D. C., E. D. Pennsylvania — May 25, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—GENERAL TERMS 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
ADMIRAL is a common word, without spark of novelty, invention or distinctive- 
ness, and while it is a “weak” mark, entitled to much narrower protection than 
coined or “strong” marks, the extent of its use by plaintiff in the field of electrical 
household appliances was so great as to be likely to induce the average person to 
believe that all products in that field bearing the same mark emanated from the 
same source. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
The frequent palming off by defendants’ salesmen of defendants’ goods as those 
of plaintiff evidenced the effectiveness of the similar mark adopted by the former 
and despite instructions to the salesmen to deny any connection with plaintiff, 
no serious objection was raised by defendants although it was known that such 
deceptive practices had occurred. The acts of the salesmen were, therefore, the 
acts of their corporate employers. 


REMEDIES—INFRINGEMENT—SCOOPE OF RELIEF—ACCOUNTING 

An individual defendant, president, treasurer, director and majority stockholder 
of the corporate defendants, who made the decision to use the infringing mark 
but who was not shown to have had actual knowledge of the passing-off employed 
by salesmen, was found to be personally responsible for the infringement and 
required to account to plaintiff for 25% of his salary, which was the percentage 
of infringing sales to the total business of the corporations. 

The fact that defendants’ goods do not compete with those of plaintiff will 
not preclude an accounting of proAts if fraud or palming off be shown, for under 
such circumstances it would be an ‘invitation to further infringements if nothing 
more than an injunction was enterec against the infringer. Corporate profits of 
$184,000 awarded to plaintiff. 


REMEDIES—INFRINGEMENT—SOOPE OF RELIEF—!NJUNCTION 
Corporate officers who took no active pa:t in the management policies of the 
infringing corporate defendants were not liable in damages although they were 

subject to an injunction in their individual capacities. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
Defendants’ use of the mark ADMIRAL on vacuum cleaners and sewing machines 
infringed ADMIRAL, previously and extensively used by plaintiff in connection with 
radios, refrigerators, cooking ranges and air conditioners, dehumidifiers and power 


hand tools. 





& 
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Action by Admiral Corporation v. Price Vacuum Stores, Inc., Price 
Vacuum Stores of Erie, Inc., Price Vacuum Stores of New Jersey, Inc., 
Price Vacuum Stores of Delaware, Inc., Penn Machines Corporation, Price 
Stores of New York, Inc., Jack Price, Dorothy Price, and Isadore H. 
Schwartz for trademark infringement and unfair competition. Judgment 
for plaintiff. 


Montgomery, McCracken, Walker & Rhoads and Jos. W. Swain, Jr., of 
Philadelphia, Pennsylvania and Wilkinson, Huzley, Byron & Hume 
(Gerrit P. Groen of counsel), of Chicago, Illinois for plaintiff. 


A. D. Caesar, Max R. Miliman, Charles V. Linshaw, Caesar & Rivise, and 
Isadore H. Schwartz, of Philadelphia, Pennsylvania for defendants. 


Grim, District Judge. 

Plaintiff, Admiral Corporation, has brought this action against Price 
Vacuum Stores, Inc., five of its wholly-owned subsidiaries,’ its President 
and Treasurer, Jack Price, its Vice President, Dorothy Price,? and its 
Secretary, Isadore H. Schwartz.’ The action was brought August 22, 1952, 
for an injunction and for damages. The complaint charges defendants 
with infringement of plaintiff’s registered trademark ADMIRAL and unfair 
competition, by selling electric vacuum cleaners and sewing machines 
under the name ADMIRAL from September 1, 1949, to August 31, 1952. 


On September 2, 1952, I entered a temporary restraining order and on 
September 9, 1952, a temporary injunction restraining the use of the trade- 
mark ADMIRAL in the distribution and sale of household equipment and 
appliances such as electric sewing machines and vacuum cleaners, and 
other infringement of plaintiff’s registered trademark. 


On November 8, 1954, the corporate defendants were adjudicated 
bankrupts. 
The case has been tried before me without a jury. 


This plaintiff on October 22, 1951, began a similar action against 
another of the subsidiaries of defendant Price Vacuum Stores, Inc. in the 
Western District of New York. In that action the plaintiff was granted 
a permanent injunction on August 8, 1952, restraining the defendant from 
competing unfairly with plainiiff in the distribution and sale of household 
equipment and appliances such as electric sewing machines and vacuum 
cleaners and any related products, and from infringing plaintiff’s regis- 
tered trademark apmirAL. Plaintiff was held not entitled to an account- 
ing fur profits. Admiral Corporation v. Penco, Inc., 101 F.Supp. 677, 91 





1. Price Vacuum Stores of Erie, Inc., Price Vacuum Stores of New Jersey, Inc., 
Price Vacuum Stores of Delaware, Inc., Penn Machines Corporation, and Price Stores 
of New York, Inc. 

2. Dorothy Price was Vice President until October 6, 1952, when she was succeeded 
in office by Raphael Bielitzky. 

3. The individual defendants held the same offices in each of the subsidiaries. 
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USPQ 316 (1951) (42 TMR 50), 106 F.Supp. 1015, 94 USPQ 228 (1952) 
(42 TMR 853), affirmed by the Court of Appeals for the Second Circuit, 
203 F.2d 517, 97 USPQ 24 (43 TMR 616), (1953). The injunction ran 
against Penco, Inc., “its officers, agents, servants, employees, privies, suc- 
cessors and assigns.” 

Admiral Corporation, plaintiff, manufactures and sells, under the 
name ADMIRAL, a number of household devices which in recent years 
have come to be grouped under the term “appliances,” they being radio 
sets, radio-phonograph combinations, electric refrigerators, electric cooking 
ranges, room air-conditioners, dehumidifiers, and power hand tools. 


Plaintiff and its predecessors in title have registered the name 
ADMIRAL in the Patent Office as a trademark for the appliances which 
it handles and for kindred goods, but not for vacuum cleaners or sewing 
machines.* 

The first registration of the name apmiRAL for goods in the appliance 
field, August 5, 1930, No. 273,655, was for radio receiving sets, vacuum or 
electron tubes, and radio speakers. It was registered by Columbia Radio 
Corporation, assigned ultimately to Continental Radio and Television 
Corporation, a Delaware corporation, and renewed September 19, 1950. The 
second registration, for electric refrigerators, was issued January 11, 1944, 
to Continental on an application filed August 24, 1943. In November, 1943, 
Continental changed its corporate name to “Admiral Corporation.” It is 
the plaintiff. All the other registrations were issued to Admiral. An at- 
tempt by Price Vacuum Stores, Inc., to cancel these registrations did not 
succeed.® 


Price Vacuum Stores, Inc., applied in November, 1949, for registra- 
tion of the name ADMIRAL as a trademark for electric vacuum cleaners, 
sewing machines, and parts, Serial Numbers 587,206 and 587,207. In 
opposition proceedings begun in September, 1950, by Admiral Corporation, 
the Examiner of Interferences in September, 1955, found the applicant 
not entitled to registration. 

By the expenditure of many millions of dollars, plaintiff has succeeded 
in bringing the name ADMIRAL and its products bearing that name to 
the attention of the public. From April, 1934, to August, 1955, its sales 
of appliances under that name amounted to $1,500,000,000. As a result 
of these advertising expenditures and sales, the name ADMIRAL, when 
used on household appliances, has come to mean to the public goods 
manufactured or sold by plaintiff. Further, the quality of the appliances 
made and sold by plaintiff under the name apmriraL has caused the name 
to be known to the public favorably. 


4. Trademarks Nos. 273,655, 405,192, 407,816, 409,912, 412,039, 440,438 and 
549,908, 

g Price Vacuum Stores, Inc. v. Admiral Corporation, U.S. Court of Customs and 

Patent Appeals, Patent Appeal No. 6072, June 15, 1955, 106 USPQ 172 (45 TMR 1234). 





Vol. 46 T.M.R. ADMIRAL CORP. v. PRICE VACUUM STORES 845 


The word “admiral” is a common word. It has no spark of novelty, 
invention, or distinctiveness. Used as a trademark, therefore, it is one of 
those described in a number of cases, such as El Chico, Inc. v. El Chico 
Cafe, 214 F.2d 721, 102 USPQ 267 (44 TMR 1307), (5th Cir. 1954), and 
North American Aircoach Systems, Inc. v. North American Aviation, Inc., 
231 F.2d 205, 107 USPQ 68 (46 TMR 70), (9th Cir. 1955), as “weak” 
marks, contrasted to arbitrary, coined, or fanciful marks, such as KODAK, 
which are characterized as “strong.” Also ADMIRAL, in combination with 
other words and standing alone, has been registered in the Patent Office 
to persons other than plaintiff some 35 times for a wide variety of goods, 
including, among others, anchors, paper bags, watches, lubricating oils, and 
razor blades. 

Weak marks are afforded a much narrower orbit of protection than 
are the strong. Sunbeam Lighting Co. v. Sunbeam Corporation, 183 F.2d 
969, 86 USPQ 240 (40 TMR 669, 968), (9th Cir. 1950); National Drying 
& Machinery Company v. Ackoff, 129 F.Supp. 389, 104 USPQ 288 (E.D. 
Pa. 1955), (45 TMR 449), affirmed 228 F.2d 349, 108 USPQ 54 (46 TMR 
314), (3d Cir. 1955). 

In the case at bar I find that while the name aDmrRaAL is a “weak” 
one, and even though it has been used on a wide variety of articles many 
of which were not made by plaintiff, defendants’ use of it on electric 
sewing machines and vacuum cleaners infringed plaintiff’s rights in the 
name. The field of electrical household appliances is a narrow one. 
Plaintiff, by handling a large variety of goods in that field and by heavy 
advertising is so well known in the field that the average man contemplat- 
ing the purchase of an appliance would probably think that all apmMmaL 
appliances come from a single manufacturer. Purchasers, therefore, are 
likely to be confused, mistaken, or deceived as to the origin of the goods. 
Admiral Corp. v. Penco, Inc., 203 F.2d 517, 97 USPQ 24 (43 TMR 616), 
(2d Cir. 1953). 

The defendant corporations operated retail stores in Pennsylvania, 
New York, New Jersey and Delaware cities, in all of which plaintiff’s 
goods are sold. The principal method of selling vacuum cleaners and 
sewing machines was a system known to its admirers as “step-up,” and to 
others as “switch” selling. The technique consisted of advertising used 
machines of well-known makes® at extremely low prices to get in touch 
with a possible buyer, showing the prospect an appliance of that make in 
an uninviting’ condition, disparaging it, and trying instead to sell him a 
new vacuum cleaner or sewing machine bearing the name ADMIRAL. 
Effort was expended to discourage the prospect from buying the articles 
featured in the “bait” advertising. 


6. Electrolux and Singer, for example. 
7. Characterized by one witness as “beat up.” 
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If the sellers had applied no name to the goods they were trying to 
sell, or if they had applied some name not claimed by another, no manu- 
facturer or merchant would have a cause of action of the kind asserted in 
this case. Therefore, the “step-up” or “switch” sales are important in the 
present case only in that they laid the groundwork for the palming-off 
of vacuum cleaners and sewing machines under the name ADMIRAL. 

What gives rise to this suit, in addition to the actual use of the name, 
is the fact that when the salesman would produce a vacuum cleaner or 
sewing machine, with the name ADMIRAL on it, the prospect would frequently 
make some comment or inquiry as to its being a product of the people 
who make ADMIRAL television sets, refrigerators, etc.: the plaintiff. At 
this point in the negotiations the salesman would often forego the oppor- 
tunity to make a full and frank disclosure of the facts, and would resort 
to evasion or outright falsehood, deliberately leading the prospect to 
believe that the vacuum cleaner or sewing machine in question was made 
by the well-known and well-regarded manufacturers of ADMIRAL television 


sets, refrigerators, etc.* 

It is obvious from this that defendants’ salesmen at times traded on 
plaintiff’s name ADMIRAL, led prospects to believe that plaintiff was the 
manufacturer of ADMIRAL vacuum cleaners and sewing machines, and, in 
short, palmed off these appliances as products of the plaintiff. 

This palming-off by defendants’ salesmen occurred so frequently in 
their selling efforts that the only conclusion that can be drawn is that the 
salesmen palmed off because they found it a very helpful method and that 
their superiors knew of it and raised no serious objection to it despite 
testimony to the effect that salesmen were instructed to deny any connection 
with the plaintiff. The acts of the salesmen were the acts of the corporate 


defendants. 
Since confusion was likely to occur and did occur, it is no defense that 
other matters, such as demonstrations, were inducements bringing about 


sales. 

The corporations were run as a single unit. Eighty per cent of the 
stock of each corporation was held by the individual defendants. Defendant 
Jack Price owned 55% of the stock. He was the president, treasurer, a 
director, and the directing head. He made the decision to use the name 
ADMIRAL. He was aware that the salesmen used the “step-up” or 
“switch” selling device and he condoned it. He was consulted by the 
general manager and sales manager on important matters and although 


8. Deposition of Mrs. Morrison, p. 26: 

“Q. Did he say it had any association with the Admiral Company? 

A. He said, ‘You know they make good television,’ and I said, ‘I know they did.’ ” 
Deposition of Mrs. Weiss, p. 69: 

“A. He brought it in and took it out of the box and he said, ‘Did you ever hear 
of an ADMIRAL,’ and I said, ‘I am only familiar with apMIRAL television,’ but he 


said they only began making sweepers.” 
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he would frequently acquiesce in their suggestions, he was recognized by 
these managers as having ultimate authority. 

Occupying this controlling position and having exercised his control 
in this manner, Jack Price was responsible for the acts of the defendant 
corporations in using the name ADMIRAL and palming off their appliances 
as those of the plaintiff, and is liable to plaintiff in this action. Sazlehner 
v. Eisner, 147 F.189 (2d Cir. 1906) cert. den. 203 U.S. 591, General Electric 
Co. v. Wabash Appliance Corp., 93 F.2d 671, 36 USPQ 214 (2d Cir. 1938) ; 
Conde Nast Publications v. Vogue School of Fashion Modelling, 105 F.Supp. 
325, 333, 94 USPQ 101, 107, (42 TMR 764), (D.C.N.Y. 1952); Federal 
Trade Commission v. Standard Education Soc., 85 F.2d 692 (2d Cir. 1936), 
aff’d 302 U.S. 112 (1937). The fact that he did not personally negotiate 
sales does not in any way lessen or obviate this responsibility. 

Dorothy Price, wife of Jack, owned 15% of the stock and was vice- 
president and a director. She never attended a directors’ meeting, and 
had no active part in the management of the corporate defendants. 

Isadore H. Schwartz owned 10% of the stock and was secretary, a 
director, and general counsel. He prepared the minutes of the corporations, 
signed them, prepared resolutions in connection with financing, and per- 
formed legal services. He also had no active part in the management of 
the corporation. 

None of the defendants is entitled to infringe plaintiff’s name 
ADMIRAL in the household appliance field, and for that reason I have no 
hesitancy in concluding that plaintiff is entitled to have the injunction made 
final against all defendants, individual and corporate. 


The Statutory provision on damages appears at 15 U.S.C.A. Sec. 1117: 


“When a violation of any right of the registrant of a mark regis- 
tered in the Patent Office shall have been established in any civil 
action arising under this chapter, the plaintiff shall be entitled * * * 
subject to the principles of equity, to recover (1) defendant’s profits, 
(2) any damages sustained by the plaintiff, and (3) the costs of the 
om ?**. 


Since the parties have stipulated that the net profits of the corporate 
defendants made on the sales of vacuum cleaners and sewing machines 
under the trademark ADMIRAL amounted to $184,000, there is no problem 
of proof of the existence or amount of profits. 

Defendants strenuously maintain that there should be no award of 
these profits on the ground that since plaintiff’s and defendants’ goods did 
not compete, plaintiff has suffered no demonstrable loss, in sales or other- 
wise. 

It seems scarcely equitable, however, for an infringer to reap the 
benefits of a trademark he has stolen, force the registrant to the expense 
and delay of litigation, and then escape payment of damages on the theory 
that the registrant suffered no loss. To impose on the infringer nothing 
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more serious than an injunction when he is caught is a tacit invitation 
to other infringement. 

Champion Spark Plug Co. v. Sanders, 331 U.S. 125, 73 USPQ 133 
(37 TMR 323), (1947), is authority for the proposition that infringement 
does not of itself give rise to an accounting for profits, but it is significant 
that the Supreme Court said: p. 131, 73 USPQ at 136, “Here, as we have 
noted, there has been no showing of fraud or palming off.” National Dryer 
Manufacturing Corp. v. The National Drying Machinery Co., 105 USPQ 371 
(45 TMR 949), (E.D. Pa. 1955), holds that damages will be awarded only 
when the equities require it. The case of The National Drying Machinery 
Co. v. Ackoff, 129 F.Supp. 389, 104 USPQ 288 (45 TMR 449), (E.D. Pa. 
1955), affirmed 228 F.2d 349, 108 USPQ 54 (46 TMR 314) (3d Cir. 1955), 
cited by defendants as authority for denying damages where an injunction 
has been granted, is distinguishable in that there was no showing of fraudu- 
lent use of the trademark or of intent to mislead customers or palm off. 

I believe that the present case is one where the equities require an 
award of damages. Plaintiff, by the testimony of nine customers, has 
shown that many instances of actual palming-off. It has also shown, by 
the testimony of Robert Pitteti, one of defendants’ former salesmen, that 
palming-off by himself as well as others, was no rare occurrence. I find 
illuminating his testimony to the effect that sales were more easily made 
when he implied that the products were those of plaintiff or failed to correct 
customers who were under the mistaken impression that such was the case. 
It may be thought inequitable that so small a number of actual instances 
of palming-off should be the basis for a large award of profits. It should 
not be lost sight of that defendants by stealing the name ADMIRAL de- 
liberately created this situation which invited both palming-off by salesmen 
and confusion in the minds of the public. These consequences were not 
only foreseeable but practically inevitable. 

It is true, of course, that these profits were in a substantial part of 
the fruit of the active defendants’ own legitimate endeavors. “Under the 
rule of the Mishawaka case’® * * * the infringer, in order to reduce the 
profits for which he would otherwise be answerable, must show to what 
extent they are ‘demonstrably not attributable to the unlawful use.’” 
Century Distilling Co. v. Continental Distilling Corp. (3d Cir. 1958), 205 
F.2d 140, 144, 98 USPQ 43, 46. There is nothing in the record to establish 
what portion of the corporate defendants’ profits resulted from infringing 
and what portion resulted from legitimate activity. The defendants have 
not carried the burden of proof to reduce the profits to which plaintiff is 
entitled. 

There remains the question of an award of damages against defendant 
Jack Price who, being the directing head of the corporations, was as 


9. Cf. 2 Nims, Unfair Competition and Trademarks, 1329 et seq. 
10. Mishawaka Rubber § Wollen Mfg. Co. v. 8. 8. Kresge Co., 316 U.S. 203, 53 
USPQ 323 (32 TMR 254) (1942). 
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much at fault as the corporations, although it was not established that he 
had actual knowledge of the palming-off. He received no dividends on his 
stock, but did receive substantial salaries during the period of the infringe- 
ment. He, too, has failed to establish to what extent his salary is not 
attributable to the unlawful use. Total net sales of the defendant corpo- 
rations were as follows: 


Year ending Nov. 30, 1950 $1,842,946.11 
Year ending Nov. 30, 1951 $1,675,166.42 
Year ending Nov. 30, 1952 $2,244,603.07 


Adding sales of the first two years and an arbitrarily-determined 9/12ths 
of the third (the restraining order was issued on September 2, 1952, and 
sales under the name ADMIRAL ceased at that time) produces a total of 
$5,201,564.83. Sales of defendants’ apmiraAL products from Sept. 1, 1949, 
to Aug. 31, 1952, were as follows: 


Vacuum cleaners $700,252.44 
Sewing machines $696,588.41 


The total of these two amounts is $1,396,840.85, or approximately one 
quarter of the total net sales for approximately the same period. One 
quarter of defendant Jack Price’s salary, therefore, can fairly be attributed 
to sales of ADMIRAL products, and damages will be awarded against him 
on that amount. 

A decree may be submitted (1) making permanent the preliminary 
injunction heretofore granted, (2) awarding damages in favor of plaintiff 
(a) against the corporate defendants and their trustee in the sum of 
$184,000, and (b) against defendant Jack Price in the sum of one quarter of 
the salaries paid him by the corporate defendants from September 1, 1949, 
to August 31, 1952, and (3) dismissing the claim for money damages 
against Dorothy Price and Isadore H. Schwartz. 

The facts and law stated herein constitute the court’s findings of fact 
and conclusions of law. 


WINER v. DORFMAN et al. 
N. Y. Sup. Ct., Spec. Term, N. Y. Cty. — May 28, 1956 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

Action to enjoin competitors’ use of geographical designations in trade names 
BENDIX SERVICE OF BROOKLYN, BENDIX SERVICE OF QUEENS and BENDIX SERVICE OF 
NASSAU brought by one using name BENDIX SERVICE OF NEW YORK, disinissed. Neither 
party can assert proprietary rights in the word BENDIX which forms the commer- 
cially potent part of their names and in the absence of proof of secondary meaning 
no exclusive right in geographical words can be enforced. Further, plaintiff was 
chargeable with unclean hands since the use of the word BENDIX falsely indicated 
a connection with the maker of BENDIX products. 


Action by Winer v. Dorfman et al. for unfair competition. Complaint 
dismissed. 
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Irving Pepperbloom, of New York, N. Y. for plaintiff. 


Simon & Meyrowitz (Paul Meyrowitz of counsel), of New York, N. Y. for 
defendants. 


GELLER, Justice. 

This action was brought by plaintiff, who is in the business of selling 
and servicing washing machines, to permanently enjoin the defendants, 
who are in the same business, from the use of the trade names BENDIX 
AUTHORIZED HOME REPAIR AND SERVICE CO., BENDIX SERVICE OF BROOKLYN, 
BENDIX REPAIR SERVICE OF BROOKLYN, BENDIX SERVICE OF QUEENS and 
BENDIX SERVICE OF NASSAU, or any other similar trade names calculated 
to deceive plaintiff’s customers and the public at large. 

At this trial plaintiff limited the relief sought by him to include 
restraint on the use of the following trade names only: BENDIX SERVICE OF 
BROOKLYN, BENDIX REPAIR SERVICE OF BROOKLYN, BENDIX SERVICE OF 
QUEENS and BENDIX SERVICE OF NASSAU. A claim for damages asserted 
by the plaintiff in the complaint was withdrawn at the outset of the trial. 

The court sees no basis for granting the injunctive relief sought by 
plaintiff, even as limited by the plaintiff. 

Plaintiff concedes that defendants may use the trade designations 
BENDIX SERVICE, BENDIX REPAIR SERVICE or other similar phraseology. 

No special or specific authorization or franchise for the use of the 
trademark BENDIX and service of BENDIX washers was given to the 
plaintiff by the manufacturer or its distributor agent. And, indeed, it is 
plaintiff’s position that anyone is free to go into the business of repairing 
BENDIX washers as a self-dealer or repair servicing agent and to use in 
its trade name the trademark BENDIX. 

Plaintiff contends that its own use of the words OF NEW YORK in 
its trade name justifies restraining defendants from using the words 
OF BROOKLYN, OF QUEENS and OF NASSAU, or of any other borough 
in the City of New York or of any county in New York neighboring New 
York City, in its trade names. 

While the question to be decided in this case, namely, “May defen- 
dants use the geographical descriptions mentioned above in its trade 
names?”, is a narrow one, the court wishes to make a few general observa- 
tions regarding plaintiff’s business. Parenthetically, many of these obser- 
vations apply equally to the defendants’ business. The success of plain- 
tiff’s business may be said to arise from the trademark, trade name, repu- 
tation and good will of the manufacturer of the BENDIX washer and not 
from the efforts of the plaintiff. 

The court does not find (assuming that plaintiff made the expendi- 
tures it asserts) that its business, good will, reputation and success were 
attributable to its expenditures for newspaper, classified telephone book 
and direct mail advertising. Furthermore, plaintiff’s evidence as to the 
newspaper and direct mail advertising was uncertain and unconvincing. 
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The evidence also indicates that the display advertisements and listings 
in the classified telephone books as BENDIX REPAIR SERVICE OF NEW YORK 
were calculated to give the public the impression that the advertiser was 
a division of or affiliated with the manufacturer. This observation like- 
wise applies to the classified telephone ads of the defendants. 

A court of equity cannot shut its eyes to the fact that the public, 
in looking through telephone books to find a repair man for BENDIX wash- 
ing machines and seeing plaintiff’s trade name must be under the impres- 
sion that it is in some way affiliated or identified with the manufacturer of 
such machines. The public thus gets a misleading impression of a relation- 
ship that does not exist. In other words, plaintiff’s success is not due to 
its own making, and in so far as its success is due to the use of the trade 
name BENDIX SERVICE OF NEW YORK it is principally due to the BENDIX 
part of the trade name, which leads the public to believe there is some 
connection between it and the manufacturer of said washing machine. 

In view of this fact, and the fact, as mentioned above, that plaintiff 
conceded that it has no exclusive right to the trade designations BENDIX 
SERVICE and BENDIX REPAIR SERVICE (and certainly it must be found 
that plaintiff has no property rights to use such designations), there is 
no ground for plaintiff’s claiming that it has the right to enjoin defen- 
dants’ use of the various geographical names complained of. As a general 
rule, the use of geographical names may not be protected unless they have 
acquired a so-called secondary meaning. In Hotel Syracuse v. Motel Syra- 
cuse, 283 App.Div. 182, 185, 100 USPQ 200, 201, aff’d 309 N.Y. 831, 107 
USPQ 362, the court stated as follows: “The theory of a secondary mean- 
ing simply ‘contemplates that a word or phrase originally, and in that 
sense primarily, incapable of exclusive appropriation with reference to 
an article on the market, because geographically or otherwise descriptive, 
might nevertheless have been used so long and so exclusively by one pro- 
ducer with reference to his article that, in that trade and to that branch 
of the purchasing public, the word or phrase had come to mean that the 
article was his product; in other words, had come to be, to them, his trade- 
mark.’ ” 

Plaintiff has completely failed to show that the phrase or NEW YORK 
as used in its business name has acquired any secondary meaning. 

Furthermore, I can make no findings, nor is there any satisfactory 
or credible evidence, that the defendants by adoption of the trade names 
BENDIX SERVICE OF BROOKLYN, BENDIX REPAIR SERVICE OF BROOKLYN, 
BENDIX SERVICE OF QUEENS, and BENDIX SERVICE OF NASSAU, or by the 
use of the telephone directories of these counties, deceived or led any 
purchasers of the service to believe that they were dealing with the 
plaintiff. The evidence of confusion on the part of the public, introduced 
by plaintiff was weak and most unconvincing. 
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Furthermore, any restraint of the nature asked for by plaintiff might 
well amount to an improper impairment of the property rights of the 
manufacturer. 

Furthermore, as indicated above, plaintiff’s hands are not entirely 
clean in this matter, and in the circumstances plaintiff is not entitled to 
the equitable relief requested. For the reasons stated, the relief requested 
for a permanent injunction is denied. Plaintiff’s motions to exclude 
certain testimony, made during the trial, on which decision has been 
reserved, are denied. Defendants’ motion to dismiss made at the end of 
the plaintiff’s case on which decision was reserved and the defendants’ 
motions made at the end of the whole case are denied and the case is 
disposed of in accordance with this decision. 

This decision shall constitute the findings of fact and conclusions of 
law under section 440 of the Civil Practice Act. 

Settle judgment accordingly. 


VANITY FAIR MILLS, INC. v. T. EATON CO. 
LIMITED et al. 


No. 251 —C. A. 2— June 1, 1956 


CouRTS—CONFLICT OF LAWS 
In an action involving domestic trademark rights, the decisions of courts in 
foreign countries respecting the rights of the parties are irrelevant and inadmissible. 
The law of the place where the wrong takes place usually governs, and in 
infringement or unfair competition actions the place of the wrong is not where the 
infringing mark is affixed but where the deception occurs. 
CourTS—J URISDICTION 
CourTS—CONFLICT OF LAWS 
While the International Convention for the Protection of Industrial Property, 
to which the United States is a party, is self-executing in this country, it creates 
no private rights under domestic law for acts occurring in foreign countries. The 
Convention essentially assures that foreign nationals will be accorded in each member 
country the same protection against unfair practices as is granted to local citizens; 
it does not give extraterritorial effect to domestic law. 


TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 32 
CourTS—J URISDICTION 
CourTS—CONFLICT OF LAWS 
Infringements occurring in foreign countries may have a sufficient effect on 
commerce to justify domestic jurisdiction, but the infringement remedies provided 
for in Section 32(1)(a) of the Lanham Act were not intended to have application 
to acts committed by a foreign national in his home country under a presumably 
valid registration in that country. 
TRADEMARK AcT OF 1946—CONSTRUCTION—SECTION 44 
CourRTS—J URISDICTION 
CourRTS—CONFLICT OF LAWS 
Section 44 of the Lanham Act has no extraterritorial effect, for the benefits 
therein provided relate solely to domestic rights and since only the same benefits 
are given to United States citizens by that section, their rights too are similarly 
circumscribed. 
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CourRTS—J URISDICTION 
CouRTS—CONFLICT OF LAWS 

A complaint seeking to enjoin a Canadian corporation from committing acts of 
infringement in Canada under a Canadian trademark registration does not state a 
claim under the laws of the United States and although personal jurisdiction over 
the defendant existed here, the federal courts will not assume to determine a con- 
troversy which necessarily involves the propriety of the sovereign acts of a foreign 
country and the existence of private rights under the laws thereof. 

A court having personal jurisdiction over a defendant has power to enjoin him 
from acting elsewhere but this power should not be exercised where it will be 
difficult to secure compliance or where discord with foreign countries might be 
created. 

A citizen of a foreign country who from that country sends advertisements 
into the United States and makes sales by mail to residents therein, using a mark 
which infringes upon the rights acquired by another is subject to suit in the courts 
of this country. 


Action by Vanity Fair Mills, Inc. v. The T. Eaton Co. Limited and 
John David Eaton for trademark infringement and unfair competition. 
Plaintiff appeals from District Court for Southern District of New York 
from judgment dismissing complaint. Modified. 


Case below reported at 45 TMR 1191. 


Paul, Weiss, Rifkind, Wharton & Garrison, of New York, N. Y., and 
Toulmin & Toulmin, of Dayton Ohio (Harry A. Toulmin, Jr., of 


Dayton, Ohio, of counsel) for appellant. 


Cadwalader, Wickersham & Taft (Jacquelin A. Swords of counsel) of 
New York, N. Y., for appellees. 


Before, FRaNK, MEDINA and WATERMAN, Circuit Judges. 


WatTermMaN, Circuit Judge. 

This case presents interesting and novel questions concerning the 
extraterritorial application of the Lanham Act, 15 U.S.C. § 1051 et seq. 
(1952), and the International Convention for the Protection of Industrial 
Property (Paris Union), 53 Stat. 1748 (1883, as revised 1934), T.S. No. 941. 
Plaintiff’s complaint, filed November 18, 1954, and amended January 18, 
1955 alleged trademark infringement and unfair competition both in the 
United States and Canada. Defendants moved to dismiss under Rule 
12(b) of the Federal Rules of Civil Procedure on the grounds that the 
district court lacked jurisdiction over the person of the individual defen- 
dant, John D. Eaton, and the corporate defendant, The T. Eaton Co.; 
that the district court lacked jurisdiction over the subject matter of the 
complaint insofar as it related to defendants’ alleged trademark infringe- 
ment and unfair competition in the Dominion of Canada; and that the 
district court was an inconvenient forum for the trial of those issues. The 
district court found that it had personal jurisdiction over the corporate 
defendant, and no issue concerning personal jurisdiction is raised by this 
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Furthermore, any restraint of the nature asked for by plaintiff might 
well amount to an improper impairment of the property rights of the 
manufacturer. 

Furthermore, as indicated above, plaintiff’s hands are not entirely 
clean in this matter, and in the circumstances plaintiff is not entitled to 
the equitable relief requested. For the reasons stated, the relief requested 
for a permanent injunction is denied. Plaintiff’s motions to exclude 
certain testimony, made during the trial, on which decision has been 
reserved, are denied. Defendants’ motion to dismiss made at the end of 
the plaintiff’s case on which decision was reserved and the defendants’ 
motions made at the end of the whole case are denied and the case is 
disposed of in accordance with this decision. 

This decision shall constitute the findings of fact and conclusions of 
law under section 440 of the Civil Practice Act. 

Settle judgment accordingly. 


VANITY FAIR MILLS, INC. v. T. EATON CO. 
LIMITED et al. 


No. 251 —C. A. 2— June 1, 1956 


CouRTS—CONFLICT OF LAWS 
In an action involving domestic trademark rights, the decisions of courts in 
foreign countries respecting the rights of the parties are irrelevant and inadmissible. 
The law of the place where the wrong takes place usually governs, and in 
infringement or unfair competition actions the place of the wrong is not where the 
infringing mark is affixed but where the deception occurs, 
CourTS—J URISDICTION 
CourTS—CONFLICT OF LAWS 
While the International Convention for the Protection of Industrial Property, 
to which the United States is a party, is self-executing in this country, it creates 
no private rights under domestic law for acts occurring in foreign countries. The 
Convention essentially assures that foreign nationals will be accorded in each member 
country the same protection against unfair practices as is granted to local citizens; 
it does not give extraterritorial effect to domestic law. 
TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 32 
CouRTS—J URISDICTION 
CourRTS—CONFLICT oF LAWS 
Infringements occurring in foreign countries may have a sufficient effect on 
commerce to justify domestic jurisdiction, but the infringement remedies provided 
for in Section 32(1)(a) of the Lanham Act were not intended to have application 
to acts committed by a foreign national in his home country under a presumably 
valid registration in that country. 
TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 44 
CouRTS—J URISDICTION 
CourTS—CONFLICT OF LAWS 
Section 44 of the Lanham Act has no extraterritorial effect, for the benefits 
therein provided relate solely to domestic rights and since only the same benefits 
are given to United States citizens by that section, their rights too are similarly 
circumscribed. 





Vol. 46 T.M.R. VANITY FAIR MILLS v. T. EATON CO. LTD. 


CouRTS—J URISDICTION 
CourRTS—CONFLICT OF Laws 

A complaint seeking to enjoin a Canadian corporation from committing acts of 
infringement in Canada under a Canadian trademark registration does not state a 
claim under the laws of the United States and although personal jurisdiction over 
the defendant existed here, the federal courts will not assume to determine a con- 
troversy which necessarily involves the propriety of the sovereign acts of a foreign 
country and the existence of private rights under the laws thereof. 

A court having personal jurisdiction over a defendant has power to enjoin him 
from acting elsewhere but this power should not be exercised where it will be 
difficult to secure compliance or where discord with foreign countries might be 
created. 

A citizen of a foreign country who from that country sends advertisements 
into the United States and makes sales by mail to residents therein, using a mark 
which infringes upon the rights acquired by another is subject to suit in the courts 
of this country. 


Action by Vanity Fair Mills, Inc. v. The T. Eaton Co. Limited and 
John David Eaton for trademark infringement and unfair competition. 
Plaintiff appeals from District Court for Southern District of New York 
from judgment dismissing complaint. Modified. 


Case below reported at 45 TMR 1191. 


Paul, Weiss, Rifkind, Wharton & Garrison, of New York, N. Y., and 
Toulmin & Toulmin, of Dayton Ohio (Harry A. Toulmin, Jr., of 


Dayton, Ohio, of counsel) for appellant. 


Cadwalader, Wickersham & Taft (Jacquelin A. Swords of counsel) of 
New York, N. Y., for appellees. 


Before, FraNK, MEDINA and WATERMAN, Circuit Judges. 


WatTERMAN, Circuit Judge. 

This case presents interesting and novel questions concerning the 
extraterritorial application of the Lanham Act, 15 U.S.C. § 1051 et seq. 
(1952), and the International Convention for the Protection of Industrial 
Property (Paris Union), 53 Stat. 1748 (1883, as revised 1934), T.S. No. 941. 
Plaintiff’s complaint, filed November 18, 1954, and amended January 18, 
1955 alleged trademark infringement and unfair competition both in the 
United States and Canada. Defendants moved to dismiss under Rule 
12(b) of the Federal Rules of Civil Procedure on the grounds that the 
district court lacked jurisdiction over the person of the individual defen- 
dant, John D. Eaton, and the corporate defendant, The T. Eaton Co.; 
that the district court lacked jurisdiction over the subject matter of the 
complaint insofar as it related to defendants’ alleged trademark infringe- 
ment and unfair competition in the Dominion of Canada; and that the 
district court was an inconvenient forum for the trial of those issues. The 
district court found that it had personal jurisdiction over the corporate 
defendant, and no issue concerning personal jurisdiction is raised by this 
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Furthermore, any restraint of the nature asked for by plaintiff might 
well amount to an improper impairment of the property rights of the 
manufacturer. 

Furthermore, as indicated above, plaintiff’s hands are not entirely 
clean in this matter, and in the circumstances plaintiff is not entitled to 
the equitable relief requested. For the reasons stated, the relief requested 
for a permanent injunction is denied. Plaintiff’s motions to exclude 
certain testimony, made during the trial, on which decision has been 
reserved, are denied. Defendants’ motion to dismiss made at the end of 
the plaintiff’s case on which decision was reserved and the defendants’ 
motions made at the end of the whole case are denied and the case is 
disposed of in accordance with this decision. 

This decision shall constitute the findings of fact and conclusions of 
law under section 440 of the Civil Practice Act. 

Settle judgment accordingly. 


VANITY FAIR MILLS, INC. v. T. EATON CO. 
LIMITED et al. 


No. 251 —C. A. 2— June 1, 1956 


CouRTS—CONFLICT OF LAWS 
In an action involving domestic trademark rights, the decisions of courts in 
foreign countries respecting the rights of the parties are irrelevant and inadmissible. 
The law of the place where the wrong takes place usually governs, and in 
infringement or unfair competition actions the place of the wrong is not where the 
infringing mark is affixed but where the deception occurs. 


CourRTS—J URISDICTION 
CourTS—CONFLICT OF LAWS 
While the International Convention for the Protection of Industrial Property, 

to which the United States is a party, is self-executing in this country, it creates 
no private rights under domestic law for acts occurring in foreign countries. The 
Convention essentially assures that foreign nationals will be accorded in each member 
country the same protection against unfair practices as is granted to local citizens; 
it does not give extraterritorial effect to domestic law. 


TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 32 
CourTS—J URISDICTION 
CourTS—CONFLICT oF LAWS 
Infringements occurring in foreign countries may have a sufficient effect on 
commerce to justify domestic jurisdiction, but the infringement remedies provided 
for in Section 32(1)(a) of the Lanham Act were not intended to have application 
to acts committed by a foreign national in his home country under a presumably 
valid registration in that country. 
TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 44 
CourRTS—J URISDICTION 
CourTS—CONFLICT OF LAWS 
Section 44 of the Lanham Act has no extraterritorial effect, for the benefits 
therein provided relate solely to domestic rights and since only the same benefits 
are given to United States citizens by that section, their rights too are similarly 
circumscribed. 
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CouRTS—J URISDICTION 
CourTS—CONFLICT OF LAWS 

A complaint seeking to enjoin a Canadian corporation from committing acts of 
infringement in Canada under a Canadian trademark registration does not state a 
claim under the laws of the United States and although personal jurisdiction over 
the defendant existed here, the federal courts will not assume to determine a con- 
troversy which necessarily involves the propriety of the sovereign acts of a foreign 
country and the existence of private rights under the laws thereof. 

A court having personal jurisdiction over a defendant has power to enjoin him 
from acting elsewhere but this power should not be exercised where it will be 
difficult to secure compliance or where discord with foreign countries might be 
created, 

A citizen of a foreign country who from that country sends advertisements 
into the United States and makes sales by mail to residents therein, using a mark 
which infringes upon the rights acquired by another is subject to suit in the courts 
of this country. 


Action by Vanity Fair Mills, Inc. v. The T. Eaton Co. Limited and 
John David Eaton for trademark infringement and unfair competition. 
Plaintiff appeals from District Court for Southern District of New York 
from judgment dismissing complaint. Modified. 


Case below reported at 45 TMR 1191. 


Paul, Weiss, Rifkind, Wharton & Garrison, of New York, N. Y., and 
Toulmin & Toulmin, of Dayton Ohio (Harry A. Toulmin, Jr., of 
Dayton, Ohio, of counsel) for appellant. 

Cadwalader, Wickersham & Taft (Jacquelin A. Swords of counsel) of 
New York, N. Y., for appellees. 


Before, FRANK, MEDINA and WATERMAN, Circuit Judges. 


WATERMAN, Circuit Judge. 

This case presents interesting and novel questions concerning the 
extraterritorial application of the Lanham Act, 15 U.S.C. § 1051 et seq. 
(1952), and the International Convention for the Protection of Industrial 
Property (Paris Union), 53 Stat. 1748 (1883, as revised 1934), T.S. No. 941. 
Plaintiff’s complaint, filed November 18, 1954, and amended January 18, 
1955 alleged trademark infringement and unfair competition both in the 
United States and Canada. Defendants moved to dismiss under Rule 
12(b) of the Federal Rules of Civil Procedure on the grounds that the 
district court lacked jurisdiction over the person of the individual defen- 
dant, John D. Eaton, and the corporate defendant, The T. Eaton Co.; 
that the district court lacked jurisdiction over the subject matter of the 
complaint insofar as it related to defendants’ alleged trademark infringe- 
ment and unfair competition in the Dominion of Canada; and that the 
district court was an inconvenient forum for the trial of those issues. The 
district court found that it had personal jurisdiction over the corporate 
defendant, and no issue concerning personal jurisdiction is raised by this 
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appeal. However, the district court held that it lacked subject-matter 
jurisdiction over that portion of the complaint raising Canadian trademark 
issues, and, alternatively, that it was an inconvenient forum for the trial 
of such issues. That portion of the complaint asserting claims based upon 
violation of United States trademarks and unfair competition in this 
country was recognized by the district court as within its jurisdiction, but 
because the complaint was thought to inextricably combine the Canadian 
and American issues, the court dismissed the complaint in its entirety, with 
leave to file an amended complaint stating separately the American issues. 
Plaintiff chose to stand on its original complaint, and appealed from the 
judgment dismissing the complaint.’ 

Although the parties presented many affidavits, depositions, and ex- 
hibits for the consideration of the district court, there has been no trial 
of facts, and the complaint is unanswered. On an appeal from a judgment 
granting a motion to dismiss a complaint for lack of federal jurisdiction, 
we must assume the truth of the facts stated in the complaint.* On the 
basis of the plaintiff’s complaint, the following facts may be assumed to 
be true for the purpose of this appeal: 

Plaintiff, Vanity Fair Mills, Inc., is a Pennsylvania corporation, hav- 
ing its principal place of business at Reading, Pennsylvania. It has been 
engaged in the manufacture and sale of women’s underwear under the 
trademark VANITY FAIR since about the year 1914 in the United States, 
and has been continuously offering its branded merchandise for sale in 
Canada since at least 1917. Plaintiff has publicized its trademark vANITY 
FAIR on feminine underwear in the United States since 1914, and since 
1917 has regularly expended large sums of money in advertising and 
promoting its trademark both in the United States and Canada. As a 
result of the high quality of plaintiff’s merchandise, and its extensive sales 
promotion and advertising, the name vANITy Fair has become associated 
throughout the United States and Canada with plaintiff’s products. 

Beginning in 1914 plaintiff has protected its trademark rights by 
registrations with the United States Patent Office of the trademark vaNiTy 
FAIR as applying to various types of underwear. It has been continuously 
manufacturing and selling feminine underwear under these trademark 
registrations since about the year 1914. 


1. The district court reserved judgment on the issue of whether or not there was 
personal jurisdiction over the individual defendant, John David Eaton. That issue is 
irrelevant on this appeal, and references will hereafter be made only to the corporate 
defendant, the T. Eaton Co. Limited. 

2. The judgment appealed from is appealable both because it is an appeal from 
an order “refusing * * * injunctions” within 28 U.S.C. §1212(1), see Telechron, Inc. 
v. Parissi, 2 Cir. 1952, 197 F.2d 757, 93 USPQ 492, and because the judgment dis- 
missing plaintiff’s amended complaint was a final order. See Crutcher v. Joyce, 10 Cir. 
1943, 134 F.2d 809; Cleary Brothers v. Christie Scow Corporation, 2 Cir. 1949, 176 
F.2d 370. 

3. See Steele v. Bulova Watch Co., 1952, 344 U.S. 280, 284, 95 USPQ 391, 393 
(43 TMR 57); United States v. New Wrinkle, 1952, 342 U.S. 371, 376, 92 USPQ 158, 
160; Kroese v. General Castings Corporation, 3 Cir. 1950, 179 F.2d 760, 761. 
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Defendant, The T. Eaton Company, Limited, is a Canadian corpo- 
ration engaged in the retail merchandising business throughout Canada, 
with its principal office in Toronto, Ontario. It has a regular and estab- 
lished place of business within the Southern District of New York. On 
November 3, 1915, defendant filed with the proper Canadian official an 
application for the registration in Canada of the trademark VANITY FAIR, 
claiming use in connection with the sale of “Women’s, Misses’ and Chil- 
dren’s Coats, Suits, Cloaks, Waists, Dresses, Skirts, Corsets, Knitted Goods, 
Gloves, Hosiery, Boots & Shoes, Outer Garments, and other Wearing 
Apparel.” On November 10, 1915, the proper Canadian official granted 
defendant’s application for the registration of that mark. Plaintiff asserts 
that this registration applies only to feminine outerwear, and that in any 
event it is merely a “paper registration” because of non-use. In 1919 
plaintiff sought to register the trademark vANITY FaIR in Canada for 
“ready made underwear,” but its application was rejected as a matter of 
course because of the prior registration of defendant. In 1933 defendant, 
in reply to a request of the Canadian Registrar of Trademarks, listed 
“women’s underwear, corsets, girdles and other foundation garments” as 
the goods in connection with which it had actually been using the mark 
VANITY FAIR, and its registration was modified accordingly. Plaintiff 
alleges that defendant, by this informal procedure, amended its trademark 
registration in Canada to include, for the first time, feminine underwear. 

During the years 1945-1953 the defendant ceased to use its own VANITY 
FAIR trademark, purchased branded merchandise from the plaintiff, and 
sold this merchandise under advertisements indicating that it was of United 
States origin and of plaintiff’s manufacture. These purchases by defen- 
dant from plaintiff were made through defendant’s New York office. In 
1953 defendant resumed the use of its own trademark VANITY FAIR and, 
simultaneously, under the same trademark, sold plaintiff’s branded mer- 
chandise and cheaper merchandise of Canadian manufacture. Defendant 
at this time objected to plaintiff’s sales of its branded merchandise to one 
of defendant’s principal competitors in Canada, the Robert Simpson Com- 
pany. The Simpson Company discontinued purchases of plaintiff’s branded 
merchandise after being threatened with infringement suits by defendants. 

Plaintiff alleges that these acts constitute a conspiracy on the part of 
the corporate defendant and its officers and agents to appropriate for their 
own benefit plaintiff's registered and common-law trademark. It asserts 
that defendant, by purchasing plaintiff’s branded merchandise for a period 
of years and advertising and selling such merchandise as plaintiff’s goods, 
attempted to associate plaintiff’s trademark with itself, and, that purpose 
having been accomplished, defendant then began using the trademark 
VANITY FAIR in connection with its own inferior feminine underwear, 
discontinued purchases from plaintiff, and threatened its competitors in 
Canada with infringement suits if they continued to sell plaintiff’s branded 
merchandise in Canada. 
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Finally, plaintiff asserts that defendant has advertised feminine under- 
wear in the United States under the trademark vANITy FAIR, and that 
it has sold such underwear by mail to customers residing in the United 
States. 

The complaint seeks injunctive relief against the use by defendant of 
the trademark VANITY FAIR in connection with women’s underwear both 
in Canada and the United States, a declaration of the superior rights of 
the plaintiff in such trademark, and an accounting for damages and profits. 

The initial question is whether the district court had jurisdiction over 
all, or only part, of the action. Plaintiff’s complaint asserted federal juris- 
diction both because it raised substantial federal questions under the Lan- 
ham Act, 15 U.S.C. § 1051 et seq., and the International Convention for 
the Protection of Industrial Property, 53 Stat. 1748, and because of the 
presence of diversity of citizenship and the requisite jurisdictional amount, 
28 U.S.C. § 13832. Regardless of the existence of the other asserted grounds 
for federal jurisdiction, the allegations of diversity of citizenship and of 
the requisite jurisdictional amount were sufficient to vest the district court 
with jurisdiction over the entire action. 

Plaintiff, however, does not rely other than incidentally on diversity as 
the basis for federal jurisdiction, but asserts that its claims arise under 
the laws of the United States and should be governed by those laws. The 
result sought—extraterritorial application of American law—is contrary 
to usual conflict-of-laws principles. First, the legal status of foreign 
nationals in the United States is determined solely by our domestic law— 
foreign law confers no privilege in this country that our courts are bound 
to recognize. Ingenohl v. Olsen & Co., 1927, 273 U.S. 541 (17 TMR 111); 
United Drug Co. v. Rectanus Co., 1915, 248 U.S. 90 (9 TMR 1) ; Baglin v. 
Cusenier Co., 1911, 221 U.S. 580. And when trademark rights within the 
United States are being litigated in an American court, the decision of 
foreign courts concerning the respective trademark rights of the parties 
are irrelevant and inadmissible. George W. Luft Co. v. Zande Cosmetic Co., 
2 Cir., 1944, 142 F.2d 536, 539, 61 USPQ 424, 427 (34 TMR 190). Similarly, 
the rights and liabilities of United States citizens who compete with foreign 
nationals in their home countries are ordinarily to be determined by the 






































appropriate foreign law. Ingenohl v. Olsen & Co., supra, at 544. This 
fundamental principle, although not without exceptions, is the usual rule, t 
and is based upon practical considerations such as the difficulty of obtaining ; 
extraterritorial enforcement of domestic law, as well as on considerations of a 
international comity and respect for national integrity. Second, the 2 
creation and extent of tort liability is governed, according to the usual 

rule, by the law of the place where the alleged tort was committed (lex yy 





loci delicti).* The place of the wrong (locus delicti) is where the last 







4. Consult Restatement, Conflict of Laws §§ 377-390 (1934); Hancock, Torts in 
the Conflict of Laws, xvii 21-53 (1952); Lorenzen, Selected Articles on the Conflict 
of Laws, 1-18, 360-378 (1947). The rule of lex loci delicti is well established both in 
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event necessary to make an actor liable takes place.® If the conduct com- 
plained of is fraudulent misrepresentation, the place of the wrong is not 
where the fraudulent statement was made, but where the plaintiff, as a 
result thereof, suffered a loss. Thus in cases of trademark infringement 
and unfair competition, the wrong takes place not where the deceptive 
labels are affixed to the goods or where the goods are wrapped in the 
misleading packages, but where the passing off occurs, i.e., where the 
deceived customer buys the defendant’s product in the belief that he is 
buying the plaintiff’s.’ In this case, with the exception of defendant’s few 
mail order sales into the United States, the passing-off occurred in Canada, 
and hence under the usual rule would be governed by Canadian law. 

Conflict-of-laws principles, however, are not determinative of the ques- 
tion whether the International Convention and/of the Lanham Act provide 
relief in American courts and under American law against acts of trade- 
marks infringement and unfair competition committed in foreign countries 
by foreign nationals. If the International Convention or the Lanham Act 
provide such relief, and if the provisions are within constitutional powers, 
American courts would be required to enforce these provisions.’ It is there- 
fore necessary to determine whether the International Convention or the 
Lanham Act provide such relief. Only if it is determined that they do not 
provide such extensive relief, and hence that the only jurisdictional basis 
for the suit is diversity of citizenship, do we reach the question whether the 
district court abused its discretion in dismissing the complaint because of 
forum non conveniens. 


the federal courts and in the courts of New York. See, e.g., Cuba R.R. Co. v. Crosby, 
1912, 222 U.S. 473; Conkline v. Canadian-Colonial Airways, Inc., 1935, 266 N.Y. 244, 
194 N.E. 692. Cf. discussion in Walton vy. Arabian American Oil Co., 2 Cir. May 15, 
1956, —— F.2d ; 

5. Restatement, Conflict of Laws § 377 (1934). 

6. Ibid. Rules 4 and 5, Illustrations 5 and 6. 

7. With the exception of George W. Luft v. Zande Cosmetic Co., 2 Cir. 1944, 
142 F.2d 536, 61 USPQ 424 (34 TMR 190), the few American cases which have in- 
volved acts of unfair competition committed in other countries have ignored these 
conflict-of-laws principles. In Vacwwm Oil Co. v. Eagle Oil Co., C.C.N.J. 1907, 154 
F. 867, aff’d 3 Cir. 1908, 162 F. 671, cert. denied 214 U.S. 515, and Morris v. Altstedter, 
8. Ct. 1916, 93 Mise. 329, 156 N.Y. Supp. 1103 (6 TMR 233), the courts presumed that 
the laws concerning unfair competition of every civilized country were identical to 
those of the forum. In Hecker H-O Co. v. Holland Food Corporation, 2 Cir. 1929, 36 
F.2d 767, 4 USPQ 8 (20 TMR 1), distinguished in George W. Luft Co. v. Zande 
Cosmetic Co., supra, the court did not consider the effect of the defendant’s having 
a presumably valid foreign trademark in deciding that the Trademark Act of 1905 
was violated by affixing infringing labels in the United States on goods shipped to 
foreign countries. 

For discussions of conflict-of-laws principles as they refer to unfair competition, 
consult Wengler, Law Concerning Unfair Competition and the Conflict of Laws, 4 
Am. J. of Comp. Law 167 (1955); Note, The Bulova Case: Lex Loci Delicti v. Inter- 
national Trademark Protection, 47 N.W.U. L. Rev. 677 (1952); Note, The Choice of 
Law in Multistate Unfair Competition; A Legal-Industrial Enigma, 60 Harv. L. Rev. 
1315 (1947). 

a oily Steele v. Bulova Watch Co., 1952, 344 U.S. 280, 95 USPQ 391 (43 TMR 
57); United States v. Alwminum Co. of America, 2 Cir. 1945, 148 F.2d 416, 443, 65 
USPQ 6, 32. 
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I. THe INTERNATIONAL CONVENTION 


Plaintiff asserts that the International Convention for the Protection 
of Industrial Property (Paris Union), 53 Stat. 1748 (1883, as revised 1934), 
T.S. No. 941, to which both the United States and Canada are parties, 
is self-executing ; that by virtue of Article VI of the Constitution it is a part 
of the law of this country which is to be enforced by its courts; and that 
the Convention has created rights available to plaintiff which protect it 
against trademark infringement and unfair competition in foreign coun- 
tries. Plaintiff would appear to be correct in arguing that no special legis- 
lation in the United States was necessary to make the International Con- 
vention effective here,® but it erroneously maintains that the Convention 
created private rights wnder American law for acts of unfair competition 
occurring in foreign countries. 

The International Convention is essentially a compact between the 
various member countries to accord in their own countries to citizens of 
the other contracting parties trademark and other rights comparable to 
those accorded their own citizens by their domestic law. The underlying 
principle is that foreign nationals should be given the same treatment in 
each of the member countries as that country makes available to its own 
citizens. In addition, the Convention sought to creat uniformity in certain 
respects by obligating each member nation “to assure to nationals of coun- 
tries of the Union an effective protection against unfair competition.” ?° 

The Convention is not premised upon the idea that the trademark and 
related laws of each member nation shall be given extraterritorial applica- 
tion, but on exactly the converse principle that each nation’s law shall 
have only territorial application. Thus a foreign national of a member 
nation using his trademark in commerce in the United States is accorded 
extensive protection here against infringement and other types of unfair 
competition by virtue of United States membership in the Convention. But 
that protection has its source in, and is subject to the limitations of, Amer- 
ican law, not the law of the foreign national’s own country. Likewise, the 
International Convention provides protection to a United States trademark 
owner such as plaintiff against unfair competition and trademark infringe- 


9. Bacardi Corporation of America v. Domenech, 1940, 311 U.S. 150, 47 USPQ 
350 (31 TMR 2); Master, Wardens, Etc. v. Cribben & Sexton Co., C.C.P.A. 1953, 202 
F.2d 779, 783, 97 USPQ 153, 156 (43 TMR 634); La Republique Francaise v. Schultz, 
C.C.N.Y. 1893, 57 F. 37; Kerry v. Toupin, C.C. Mass. 1894, 60 F. 272, 273. 

10. Article 10 bis of the International Convention, 53 Stat. 1783, T.S. No. 941, 
reads as follows: 

“(1) The countries of the Union are bound to assure to nationals of countries 
of the Union an effective protection against unfair competition. 

“(2) Any act of competition contrary to honest practice in industrial or com- 
mercial matters constitutes an act of unfair competition. 

“(3) The following particularly are to be forbidden: 1°. All acts whatsoever 
of a nature to create confusion in any way whatsoever with the establishment, the 
goods, or the services of the competitor; 2°. False allegations in the conduct of 
trade of a nature to discredit the establishment, the goods, or the services of a 
competitor.” 

See 4 Callmann, Unfair Competition and Trademark §99.2 (2d ed., 1950). 
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ment in Canada—but only to the extent that Canadian law recognizes the 
treaty obligation as creating private rights or has made the Convention 
operative by implementing legislation. Under Canadian law, unlike United 
States law, the International Convention was not effective to create any 
private rights in Canada without legislative implementation.** However, 
the obligations undertaken by the Dominion of Canada under this treaty 
have been implemented by legislation, most recently by the Canadian 
Trademarks Act of 1953, 1-2 Elizabeth II, Chapter 49. If plaintiff has any 
rights under the International Convention (other than through § 44 of the 
Lanham Act, discussed below), they are derived from this Canadian law, 
and not from the fact that the International Convention may be a self- 
executing treaty which is a part of the law of this country. 


Il. THe LanHwAm Act 


Plaintiff’s primary reliance is on the Lanham Act, 15 U.S.C. §§ 1051- 
1127, 60 Stat. 427, a complex statute conferring broad jurisdictional powers 
on the federal courts. Plaintiff advances two alternative arguments, the 
first one based on the decision of the Supreme Court in Steele v. Bulova 
Watch Co., 1952, 344 U.S. 280, 95 USPQ 391 (43 TMR 57), giving the 
provisions of the Lanham Act an extraterritorial application against acts 
committed in Mexico by an American citizen, and the second based specifi- 
cally on § 44 of the Act, 15 U.S.C. § 1126, which was intended to carry out 
our obligations under the International Conventions. 


A. General Extraterritorial Application of the 
Lanham Act—the Bulova Case 


Section 32(1)(a) of the Lanham Act, 15 U.S.C. § 1114(1) (a), one of 
the more important substantive provisions of the Act, protects the owner 
of a registered mark from use “in commerce” by another that is “likely to 
cause confusion or mistake or to deceive purchasers as to the source of 
origin” of the other’s goods or services. “Commerce” is defined by the Act 
as “all commerce which may lawfully be regulated by Congress.” § 45, 15 
U.S.C. § 1127. Plaintiff, relying on Steele v. Bulova Watch Co., 1952, 344 
U.S. 280, 95 USPQ 391 (48 TMR 57), argues that § 32(1)(a) should be 
given an extraterritorial application, and that this case falls within the 
literal wording of the section since the defendant’s use of the mark vANITY 
FAIR in Canada had a substantial effect on “commerce which may be 
lawfully regulated by Congress.” 

While Congress has no power to regulate commerce in the Dominion 
of Canada, it does have power to regulate commerce “with foreign nations 
or among the several states.” This power is now generally interpreted to 
extend to all commerce, even intrastate and entirely foreign commerce, 


11. Albany Packing Co., Inc. v. Registrar of Trade Marks [1940], Ex. C.R. 256, 
265-266 (30 TMR 595); Arrow Slide § Boom Co. v. Pigeon Lumber Co. [1930], 65 
L.R. 575, 580 ff., 66 O.L.R. 577, 578 [1932], S.C.R. 495, 510. 
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which has a substantial effect on commerce between the states or between 
the United States and foreign countries. Thomsen v. Cayser, 1917, 243 U.S. 
66, 88; N.L.R.B. v. Jones & Laughlin 8. Corp., 1937, 301 U.S. 1; Mandeville 
Island Farms v. American Crystal Sugar Co., 1948, 334 U.S. 219; Moore 
v. Mead’s Fine Bread Co., 1954, 348 U.S. 115; Branch v. Federal Trade 
Commission, 7 Cir. 1944, 141 F.2d 31. Particularly is this true when a 
conspiracy is alleged with acts in furtherance of that conspiracy taking 
place in both the United States and foreign countries. United States v. 
Sisal Sales Corporation, 1927, 274 U.S. 268; United States v. Imperial 
Chemical Industries, S.D. N.Y. 1951, 100 F.Supp. 504, 91 USPQ 78; see 
Note, Application of the Anti-Trust Laws to Extra-Territorial Conspiracies, 
49 Yale L.J. 1312 (1940) and cases cited therein. Thus it may well be 
that Congress could constitutionally provide infringement remedies so long 
as the defendant’s use of the mark has a substantial effect on the foreign 
or interstate commerce of the United States. But we do not reach this 
constitutional question because we do not think that Congress intended that 
the infringement remedies provided in § 32(1)(a) and elsewhere should 
be applied to acts committed by a foreign national in his home country 
under a presumably valid trademark registration in that country. 

The Lanham Act itself gives almost no indication of the extent to which 
Congress intended to exercise its power in this area. While § 45, 15 U.S.C. 
§ 1127, states a broad definition of the “commerce” subject to the Act, both 
the statement of Congressional intent in the same section’? and the pro- 
visions of § 44, 15 U.S.C. § 1126, indicate Congressional regard for the 
basic principle of the International Conventions, i.e., equal application to 
citizens and foreign nationals alike of the territorial law of the place where 
the acts occurred. And the Supreme Court, in Steele v. Bulova Watch Co., 
1952, 344 U.S. 280, 95 USPQ 391 (43 TMR 57), the only other extraterri- 
torial case since the Lanham Act, did not intimate that the Act should 
be given the extreme interpretation urged upon us here. 

In the Bulova case, supra, the Fifth Circuit, 194 F.2d 567, 92 USPQ 
266, assuming that the defendant had a valid registration under Mexican 
law, found that the district court had jurisdiction to prevent the defen- 
dant’s use of the mark in Mexico, on the ground that there was a sufficient 
effect on United States commerce. Subsequently, the defendant’s registra- 
tion was canceled in Mexican proceedings, and on review of the Fifth Cir- 
cuit’s decision, the Supreme Court noted that the question of the effect of 
a valid registration in the foreign country was not before it. The Court 


12. “The intent of this chapter is to regulate commerce within the control of 
Congress by making actionable the deceptive and misleading use of marks in such com- 
merce; to protect registered marks used in such commence [sic] from interference 
by State, or territorial legislation; to protect persons engaged in such commerce against 
unfair competition; to prevent fraud and deception in such commerce by the use of 
reproductions, copies, counterfeits, or colorable imitations of registered marks; and to 
provide rights and remedies stipulated by treaties and conventions respecting trade- 
marks, trade names, and unfair competition entered into between the United States 
and foreign nations.” 15 U.S.C. §1127. [Emphasis added.] 
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affirmed the Fifth Circuit, holding that the federal district court had juris- 
diction to prevent unfair use of the plaintiff’s mark in Mexico. In doing 
so the Court stressed three factors: (1) the defendant’s conduct had a sub- 
stantial effect on United States commerce; (2) the defendant was a United 
States citizen and the United States has a broad power to regulate the 
conduct of its citizens in foreign countries; and (3) there was no conflict 
with trademark rights established under the foreign law, since the defen- 
dant’s Mexican registration had been canceled by proceedings in Mexico. 
Only the first factor is present in this case. 

We do not think that the Bulova case lends support to plaintiff; to 
the contrary, we think that the rationale of the Court was so thoroughly 
based on the power of the United States to govern “the conduct of its own 
citizens upon the high seas or even in foreign countries when the rights of 
other nations or their nations are not infringed,” ** that the absence of one 
of the above factors might well be determinative and that the absence of both 
is certainly fatal..* Plaintiff makes some argument that many American 
citizens are employed in defendant’s New York office, but it is abundantly 
clear that these employees do not direct the affairs of the company or in 
any way control its actions. The officers and directors of defendant who 
manage its affairs are Canadian citizens. Moreover, the action has only 
been brought against Canadian citizens. We conclude that the remedies 
provided by the Lanham Act, other than in § 44, should not be given an 
extraterritorial application against foreign citizens acting under presum- 
ably valid trademarks in a foreign country. 


B. Section 44 of the Lanham Act 


Plaintiff’s alternative contention is that § 44 of the Lanham Act, which 
is entitled “International Conventions,” affords to United States citizens 


13. 344 U.S. 280, 285, 286, 95 USPQ 391, 393. [Emphasis added.] The following 
quotations from the opinion of the Court indicate the importance to the decision of the 
two factors referred to: 

“«* * * Congress in prescribing standards of conduct for American citizens 
may project the impact of its laws beyond the territorial boundaries of the United 
States.” 344 U.S. at 282, 95 USPQ at 392. 

“* * * ‘Congress has the power to prevent unfair trade practices in foreign 
commerce by citizens of the United States, although some of the acts are done 
outside the territorial limits of the United States.’” 344 U.S. at 286, 95 USPQ 
at 394. 

“* * * Mexico’s courts have nullified the Mexican registration of BULOVA; 
there is thus no conflict which might afford petitioner a pretext that such relief 
would impugn foreign law. The question, therefore, whether a valid foreign regis- 
tration would affect either the power to enjoin or the propriety of its exercise is 
not before us. Where, as here, there can be no interference with the sovereignty 
of another nation, the District Court in exercising its equity powers may com- 
mand persons properly before it to cease or perform acts outside its territorial 
jurisdiction. * * *” 344 U.S. at 289, 95 USPQ at 395. 

14. At the time the Fifth Circuit decided the Bulova case, 194 F.2d 567, 92 USPQ 
266, the defendant’s Mexican registration had not been canceled. Since the Fifth 
Cireuit assumed that the defendant had a valid Mexican registration, it thought the 
presence or absence of a foreign trademark was not a determinative factor. Cf. George 
W. Luft Co. v. Zande Cosmetic Co., 2 Cir. 1944, 142 F.2d 536, 61 USPQ 424 (34 TMR 
190). We need not decide that question because of the additional fact that the defen- 
dant here is not an American citizen. 
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all possible remedies against unfair competition by foreigners who are 
nationals of convention countries, including the relief requested in this case. 
Subsection (b) of § 44 specifies that nationals of foreign countries signatory 
to certain named conventions (including the Paris Union signed by 
Canada) are “entitled to the benefits [of the Act] to the extent * * * 
essential to give effect to [the conventions].” Subsection (g) then provides 
that the trade names of persons described in subsection (b), i.e., nationals 
of foreign countries which have signed the conventions, “shall be protected 
without the obligation of filing or registration whether or not they form 
parts of marks,” and subsection (h) provides that the same persons “shall 
be entitled to effective protection against unfair competition * * *” Finally, 
subsection (i) provides that “citizens or residents of the United States 
shall have the same benefits as are granted by this section to persons 
described in subsection (b) * * *” Thus § 44 first implements the inter- 
national agreements by providing certain foreign nationals with the benefits 
contained in those agreements, then, in subsection (i), places American 
citizens on an equal footing by providing them with the same benefits. 
See American Auto Ass’n v. Spiegel, 2 Cir. 1953, 205 F.2d 771, 98 USPQ 
1 (43 TMR 1070) ; L’Aiglon Apparel v. Lana Lobell, Inc., 3 Cir. 1954, 214 
F.2d 649, 102 USPQ 94. Since American citizens are given only the same 
benefits granted to eligible foreign nationals, the benefits conferred on 
foreign nationals must be examined to see whether they have any extrater- 
ritorial application. 

The benefits provided by § 44 (without attempting to be exhaustive) 
may be summarized as follows :** a foreign national may register his foreign 
mark upon the production of a certificate of registration issued by his 
country of origin, even though he has not used his mark in United States 
commerce, § 44(c), 15 U.S.C. § 1126(¢); in determining priority of filing, 
if the foreign national has filed for registration in the United States within 
six months after filing abroad, he may make use of his foreign filing date 
but if his foreign registration antedates the six month period, he may use 
only his United States filing date, § 44(d), 15 U.S.C. § 1126(d) ; a foreign 
national may register his foreign mark on the Principal Register if they 
are eligible, and, if not, on the Supplemental Register, § 44(e), 15 U.S.C. 
§ 1126(e) a foreign national may prevent the importation into the United 
States of goods bearing infringing marks or names, § 42, 15 U.S.C. § 1124; 
once a foreign mark has been registered under the Lanham Act, its status 
in the United States is independent of the continued validity of its regis- 
tration abroad, and its duration, validity, and transfer in the United 
States are governed by “the provisions of this chapter,” § 44(f), 15 U.S.C. 
§ 1126(f). It will be noted that all of these benefits are internal to the 
United States in the sense that they confer on foreign nationals certain 


15. See Ladas, The Lanham Act and International Trade, 14 Law and Contemp. 
Problems 269 (1949); 4 Callmann, Unfair Competition and Trademarks § 99.2(a) (2d 
ed., 1950). 
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rights in the United States. None of them could have extraterritorial 
application for all of them relate solely to the registration and protection 
of marks within the United States. 

We now come to the two remaining benefits specified in § 44, and the 
ones upon which plaintiff relies: the provision in subsection (g) protecting 
trade names without the obligation of filing or registration, and the pro- 
vision in subsection (h) entitling eligible foreign nationals “to effective 
protection against unfair competition” and making available “the remedies 
provided in this chapter for infringement of marks * * * so far as they 
may be appropriate in repressing acts of unfair competition.” Here again, 
we think that these benefits are limited in application to within the United 
States. It is true that they are not expressly so limited, but, it seems in- 
conceivable that Congress meant by this language to extend to all eligible 
foreign nationals a remedy in the United States against unfair competition 
occurring in their own countries. Moreover, if § 44 were so interpreted, it 
would apply to commerce which is beyond the Congressional power to 
regulate, and a serious constitutional question would be created. In the 
absence of any Congressional intent to provide remedies of such extensive 
application, we interpret § 44 in a manner which avoids constitutional 
questions and which carries out the underlying principle of the Inter- 
national Conventions sought to be implemented by § 44—the principle that 
each nation shall apply its national law equally to foreigners and citizens 
alike. 

Since United States citizens are given by subsection (i) of § 44 only 
the same benefits which the Act extends to eligible foreign nationals, and 
since the benefits conferred on those foreign nationals have no extraterri- 
torial application, the benefits accorded to citizens by this section can 
likewise have no extraterritorial application.’® 


III. Forum Non CoNVENIENS 


With respect to the trademark infringement and unfair competition 
alleged to have occurred within Canada, the complaint, as we have seen, 
does not state a claim arising under the laws of the United States. There- 
fore, the jurisdiction of the district court over this part of the action 


16. The fact that United States citizens have already been given benefits by other 
provisions of the Lanham Act similar or identical to those contained in § 44 should not 
obscure the fact that subsection (i) added certain rights which United States citizens 
would not otherwise have had. For example, citizens or residents of the United States 
who have a “bona fide and effective business or a commercial establishment” in a foreign 
country, within the meaning of subsection (b), may register any trademarks which they 
have registered in that foreign country in the same manner as that provided for foreign 
nationals and with the same filing priorities. Thus §44(i) has meaning independent 
of its possible significance as a source of a substantive federal law of unfair compe- 
tition. See Stauffer v. Exley, 9 Cir. 1950, 184 F.2d 962, 87 USPQ 40 (40 TMR 960), 
and Pagliero v. Wallace China Co., 9 Cir. 1952, 198 F.2d 339, 95 USPQ 45 (42 TMR 
839), where the Ninth Circuit held that §44(i) created a substantive federal law of 
unfair competition wherever interstate commerce is involved, and hence that federal 
district courts have federal-question jurisdiction over all claims of unfair competition 
brought by those engaged in interstate commerce. In American Auto. Ass’n v. Spiegel, 
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rests solely on diversity of citizenship.** Plaintiff contends that actions 
for unfair competition are transitory, and that the district court was 
required to exercise its jurisdiction over the action, even though the passing 
off occurred outside of the United States, because plaintiff is an American 
citizen and personal jurisdiction over defendant can be obtained within the 
United States only in the Southern District of New York. We think, 
however, that the district court did not abuse its discretion in declining to 
exercise its jurisdiction over that portion of the case arising in Canada 
and governed by Canadian trademark law. 

The doctrine of forum non conveniens is now firmly established in 
federal law. Koster v. Lumbermen’s Mut. Casualty Co., 1947, 330 U.S. 518; 
Gulf Oil Corporation v. Gilbert, 1947, 330 U.S. 501. 28 U.S.C. § 1404(a) 
has, in effect, codified and replaced this doctrine whenever the more con- 
venient tribunal is a United States district court where the action “might 
have been brought.” Norwood v. Kirkpatrick, 1955, 349 U.S. 29. But the 
federal courts retain the inherent power to refuse jurisdiction of cases not 
within § 1404(a)—cases which should have been brought in a foreign 
jurisdiction, rather than in the United States. De Sairigne v. Gould, 2 Cir. 
1949, 177 F.2d 515, aff’g 83 F.Supp. 270, cert. denied 339 U.S. 912; Latimer 
v. S/A Industrias Reunidas F. Matarazzo, 8.D.N.Y. 1950, 91 F.Supp. 469. 
Whether jurisdiction should be declined is determined by balancing con- 
veniences, but the plaintiff’s choice of forum will not be disturbed unless 
the balance is strongly in favor of the defendant. See Gulf Oil Corporation 
v. Gilbert, supra, 504-509. Finally, in the determination of a motion to 
dismiss for forum non conveniens, the court may consider affidavits sub- 
mitted by the moving and opposing parties. Koster v. Lumbermen’s Mut. 
Casualty Co., supra, at 531. 

An American citizen does not have an absolute right under all cireum- 
stances to sue in an American court. De Sairigne v. Gould, supra; United 
States M & S Ins. Co. v. A/S Den Norske OG Line, 2 Cir. 1933, 65 F.2d 
392; Wheeler v. Societe Nationale des Chemins etc., S.D.N.Y. 1952, 108 
F.Supp. 652. However, where, as here, application of the doctrine of forum 
non conveniens would force an American citizen to seek redress in a foreign 
court, courts of the United States are reluctant to apply the doctrine. 
Burt Isthmus Development Co., 5 Cir. 1955, 218 F.2d 353; The Saudades, 


2 Cir. 1953, 205 F.2d 771, 98 USPQ 1 (43 TMR 1070) we held to the contrary; and 
the Third Circuit has since come to the same conclusion, L’Aiglon Apparel v. Lana 
Lobell, Inc., 3 Cir. 1954, 214 F.2d 649, 102 USPQ 94. The Supreme Court has not yet 
passed on the question. 

7. In a diversity action brought to enforce state-created rights, we must apply 
the ras of New York, including its conflict-of-laws rules. Klazon Co. v. Stentor Elec- 
tric Mfg. Co., 1941, 313 U.S. 487, 49 USPQ 515. New York follows the almost uni- 
versal rule that the law governing a tort is the law of the place where the alleged 
wrong occurred. See Conklin v. Canadian Colonial Airways, Inc., 1935, 266 N.Y. 244, 
248, 194 N.E. 692, 694; Loucks v. Standard Oil Co., 1918, 224 N.Y. 99, 120 N.E. 198; 
Whitford v. Panama R. Co., 1861, 23 N.Y. 466. Consequently, Canadian law governs 
the unfair competition occurring in Canada. 
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E.D. Pa. 1946, 67 F.Supp. 820; cf. Swift & Co. Packers v. Compania 
Columbiana Del Caribe S8/A, 1950, 339 U.S. 684, 697. 

We are convinced that the balance of convenience is strongly in favor 
of defendant,’* but it is unnecessary for the following reasons for us to 
rely solely on that ground. 

The crucial issue in this case is the validity of defendant’s Canadian 
trademark registration under Canadian trademark law. The Canadian 
Registrar of Trademarks has registered the name VANITY FAIR in defen- 
dant’s name and has refused registration of plaintiff’s vANITy FAIR mark 
on the ground that it interfered with defendant’s prior registration. Sec- 
tions 6 and 19 of the Canadian Trademark Act of 1952 give the Canadian 
registrant of a trademark the statutory right to prevent the use in Canada 
of a confusing mark, unless the Canadian registration is shown to be 
invalid. Such a showing could be made in any Canadian court of com- 
petent jurisdiction as a defense to an infringement action brought by 
defendant, or plaintiff could initiate proceedings in the Exchequer Court 
of Canada to expunge or amend defendant’s registration. §§18 and 56. 
The Exchequer Court is given exclusive jurisdiction by § 56 to expunge 
or amend a trademark registration. Under these circumstances, we do not 
think a United States district court should take jurisdiction over that por- 
tion of this action turning on the validity or invalidity of defendant’s 
Canadian trademark. 

In the first place, courts of one state are reluctant to impose liability 
upon a person who acts pursuant to a privilege conferred by the law of 
the place where the acts occurred. Restatement, Conflict of Laws § 382(2) ; 
Goodrich, Conflict of Laws § 94 (1939). In the second place, it is well- 
established that the courts of one state will not determine the validity of the 
acts of a foreign sovereign done within its borders. Underhill v. Hernandez, 
1897, 168 U.S. 250; American Banana Co. v. United Fruit Co., 1909, 213 
U.S. 347; Ricaud v. American Metal Co., 1918, 246 U.S. 304; Banco de 
Espana v. Federal Reserve Bank, 2 Cir. 1940, 114 F.2d 438; Bernstein v. 
Van Heyghen Fréres Societe Anonyme, 2 Cir. 1947, 163 F.2d 246, cert. 
denied 332 U.S. 772; Pasos v. Pan American Airways, 2 Cir. February 13, 
1956, —— F.2d . These precedents have not involved the acts of trade- 
mark officials of foreign countries, but their rationale would appear to 


18. When the “practical problems that make trial of a case easy, expeditious, and 
inexpensive,” Gulf Ow Corporation vy. Gilbert, 1946, 330 U.S. 501, 508, are considered, 
the Southern District of New York is seen to be an inconvenient forum. Some evidence 
from American sources would be required, such as proof of plaintiff’s American adver- 
tising spilling over into Canada. But most of the issues of fact, such as defendant’s 
and plaintiff’s respective use of the trademark VANITY FAIR in Canada; defendant’s 
non-use of the trademark for a period of years; defendant’s resumption of use in 1953, 
ete., are issues on which the witnesses and proof would be more available in Canada. 
If it be thought that dismissal is too harsh a disposition of a case such as this, it 
should be remembered that the trial court has power to dismiss on condition that the 
defendant stipulate to waive the statute of limitations pro tanto. The courts of other 
countries will ordinarily recognize such a stipulation, and the plaintiff is thus assured 
of a remedy elsewhere. 
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extend to that situation. Moreover, in George W. Luft v. Zande Cosmetic 
Co., 2 Cir. 1944, 142 F.2d 536, 61 USPQ 424 (34 TMR 190), cert. denied 323 
U.S. 756, 63 USPQ 358, we assumed the validity of foreign trademark 
registrations in holding that the lower court could not enjoin an American 
manufacturer from labeling his product with an infringing mark in the 
United States for shipment to foreign countries in which he had a presum- 
ably valid registered trademark. “We do not see upon what ‘principle 
of equity’ a court can enjoin the initiation of acts in the United States 
which constitute no wrong to the plaintiff in the country where they are 
to be consummated. Nor can we perceive upon what theory a plaintiff can 
recover damages for acts in the United States resulting in a sale of mer- 
chandise in a foreign country under a mark to which the defendant has 
established, over the plaintiff’s opposition, a legal right of use in that 
country. Consequently, neither the injunction nor the accounting should 
cover activities of the defendant, either here or abroad, concerned with 
sales in countries where the defendants have established rights superior 
to the plaintiff’s in the name zANDE.” 142 F.2d at 540, 61 USPQ at 429. 

Were this merely a transitory tort action in which disputed facts 
could be litigated as conveniently here as in Canada, we would think the 
jurisdiction of the district court should be exercised. But we do not think 
it the province of United States district courts to determine the validity 
of trademarks which officials of foreign countries have seen fit to grant. 
To do so would be to welcome conflicts with the administrative and judicial 
officers of the Dominion of Canada. We realize that a court of equity 
having personal jurisdiction over a party has power to enjoin him from 
committing acts elsewhere.’® But this power should be exercised with great 
reluctance when it will be difficult to secure compliance with any resulting 
decree or when the exercise of such power is fraught with possibilities of 
discord and conflict with the authorities of another country.”° 

Although the district court did not abuse its discretion in refusing to 
entertain the claims of trademark infringement and unfair competition 
occurring in Canada, we think that it was erroneous to dismiss the entire 
complaint. The claims of trademark infringement and unfair competition 
occurring in the United States can be clearly ascertained from the com- 


19. New Jersey v. New York City, 1931, 283 U.S. 473; Massie v. Watts, 1810, 6 
Cranch (U.S.) 148; The Salton Sea Cases, 9 Cir. 1909, 172 F. 792; Kroese v. General 
Castings Corporation, 3 Cir. 1950, 179 F.2d 760. 

20. The character of the potential difficulties is illustrated by United States v. 
Imperial Chemical Industries, 8.D.N.Y. 1952, 105 F.Supp. 215, 93 USPQ 360, and 
British Nylon Spinners v. Imperial Chemical Industries [1953], 1 Ch. 19, in which a 
United States court directed a British corporation to grant immunity under certain 
patents in Great Britain, and an English court enjoined it from taking that action. 
The tenderness of Canadian authorities concerning what they consider foreign interfer- 
ence with their domestic concerns is illustrated by the prompt Canadian legislation which 
followed attempts by United States courts to subpoena records of Canadian companies 
for use in a Sherman Act investigation. See footnote to decision below, 133 F.Supp. 
522, 529, 106 USPQ 88, 92, note 2. 
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plaint.2* However, since plaintiff does not press his American claims, and 
they appear to be of somewhat minor significance, we will affirm the dis- 
missal, but allow plaintiff, if it so desires, to file an amended complaint, 
within a period of thirty days from date of our mandate herein, stating 
separately the American issues. 

Affirmed as modified. 


STANDARD OIL COMPANY v. THE STANDARD 
OIL COMPANY and SOHIO PETROLEUM COMPANY 


No. 3745 Civil — D. C. Wyoming — June 12, 1956 


CoMMON LAW TRADEMARKS—NATURE OF RIGHTS 
REMEDIES—UNFAIR COMPETITION—BaSIS OF RELIEF—IN GENERAL 
Plaintiff seeks an injunction against the use by defendant parent company 
and of its subsidiaries of the mark souro in plaintiff’s 15 state trading area wherein 
it contends it is entitled to the exclusive use of STANDARD OIL, STANDARD, 8.0., SOCO, 
soco and SOLITE, on the ground that souto is the contraction of, and signifies to 
the purchasing public, STANDARD OIL OF OHIO or STANDARD OIL and therefore defen- 
dants are benefiting by plaintiff’s reputation and good will. Defendants charge 
laches and acquiescence by virtue of substantial dealings by plaintiff’s subsidiary 
STANOLIND OIL AND GAS COMPANY with defendants’ production and pipeline sub- 
sidiaries which have operated in plaintiff’s territories since 1938 and deny that 
SOHIO stands for STANDARD OIL and contends it is an arbitrary mark adopted to 
indicate a “Superior Ohio Oil.” 
REMEDIES—UNFAIR COMPETITION—BaSIS OF RELIEF—CONFUSINGLY SIMILAR MARKS 
Letters “S. O.” in petroleum industry stand for STANDARD OIL and plaintiff 
is entitled to their exclusive use in its 15 state territory. Evidence indicates that 
SOHIO is the abbreviation of STANDARD OIL OF OHIO as shown by article in defendants’ 
house organ in 1929. Defendants’ contention that soHIO was adopted to indicate 
a Superior Ohio Oil not persuasive in face of the fact that at the time of its 
adoption there was already in existence a Superior Oil Company in Cleveland. 
SOHIO infringes plaintiff’s marks since in sound, appearance and significance it is 
confusingly similar. 
UNFaIR COMPETITION—SCOPE OF RELIEF—EVIDENCE 
Evidence of likelihood of confusion produced by means of public surveys con- 
ducted by college students who did not know the purpose of the survey, as to what 
the word SOHIO meant to the members of the public and which was criticized because 
it was not conducted along lines of the Gallup poll is admissible as competent 
evidence, 
UNFAIR COMPETITION—SCOPE OF RELIEF—DEFENSES 
The dealings between subsidiaries of plaintiff with those of defendant were 
largely joint production or sale and purchases of oil having no particular effect 
on the public and causing no confusion. Confusion arose when defendant sold 
SOHIO products at service stations in Michigan. Plaintiff’s protests were rejected 


21. The claims of trademark infringement and unfair competition in the United 
States are predicated upon the following circumstances: (1) defendant’s advertising 
of feminine underwear in the United States under the trademark VANITY FAIR which 
results from the American circulation of Canadian media of communication; and (2) 
defendant’s mail order sales of feminine underwear into the United States under the 
trademark VANITY FaIR. The issues raised by these allegations are clear and narrow. 
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on theory that use of SOHIO would be continued until compelled otherwise. No 
evidence of laches on marketing. 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 

Even if chargeable with delay plaintiff would be entitled to injunction in view 
of defendants’ intention to persist against plaintiff’s objections. Defendant had 
the alternative of determining its position by means of a declaratory judgment 
action. Such persistent use in the face of the objections constitutes an inherent 
fraud upon plaintiff. However, since the production and pipeline activities do not 
touch the general public an injunction will be limited to the marketing activities 
of defendants. 


Action by Standard Oil Company v. The Standard Oil Company and 
Sohio Petroleum Company for trademark infringement and unfair compe- 
tition. Plaintiff seeks injunction to restrain defendant from use of trade- 
mark. Defendant counterclaims for declaratory judgment. Counterclaim 
dismissed. Judgment for plaintiff. 


Wallace H. Martin, Walter J. Halliday and Robert Bonynge (Nims, Martin, 
Halliday, Whitman & Williamson), of New York, New York; Walter T. 
Kuhlmey (Kirkland, Fleming, Green, Martin & Ellis), of Chicago, 
Illinois; Harry B. Henderson (Henderson & Thomson), of Cheyenne, 
Wyoming, and Thomas E. Sunderland, Hunter Johnson and L. Bates 
Lea, of Chicago, Illinois, of counsel for plaintiff. 


Maurice F. Hanning, Leland L. Chapman, Rufus 8. Day, Jr., Robert J. 


Leaver and Paul C. Shafer, Jr., (McAfee, Grossman, Taplin, Hanning, 
Newcomer & Hazlett), of Cleveland, Ohio; Walter H. Free (Campbell, 
Brumbaugh, Free & Graves), of New York, New York; Carleton A. 
Lathrop (Lathrop & Lathrop), of Cheyenne, Wyoming for defendants. 


KENNEDY, Judge (Retired). 

This is a trademark infringement case. It seems to be an important 
piece of litigation for the following reasons: About thirty-five days were 
consumed in the taking of evidence and presentation of oral arguments 
which probably marks it as the longest trial in time consumed which is 
recorded in the Wyoming Federal Judicial District. Approximately five 
thousand pages of testimony and arguments make up the written record. 
In addition to this, however, a considerable number of days were used in 
the presentation and disposition of advance motions, including a somewhat 
extended argument of a motion to dismiss on behalf of defendants. By 
agreement of counsel exchange trial briefs were submitted in advance of 
oral argument consisting of two briefs for each litigant and covering 
something over five hundred and fifty pages. Over two thousand exhibits 
were introduced and received in evidence. Considerably more than one 
hundred authorities were cited in briefs and arguments, some of which 
were duplicated by counsel on either side as different conclusions were 
drawn as to their significance and meaning. The record will show that 
approximately one hundred and thirty witnesses gave evidence, either 
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orally or by deposition. These witnesses were from long distances from 
the place of trial, while counsel likewise appeared from remote regions 
as the above appearances will indicate. The only mystery which remains 
undisclosed is the expense to the litigants in the preparation and trial of 
this law suit. This perhaps will only be disclosed when income tax returns 
reveal the secret and then only for official eyes. These elements all suggest 
the importance of the litigation, especially to the litigants themselves, and 
correspondingly place upon the trial court a heavy responsibility in 
endeavoring to solve the problem involved. 


On account of the presiding trial judge having had little experience 
in the trial of trademark litigation he is perhaps illy equipped to preside 
over a trial of this character and it was suggested during the trial that it 
is a case which properly belonged in the bosom of Appellate Courts on 
account of its complicated questions. Nevertheless, although this Court 
feels that he may be sitting as a Master to take the evidence, yet under 
the law the obligation is placed upon him to reach a conclusion to the 
best of his ability and therefore an honest effort will be made to that end. 


The case was filed on May 5, 1954 and the issues are rather sharply 
drawn and comparatively simple. The gist of the charges laid in the 
complaint is that the defendant in its use of the word souio in plaintiff’s 
territory is an infringement of plaintiff’s rights and trademarks in that 
it has caused and will continue to cause confusion in the mind of the 
public so as to carry with it the idea and significance that it is a Standard 
Oil Company. Plaintiff therefore seeks an injunction restraining the 
defendant from the use of that word as a trademark in plaintiff’s territory, 
for an accounting and for such other and further relief as may be just, 
together with costs. 


The defendants answer by admitting certain facts alleged by the 
plaintiff but denying any infringement and assert affirmative defenses of 
laches and estoppel; that the relief sought by plaintiff would be in the 
nature of a restraint of trade; lack of equity ; abandonment of claim on the 
part of plaintiff, and a counterclaim seeking a declaratory judgment that 
the trademarks of defendants do not infringe upon the plaintiff’s rights. 


In the first instance it would seem that there are certain points 
which need not be considered as being in dispute and therefore it would 
not seem necessary to discuss them here and unnecessarily prolong this 
memorandum; (a) The Courts have decided in a case of this character 
that the predominating features of a trademark are to be considered from 
a three-point consideration, which are appearance, sound and meaning. 
(b) Plaintiff’s so-called trademarks which it may use exclusively in its 
own territory are STANDARD OIL, STANDARD, 8.0., 80CO., SO0CO and SOLITE; 
(c) Plaintiff’s territory consists of fifteen states, which are: Colorado, 
Illinois, Indiana, Iowa, Kansas, Michigan, Minnesota, Montana, North 
Dakota, Oklahoma, South Dakota, Wisconsin, Missouri, Nebraska and Wyo- 
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ming; (d) Both plaintiff and the defendant The Standard Oil Company 
of Ohio are so-called integrated companies which in the parlance of the 
oil industry consist of production, manufacture, transportation and market- 
ing, or distribution, and both the plaintiff and the defendants, with their 
subsidiaries, are each exercising the aforesaid functions; (e) Each case of 
this character must stand upon its own facts and circumstances. 

Prior to 1911 all the Standard Oil Companies throughout the country 
were subsidiaries of the Standard Oil Company of New Jersey and at that 
time under a decree of the Supreme Court of the United States a dissolution 
was required in order to prevent monopoly and to accomplish free competi- 
tion in the oil industry. Accordingly, in compliance with that decree the 
several Standard Oil Companies throughout the country were divorced 
from the parent company and became so-called independent as to the 
original company and as to the:nselves. The territory in which each 
respectively operated thereupon became its own territory for all purposes 
and its individual rights as to its use of trademarks and the individual 
property of each. This fact became known to the general public as Standard 
Companies acting independently in their own territory in which they 
had previously operated and entitled to the exclusive use of their claimed 
and developed trademarks. 

In this respect it is probable that the Supreme Court “builded better 
than it knew” as a distinct rivalry and a decided spirit of competition 
grew up among them, as with other companies not previously affiliated 
with the Mother Standard organization. The contest here exemplifies that 
theory as being a trademark case, it must be on the periphery of company 
competition. As a result of this realignment in the public mind and 
through the Press and advertising these companies were variously listed 
as shown by plaintiff’s exhibits from 1924 up to the year 1948, as follows: 
S. O. New Jersey; S. O. New York; S. O. Kentucky; S. O. Indiana; S. O. 
Nebraska; S. O. California; S. O. Louisiana; and S. O. Ohio. 

Considerable evidence and discussion has arisen over the origin of the 
name sou10. The plaintiff’s evidence suggests that its origin is indicated 
in a publication and exhibit known as THE SOHIOAN in 1929 where one of 
the officials at an O.P.M.A. convention used the following language: 


“Trg SIGNIFICANCE OF A NAME. 


SOHIO is of course an abbreviation of the full name of our organ- 
ization, The Standard Oil Company of Ohio. In a degree which exceeds 
that which characterizes the trade names of other Standard Oil Com- 
panies, such as STANOLIND, SocoNy, ete., our trade name of soHIO 
is not far fetched and readily suggests to the average layman the 
formal name of our organization. 

Furthermore, the ease and familiarity with which the words ‘The 
Standard Oil Company’ blend with the word ‘Ohio’ to form sono 
suggests the long intimacy which has characterized the relations be- 
tween the Standard Oil Company and the state under whose laws it 
has been incorporated for almost sixty years. 
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It is safe to say that there is scarcely a street, a highway, a public 
building, or any other public improvement of any sort now existing in 
this state to whose original cost son1o has not directly contributed in 
substantial amounts. After sixty years of service to the citizens of its 
state, not the least of which has been that of actually helping to build 
a state, who else could assume to use with such good grace the 
beautiful name of soHIo.” 


Defendants’ theory is that the name was adopted as their evidence tended 
to show at the early date when it came into being was on account of its 
being euphonic and easily pronounced, with the “S” signifying a superior 
oil which was manufactured in the state of Ohio by defendants. The evi- 
dence further discloses that at the time there was a Superior Oil Company 
in existence and operated in some of the territory here involved. 

While the use of son1o was first confined principally to marketing 
small parcels and confined largely to the state of Ohio, it did not begin 
to expand in a major way until some time later. In the late 30s the defen- 
dant was operating in the state of Michigan, where this law suit probably 
had its inception. The products carried by defendant the Standard Oil 
Company of Ohio were sold under the trade names FLEETWING, CANFIELD 
and BoRON but later products were being begun to be sold in the state 
of Michigan under the name of SOHIO-FLEETWING. This caused the plain- 
tiff to confer with representatives of the defendant companies in an effort 
to settle their differences as to the use of the name of sono in plaintiff’s 
territory, especially in Michigan. While these conferences were proceeding 
plaintiff through its counsel had made an objection to the name soHIo 
in plaintiff’s territory through correspondence. The plaintiff’s counsel put 
the matter up to defendants’ counsel through a letter of December 20, 1948, 
calling the attention to certain cases which it was thought controlled the 
use of the name souio and later in a letter from the General Counsel of 
the defendant Standard rejected the arguments of plaintiff as to the use 
of the name in plaintiff’s territory and stated that: 


“Having gone as far as we have with the use of this name, the 
Company is determined to continue to use it in the future. It seems 
to the writer, therefore, advisable to find out as soon as practicable 
whether your position or the position of our clients is correct.” 


It is probable that there were other exchanges of communication upon the 
subject but it is evident from what has been said by defendants’ counsel 
that it was up to one or the other to make a test which would determine 
the rights of defendants to use the name souio in their marketing facili- 
ties in the state of Michigan and elsewhere in plaintiff’s territory. 

While the matter was under further investigation by plaintiff, the 
defendant companies sold out their holdings in Michigan to the Gulf Oil 
Corporation, which company proceeded to enter the field and use its own 
name and trademarks for its operation in that district. This, plaintiff 
contends, eliminated the necessity of bringing any action to test the point 
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as the use of defendants’ trademark name had been eliminated in that 
particular district where the claim of plaintiff had first originated. 


However, some time in 1953 a dealer and distributor in the state of 
Michigan known as Gibson advertised gasoline at his filling stations under 
the name of sono. After further protests, to which defendants did not 
respond, the plaintiff began its investigations for the purpose of contesting 
the matter in the courts, which resulted in the filing of the case at bar in 
May 1954, as before stated. In the meantime defendants had continued to 
enlarge their sale of the som1o product in other states embraced within 
the territory of plaintiff, including the state of Wyoming, and has con- 
tinued such practice up to the present time. The counsel for defendants 
in other communications indicated that legal problems might be involved 
in the use of defendants’ trademark sono in plaintiff’s territory but 
that they might be ironed out afterwards. 


There is evidence on behalf of plaintiff that various surveys were 
made in different districts contained in plaintiff’s territory which indicated 
that among casual and ordinary purchasers of gasoline, as well as mere 
observers of the name, although in the habit of purchasing gasoline at 
various stations, considered the name sour1o stood for a Standard Oil 
Company and would so regard it. In addition to this, various dealers of 
the product stated that soH1o was a subsidiary of the company The 
Standard Oil Company of Ohio. The defendants dispute these surveys as 
to their efficacy and reliability as competent proofs and also claim that 
the surveys were not properly conducted, with the additional contention 
by defendants that under the circumstances they should not be received 
in evidence as reliable proof of any claim presented by plaintiff. The de- 
fendants offered the testimony of a so-called expert that in order to be 
reliable a survey must be conducted by one who is skilled in the business 
and the survey organized and directed along well defined lines, such as 
the “Gallup” system. The plaintiff’s survey was conducted by various 
types of individuals, including college students, who testified, and who 
did not know the purpose of the survey but simply put to the persons 
interrogated the question as to what might be their reactions as to the 
meaning of the word sonio. In a substantial percentage of these in- 
quiries, with the survey books introduced in evidence, the inquiries resulted 
in the persons interrogated stating that they would assume it meant “The 
Standard Oil Company of Ohio” and other similar responses. 


A controversy arose over the use of credit cards issued by the plaintiff 
in which the names of certain companies were designated for the extension 
of credit in which certain of plaintiff’s affiliates were listed and certain 
companies other than plaintiff’s affiliates were listed but signifying they 
were not affiliates of the company and included was one of the sono Oil 
companies, although somewhat different in design than that of other 
companies. 
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In support of defendants’ contention of laches and estoppel on the 
part of plaintiff, evidence was introduced showing that some of plaintiff’s 
affiliates for a number of years were associated with the Sohio Petroleum 
Company or its predecessors in developing oil fields in Oklahoma and 
perhaps elsewhere and that the plaintiff bought and sold oil to the Sohio 
Company in substantial quantities involving substantially large amounts 
of money and therefore having knowledge of the existence of the Sohio 
Company by which the plaintiff becomes guilty of laches and estoppel in 
the present situation and cannot successfully assert the issue as to infringe- 
ment on account of the delay in presenting its claim in court. On the other 
hand plaintiff claims that these dealings were with subsidiaries of plaintiff 
and these subsidiaries being autonomous in character the matter did not 
come to the attention of plaintiff’s true executives as to any violation of 
trademark infringement until 1948 when the matter first was presented 
to the governing officials of plaintiff’s company and that any subordinate 
officials of the plaintiff company were not concerned nor knew anything 
about the protection of plaintiff’s trademarks. 

The evidence shows that use by defendants was made of the TV in 
advertising its wares from points in the state of Ohio in which the word 
SOHIO was proclaimed in connection with the name of the defendant 
The Standard Oil Company of Ohio and the pictures exhibited showed 
the name SOHIO in connection with the principal defendant, which was, 
as counsel designate it, “spilled over” into plaintiff’s territory thereby 
leading to a conclusion that the Sohio was another Standard Oil Company. 
Another instance is that division orders were issued jointly to the plaintiff 
and the Sohio Company which should have indicated knowledge of the 
existence of the Sohio Company operating in states other than Ohio and 
in plaintiff’s territory. 

It is rather an unusual circumstance that a considerable number of 
the witnesses for both parties testified that they did not know of the 
dissolution decree by the Supreme Court in 1911 and still considered all 
STANDARD OIL companies as members of one big family. 

Another defense submitted by the defendants is that of abandonment 
where the Socony-Vacuum Company (whose principal retail emblem is 
the FLYING RED HORSE) was operating in plaintiff’s territory and was 
investigated by plaintiff inasmuch as the word socony likewise indicated 
a Standard Oil Company but upon the investigation in its connection with 
the other word (now Socony-Mobile Oil), was found not to have created 
confusion and no proceedings were instituted by plaintiff to prevent its use 
in plaintiff’s territory. 

The plaintiff had a number of subsidiaries who operated in several 
states outside of plaintiff’s territory which used certain trademarks like 
PAN-AM, AMOCO, UTOCO, etc., but mone of these trademarks carried 
any resemblance to the Standard Company trademarks (except the frame- 
work of the sign) and there was also a Stanolind Company which operated 
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outside of plaintiff’s territory but its operations were confined to production 
and manufacturing and carried on no operation in the marketing of 
products. 


No attempt has been made to do anything more than to give a thumb- 
nail sketch of the evidence in order to draw sharp attention to what may 
be considered as the decisive issues in the law suit. Consideration will now 
be given to some of the cases which have been cited in an effort to apply 
the law as it may be pertinent to the facts here presented. 


In Avrick v. Rockmont Envelope Co., 155 F.2d 568 (10 Cir.), (36 TMR 
199), there appeared an infringement suit concerning the use of the trade- 
marks SKY MAIL and sKy RITE. The judgment of the trial court sus- 
taining defendant’s motion for summary judgment was reversed. On page 
573 appears the following language: 


“Tf, however, as alleged, Rockmont adopted the designation sky 
MAIL With the intent and for the purpose of colorably imitating 
Agency’s trademark sky-RITE in order to create confusion and mistake 
in the public mind, and to deceive purchasers in the belief that its 
products were those of Agency, such intent is sufficient to justify an 
inference of confusing similarity.” 


In Dwinnell-Wright Co. v. National Fruit Product Co., 140 F.2d 618 
(1 Cir.), (834 TMR 128), a trademark case, where at page 623 appears the 
following language: 


“As to the respective goods it is of course important to consider 
their similarities of appearance and use. But in addition other factors 
are of equal and in some cases may be of even greater importance. 
Some of these are whether the goods are ordinarily sold in the same 
kind of retail stores, as grocery stores or hardware stores, whether 
they are ordinarily produced by the same manufacturers, whether they 
have common purchasers, and whether they are ordinarily purchased 
by the public generally or only by professional buyers, to mention 
only some of the pertinent consideration. See Am. Law Institute, 
Restatement of Torts, § 731, et seq.” 


In the case of Esso, Inc. v. Standard Oil Co., 98 F.2d 1 (8 Cir.), 
(28 TMR 386), known as the Esso case, it appears that the decision was 
made on one element alone, to-wit: sound, and on page 5 appears the 
following language: 


“It is urged that the word Esso is not so similar to the trade- 
marks STANDARD OIL, SO, and soco as to be confusing. It is the 
accepted rule that similarity of sound, as well as appearance, of the 
words or letters may constitute infringement. (Cases cited.) Esso, 
when pronounced, is indistinguishable from so. The initials of the 
Standard Oil Company are the source from which these marks and 
brands were derived, and we surmise the value of the brand gsso lies 
in the fact that it suggests sTaNDARD om. It has been held in a number 
of decisions that the name sTANDARD OIL COMPANY is entitled to 
protection.” 
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Again on page 5: 


“Tt was not necessary to show that any person had been actually 
deceived by the defendant’s use of the trade-names or trade-marks in 
question and led to purchase its goods on the belief that they were the 
goods of plaintiff. (Cases cited.) The court, however, found this to be 
the fact, and this finding is sustained by the evidence. The court found, 
and the evidence clearly shows, that deception will be the probable 
result of defendant’s act, and this was sufficient to establish a case 
of unfair competition and of infringement. The law of trade-marks 
is so closely allied to that of unfair competition that it has often been 
said to be a part of the common law of unfair competition.” 


In Hecker-H-O Co., Inc. v. Holland Food Corporation, 31 F.2d 794 
(D.C.N.Y.), (19 TMR 192), it was held that the trademark H-0 was 
infringed by the trademark Horoop. At page 795 appears the following 
language : 


“My conclusion is that plaintiff’s trademark n-o is valid, and 
that plaintiff is entitled to the exclusive use of the same, either with 
or without the word ‘Food’ added and attached to the containers of 
its products.” 


In Independent Nail & Packing Co. v. Stronghold Screw Products, 
Inc., 205 F.2d 921 (7 Cir.), (44 TMR 46), the use of the word stRONGHOLD 
as an infringement was considered. In the opinion at page 924 the Court 
quotes from Nims on Unfair Competition and Trade-Marks, as follows: 


“A corollary to the doctrine that there may be an infringement 
though only a part of the trade-mark has been appropriated is the 
rule that ‘* * * the imitation need only be slight if it attaches to what 
is salient, * * *.’ * * * ‘An unfair competitor need not copy the entire 
mark to accomplish his fraudulent purpose. It is enough if he takes 
the one feature which the average buyer is likely to remember.’ This 
court stated the test as follows: ‘Whether there is an infringement of 
a trade-mark does not depend upon the use of identical words, nor on 
the question as to whether they are so similar that a person looking 
at one would be deceived into the belief that it was the other; but it is 
sufficient if one adopts a trade-name or a trade-mark so like another 
in form, spelling, or sound that one, with a not very definite or clear 
recollection as to the real trade-mark, is likely to become confused 
or misled.” 

** 

“Defendant was the late comer in the adoption of the word 
STRONGHOLD. Defendant’s first use of it was four years after plaintiff 
had applied it to its new type nail and began its aggressive advertis- 
ing campaign featuring the word stroNcHoLp. Defendant adopted 
its logotype emphasizing the word sTRoNGHOLD with full knowledge 
of plaintiff’s registered trade-mark which featured the same word. 
It did so at its peril.” 


In Nebraska Consol. Mills Co. v. Shawnee Milling Co., 198 F.2d 36 
(10 Cir.), (42 TMR 620), it was held that the term MoTHER’s BEesT and 
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MOTHER’S PRIDE did not constitute infringement. At page 38 the Court 
quotes from an Oklahoma Supreme Court decision, as follows: 


“‘TInder the law of unfair competition, in order to enjoin the use 
of a trade-name there must be such a similarity to one formerly used 
or employed that the ordinary buyer, exercising ordinary intelligence 
and observation in business matters, will certainly or probably be 
deceived. Mere possibility of deception and confusion is not sufficient.’ ” 


On page 39 appears also the following language: 


“We deem it unnecessary to consider the other grounds on which 
the trial court based its decision. The findings set out above are 
supported by substantial evidence and are not clearly erroneous and 
those findings alone warrant an affirmance of the judgment below.” 


In Haller Baking Co. v. Ward Baking Co., 293 F. 800 (Pa.), (14 TMR 
87), it was held that the trademark virovim did not infringe the trade- 
mark vim. 


In Quaker Oais Co. v. General Mills, 134 F.2d 429 (7 Cir.), (33 TMR 
178), the contest concerned the trademarks WHEATIES, KORNIES and MAIZIES 
infringing on the plaintiff’s use of the words OATIES and QUAKER OATs, 
in which there was held to be no infringement. This decision seems to 
have been primarily based on the utter dissimilarity of the names and 
the dress in which the products were presented to the prospective customers. 


In Standard Oil Co. of New Mexico, Inc. v. Standard Oil Co. of 
California, 56 F.2d 973 (10 Cir.), (22 TMR 363), it was held that the 
name of the defendant, Standard Oil Company of New Mexico, was 
confusingly similar to the plaintiff’s name, Standard Oil Company of Cali- 
fornia, and an injunction granted. At page 978 appears some pertinent 
language as to the fundamental basis of infringement : 


“There was a time in the history of the law of unfair competition 
when it was a debatable question whether a merchant’s good-will indi- 
cated by his trade name or trademark extended beyond such goods as 
he sold (Yale Elec. Corp. v. Robertson (C.C.A. 2) 26 F.(2d) 972-973), 
(18 TMR 321), but it is now well settled that the law of unfair com- 
petition is not confined to cases of actual market competition. If one 
fraudulently sells his goods or his services or his securities as those 
of another, injury may result to the latter although he is not engaged 
in the manufacture or sale of like goods. Where one passes off his 
goods, his services, or his business as the goods, services, or business 
of another, equity will intervene to protect the good-will and business 
reputation of the latter from any injury liable to be caused thereby. 
See cases note 1.” 


In Household Finance Corp. v. Federal Finance Corp., et al., 105 
F.Supp. 164 (Ariz.), it was held that under the peculiar circumstances of 
being used in the same field of activity the use of the symbol rrc was 
an infringement of the symbol HuFc where the insignia was used in a 
similarly distinctive manner and enclosed in a circle. In this case it also 
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appears that a confusion had likewise arisen by the one receiving the 
mail of the other. 

In McKinnon & Co. v. Hyvis Oils, Inc., 88 F.2d 699 (C. & P. Appeals), 
(27 TMR 254), it was held that the marks HIGHPRES and HYVIS when 
applied to lubricating oils were confusingly similar, especially in sound. 
At page 700 appears the following language: 


“While it is true that there are three factors to be considered in 
passing upon similarity of marks, viz., meaning, appearance, and 
sound, it does not follow that confusion can be found to be likely only 
where a combination of these factors exist, but sound alone or appear- 
ance alone may be sufficient to create likelihood of confusion. Cluett, 
Peabody & Co., Inc. v. Wright, 46 F.(2d) 711, 18 C.C.P.A. (Patents) 
937, (21 TMR 130).” 


In Bernstein v. Friedman, 160 P.2d 227 (Wyo.), the Court held that 
the name WESTERN OUTFITTERS infringed the name WESTERN RANCHMAN 
OUTFITTERS, especially where the former is used in connection with the 
picture of a man wearing ranchman regalia. This case is cited largely for 
the reason that it is pertinent to the views of the highest court of Wyoming 
and arose in the same district where the case at bar is being considered. 

In Clair v. Kastar, Inc., 148 F.2d 644 (2 Cir.), the following language 
appears on page 646: 


“While a patentee is getting his patent sustained he is not bound 
to assert his claims to their fullest scope by suing every conceivable 
infringer. There is today some reciprocity of duty in this regard; if 
a manufacturer fears that he will be charged to infringe, he can always 
inquire of the patentee, and if the answer is unsatisfactory, he can 
bring an action for a declaratory judgment. The time has now passed 
when a patentee may sit by and refuse to show his hand. The defen- 
dant’s putative uncertainties seem to us to have been of its own 
making.” 


In American Lead Pencil Co. v. L. Gottlieb & Sons, 181 F. 178 (Cir.Ct. 
§.D.N.Y.), is an opinion written by that outstanding and brilliant jurist 
of our generation, Learned Hand, where he decides that the phrase 
KNOXALL infringes the phrase BEATS-ALL and in the opinion adds some 
remarks which are pertinent in the present situation: 


“The second and third objections I shall consider together. I 
have no difficulty in finding that the phrase KNoxaLu is an infringe- 
ment of the phrase BEATS-ALL. There is no such limitation as the 
defendant puts upon the infringement of a trade-mark; i.e., that the 
similarity must go only to the eye or ear. The question cannot be 
treated in any such technical manner, for always the substantial ques- 
tion is whether the defendant is likely to steal the complainant’s trade 
by the use of the trade-mark in question. I am quite satisfied in this 
ease that there is such similarity between the two phrases as would 
readily lead in the mind of customers to confusion; a case in point is 
the infringement of KEEPCLEAN by SsTA-KLEEN. Florence Manufac- 
turing Company v. J. C. Dowd & Co. (C.C.A.) 178 Fed. 73, (1 TMR 
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289). There are many other decisions in the books which show that 
it is not alone similarity to the ear or eye which constitutes infringe- 
ment. In the case of Moore & Co. v. Auwell, 178 Fed. 543, the Circuit 
Court of Appeals held that murEsco was not infringed by muRa- 
FRESCO, Judge Lacombe dissenting upon that point. I interpret that 
decision as meaning that, as the defendant’s name was substantially 
a description of the article, to wit, mural fresco, the scope of the trade- 
mark could not extend to prohibiting defendant’s use of a descriptive 
term, else it would itself be bad as a trade-mark.” 


In Stamford Foundry Co. v. Thatcher Furnace Co., 200 F. 324 (D.C. 


N.Y.), (3 TMR 49), again Learned Hand finds that the phrase MESSMATE 
infringes SHIPMATE as a trademark in connection with the situation in 
which it is used, both phrases being used in connection with the use of a 
stove in the galley of a ship. His language at page 324 is as follows: 


“Thereupon dissatisfied with these arrangements, the defendant 
began to make a ship stove of the same size, of the same appearance, 
and for the same special use as the complainant’s, merely changing 
the old and perfectly well established trade-mark, sH1pMATE to MESs- 
MATE. Of course, the imitation is not exact; it never is in such cases. 
The details of the stove have been varied in trifling regards, and the 
maker’s name has been put on the hearth. All that is almost a con- 
vention, when you appropriate another man’s mark; for there must 
be some color of good faith, some defense to put forward. Minor dif- 
ferences are supposed to help over hard places. Here the words are 
quite the same in suggestion, when applied to the galley stove of a 
ship. Each means that the stove is the crew’s companion. It is fatuous 
to distinguish between the mess and the ship in this connection. In 
sound, too, though I should not think that essential, the two are quite 
near enough to confuse. It is impossible to mistake the defendant’s 
purpose, the very ancient desire to trade on another man’s name and 
reputation.” 


In Standard Oil Co. of Colorado v. Standard Oil Co., 72 F.2d 524 


(10 Cir.), (25 TMR 50), it appeared that the plaintiff sued to prevent the 
defendant from using the name of STANDARD OIL COMPANY OF COLORADO 
on account of the fact that it tended to create confusion and an injunction 
was allowed. The case touches upon the question of laches and at page 527 
appears the following language: 


“Laches cannot be imputed to one who has been justifiably ignor- 
ant of the facts creating his cause of action; or, as it is sometimes 
stated, it is an essential element of laches that the party charged 
with it should have legal knowledge of the facts creating his cause 
of action. 

Here the plaintiff acted with reasonable promptness after it 
acquired knowledge of the facts creating its cause of action. Note 1. 

Furthermore, mere delay is insufficient ; it must result in prejudice 
to the party asserting laches. Note 2. 

The only prejudice alleged is that certain persons purchased stock 
of defendant because of its name. In our opinion that affords no 
justification for defendant’s continuing its unlawful piracy of plain- 
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tiff’s corporate and trade names. Requiring defendant to desist will 
not detract from the inherent value of its stock, and further deceiving 
of the public will be prevented.” 


In McLean v. Fleming, 96 U.S. 245, a trademark suit, treats the 


matter of unreasonable delay. At page 251 the language of the Court is 
as follows: 


“Unreasonable delay in bringing a suit is always a serious objec- 
tion to relief in equity; but cases arise in litigations of the kind before 
the court where the complainant may be entitled to an injunction to 
restrain the future use of a trade-mark, even when it becomes the 


duty of the court to deny the prayer of the bill of complaint for an 
account of past gains and profits.” 


And again at page 258 the language of the Court is as follows: 


“Acquiescence of long standing is proved in this case, and inexcus- 
able laches in seeking redress, which show beyond all doubt that the 
complainant was not entitled to an account nor to a decree for gains 
or profits; but infringement having been proven, showing that the 
injunction was properly ordered, he is entitled to the costs in the 
Cireuit Court; but the decree for an account and for the supposed 


gains and profits being erroneous, the respondent, as appellant, is 
entitled to costs in this court.” 


In Sazlehner v. Eisner & Mendelson Company, 179 U.S. 19, the Court 
accepts the ruling in the McLean case in regard to unusual delay. 

It will be noted that a comparatively few of the many cases cited 
have been selected with an effort to determine what the general trend of 
the courts have been in adjudicating cases of this character. Under the 
well-known formula adopted by the courts that each case must stand upon 
its own facts and circumstances, it is readily recognized that where these 
greatly vary, it is difficult to find cases which seem to be sufficiently 
analogous so as to be of great assistance in the case at bar. Only general 
principles which have been applied would seem to be relevant in making 
the decision of the Court and it is therefore doubtful as to any definite aid 
in guiding this Court’s decision although they do reflect in a measure 
certain guideposts which will be referred to in attempting to arrive at a 
logical conclusion. 

In the MOTHER’s BEST case the decision is undoubtedly based upon 
the well recognized doctrine that the word MOTHER can not be restricted 
for trademark purposes as it is truly generic in the very essence of that 
term. 

The first point to be discussed is the matter of the origin of the name 
adopted by defendant companies in which the matter of selecting a trade- 
mark which may create confusion and mistake in the public mind, as set 
forth in the Avrick case, supra, and is therefore proper for consideration. 

First, in the early days after the dissolution decree of the Supreme 
Court and beginning at least in 1925 as shown by plaintiff’s exhibit above 
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referred to, the different Standard Oil Companies which had become segre- 
gated under the decree were generally listed in the public press and in 
industry advertising as S.0. NEW JERSEY, 8.0. CALIFORNIA, 8.0. INDIANA, 
$.0. OHIO, and the like and in this respect the term s.o. through the 
years had a particular significance in connection with the petroleum indus- 
try. When analyzed the term sono is a corruption of the term 5.0. 
OHIO in that it is identical with the original designation of that Standard 
Oil company with one “O” eliminated. There may have been an idea that 
there was a better chance on the single “O” than on the “OO.” However, 
the letters s.o. are still retained and the word ouzio is still retained 
although they are blended into one word. In the petroleum world the letters 
8.0. have always stood for STANDARD OIL and in turn it is a trademark 
belonging to the plaintiff and entitled to exclusive in its own territory. 

Second, this theory is substantially confirmed by plaintiff’s exhibit 
above referred to in the statement of one of the officials of the defendants as 
published in the news sheet THE SOHIOAN where he represents the name 
SOHIO as being an abbreviation of the name the STANDARD OIL COMPANY 
OF OHIO, indicates strongly that this was the real origin of the word. In 
addition it might be said, that this seems a much more plausible story than 
that of the defendant to the effect that the “S” represented a superior oil 
made in Ohio and this in the face of the fact that there was a Superior 
Oil Company then in existence. 

Next, as to the question of surveys made by plaintiff, it is true the 
plaintiff adopted a rather unusual method of conducting its surveys to 
determine whether or not there might be a confusion in the mind of the 
purchasing public of petroleum products through the association of the 
term SOHIO as indicating a Standard Oil product in plaintiff’s territory. 
The defendants strongly contest not only the efficacy of such a survey but 
in addition that it should be rejected as proper evidence in the case, prin- 
cipally on account of the fact that it was not conducted along scientific 
lines or by recognized methods. It would seem that from a review of the 
authorities some courts have received this as competent testimony and others 
have rejected it. The Court received this long line of testimony as evidence 
in the case. We know of no fixed formula which has been generally recog- 
nized as a standard for conducting surveys in an attempt to ascertain public 
opinion. It has been quite generally used in the political field through what 
is known as the “Gallup” polls and by what is called scientific polling of 
public opinion. There is no sufficient ground, however, to say that one 
system of polling in a particular field would be as effective as some other 
method in a different field. The system used by plaintiff has been severely 
criticized by a so-called expert on this particular activity. It may be 
entirely possible that the system adopted by plaintiff in selecting blind 
interviewers who did not know the purpose of the survey to interview the 
public in connection with their reactions to what the word soHIo meant 
to them in the oil industry would be as effective as any other method. At 
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least, while not a controlling factor in the matter of the determination of 
trademark infringement, it is entitled to have a place as evidence in the 
record. 

A considerable portion of time in the trial was consumed in discussing 
the matter of credit cards, which the defendant claimed was a recognition 
of the defendants’ right to the use of the term sono. Plaintiff’s credit 
cards in general showed a substantial number of companies in which credit 
cards could be used listing their own affiliates as such and other companies 
not affiliated, including the Sohio credit card, which was somewhat of a 
different design than the others although in addition to the Sohio card 
other unaffiliated companies were likewise listed. The evidence upon this 
point can not be too highly regarded as a factor in the final decision of the 
case because in the present era credit cards are so promiscuous they are 
used extensively on every hand. This Court takes judicial notice of the 
fact that independent petroleum product retailers advertise that they will 
recognize credit cards issued by any of the oil companies. 

As to the contention of the defendants in their special defense of laches 
and estoppel, which are connected in their brief and argument in a joint 
nature, the point has been argued that because of the fact that the plaintiff 
knew or must have known of the existence of the Sohio Company for a 
long period of time that they should be estopped in not proceeding earlier 
to a determination as to the use of the name and likewise guilty of laches 
for the same reason. The plaintiff contends that the situation was never 
brought to the attention of its chief executives until some time in 1948 and 
that its use was with subsidiary companies of plaintiff who never reported 
to the head office of plaintiff and that in addition these subsidiaries were 
autonomous in their everyday dealings in the oil industry and had no 
interest or duty to perform in the matter of protecting the trademarks of 
the plaintiff. As to these dealings of the subsidiaries of plaintiff with the 
Sohio Company they were concerned largely in inter-company dealings such 
as the matter of joint production in oil fields, the buying and selling of 
petroleum products to and from each other and the recognition of division 
orders in which both were interested. Whether the evidence is sufficient 
to show that the plaintiff’s chief executives did know or should have known 
as to the existence of the Sohio company in connection with these trans- 
actions would seem to be immaterial here for the reason that these trans- 
actions represented only one function which was indulged in by the plain- 
tiff and its subsidiaries and the defendants and their subsidiaries, that of 
production or perhaps manufacture, and possibly transportation. These 
transactions represented no confusion in the matter of marketing or dis- 
tribution to the public of the products made by the defendants and placed 
upon their filling stations and stands for sale to the public under its 
Sohio sign. Therefore it could cause no real alarm to the plaintiff in the 
sort of transactions which were being indulged because it was only of 
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interest to the oil gentry in general and had no touch with the general 
public. 

Evidently the trouble began in Michigan after the defendants had 
been operating and selling their products under the names of FLEETWING, 
CANFIELD and BORON. Some time later they began selling a product 
labeled SOHIO-FLEETWING in that territory which caused plaintiff to prick 
up its ears and to call to the attention of the defendants that this was in 
violation of plaintiff’s trademark rights inasmuch as the sono term clearly 
reflected a Standard Oil product. While this matter was being investigated 
and discussed the defendants sold out to the Gulf Company and that 
company using its own signs and trademarks, the soHio sign passed out 
of the picture in Michigan and the trouble seemed to have been eliminated. 
Later, however, and about 1953, the son1o sign again appeared in Michigan 
in retail activities by a man named Gibson and the trouble broke out 
anew between plaintiff and defendant counsel, in which plaintiff strongly 
protested the use of the name in plaintiff’s territory. The effort of the 
defendants to extend their Sohio products into plaintiff’s territory was 
therefore rather persistent and continuous. A considerable exchange 
of correspondence introduced in evidence illustrates this contest, resulting 
in the defendants rejecting plaintiff’s claim of infringement and defen- 
dants’ counsel stating in the exhibit heretofore referred to, that it was 
the intention of defendants to use the name until a decision was made 
to stop them. The defendants made no effort to test the question and 
proceeded as is proclaimed in the letter to spread its product throughout a 
large portion of plaintiff’s territory and sell the products to the public 
under the name soui0. There is at least one case to the point that it was 
the duty of the defendants to determine their rights to the use of the Sohio 
name for their products before proceeding further in their general use. 
However that may be, the plaintiff immediately proceeded to collect evi- 
dence and prepare to contest the right of the defendants to use the name 
in their marketing facilities in plaintiff’s territory, resulting in the filing of 
this case in May 1954. It is extremely doubtful that the plaintiff would 
have been able to establish any confusion in the minds of the public in 
the use of this name in the production or manufacturing areas as in this 
respect the public would not be interested. Under these circumstances can 
the plaintiff be charged with a delay which would amount to laches and 
estoppel in attempting to protect its rights? The question would seem to 
demand a negative answer for only when the question became paramount 
in the marketing area was the plaintiff concerned or was the purchasing 
public brought into the picture. Even if the plaintiff could be charged 
with delay it would not preclude its securing an injunction where the facts 
are such as to disclose that under the circumstances, with all the facts 
known to the defendants, the defendants had by their determined use of 
a term which was likely to create confusion in the mind of the purchasing 
public and by the determination of defendants to persist in the use of their 
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trademark in plaintiff’s territory, thereby constituting an inherent fraud 
upon plaintiff and its rights. This is substantiated in the opinion of the 
Supreme Court in the McLean and Sazlehner cases, supra. As a result the 
defense of laches and estoppel must be rejected either upon the ground 
that there was no unusual or unnecessary delay or if there were an unusual 
delay it would not forfeit plaintiff’s right to an injunction. 


As to the defense of abandonment interposed by defendants it is 
largely based upon the fact that the Socony-Vacuum was operating in 
plaintiff’s territory, but after an investigation of the matter plaintiff found 
that there was no confusion in the minds of the public concerning the use 
of this name with plaintiff’s products and the matter was subsequently 
amicably adjusted. 


The defense of lack of equity appears to be based upon the proposition 
that the plaintiff is itself operating illegally by its subsidiaries using the 
same framework of its Standard products in other territories but with 
names entirely dissimilar to that of Standard, which sign, of course, is 
used in its own territory. The other signs are such as PAN-AM, AMOCO, 
uToco, ete. The answer to this is that whatever the form of the sign, 
oval in shape, with the torch, or simply an oval, these names do not in 
any way support the theory that these are Standard products, the words 
being entirely dissimilar in appearance, sound and meaning, if any, and it 
is the use of the name sono and in the form of its display, whether in 
circle or otherwise, that the plaintiff contends constitutes the infringement. 
Likewise the defendants contend that the use of the word sTANOLIND by 
plaintiff is more nearly similar to the plaintiff’s Standard sign than is 
Sohio but the Stanolind company deals only in production, manufacture 
and perhaps transportation and is not engaged in the marketing end of 
the industry. Therefore it has no direct touch with the public so as to 
create confusion in the public mind. The defense of lack of equity must 
therefore be rejected. 


As to the defense of restraint of trade little need be said. There is no 
evidence in the case which indicates that plaintiff is endeavoring to inter- 
fere with the defendant in selling its products in its own territory or that 
of the plaintiff. The entire evidence indicates and the actions on the part 
of the plaintiff signify that plaintiff has no objection to the defendants 
operating in plaintiff’s territory if they will eliminate the name on their 
products which plaintiff claims is an infringement of plaintiff’s trademarks, 
and which the plaintiff has a legitimate right to protect. It therefore can- 
not be regarded as restraint of trade. 


It seems strange that with the plenteous supply of words, letters, signs 
and insignia of various types one should be selected, as the cited cases 
illustrate, which is on the borderline of imitating the known trademark of 
some other dealer in the same type of products. The answer would seem 
to be that the party selecting such a name intends in some way to share 
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in the good will and the developed market of a dealer in the same class 
and thereby reap some sort of benefit by deception on the public mind. 

It seems to be the rule that in a case of this character a trial judge 
may reach his own conclusion as to a trademark being of an infringing 
character on account of appearance, sound and meaning independent of 
testimony supporting the claim. If this rule be adopted here this judge 
from his own independent viewpoint will concur in the conclusions reached 
upon a review of the evidence hereinbefore set forth in that the claimed 
infringement offends on each of the recognized grounds. 

Having reached the foregoing conclusions the concern of the Court 
is as to its right to grant what might be considered as a limited or “split” 
injunction. That is to say, can the Court issue an injunction against the 
defendants limited to the matter of the use of the term sonHio in its 
marketing activities in plaintiff’s territory? It would seem to this Court 
that that sort of an injunction is the reasonable procedure to reach the 
point here involved. There is no evidence of confusion by use of the word 
SOHIO except alone in its marketing operations. The method has at least 
been adopted in a case in which the Court restricted its injunction to 
operations in interstate and foreign commerce only. The finding will there- 
fore be that the plaintiff is entitled to an injunction as against the defen- 
dants’ use of the term sonio in plaintiff’s area in its marketing facilities 
where goods with the sign are sold to the public in filling stations and other 
marketing operations. The claim of plaintiff for an accounting and damages 
will be overruled and denied. 

The cross-claim of defendants for a summary judgment is overruled 
and denied and the cross-claim dismissed. 

It will devolve upon counsel for plaintiff to prepare and submit to the 
Court findings of fact and conclusions of law, such findings to incorporate 
such additional factors as are inherent in the case, but in harmony with 
this memorandum, in collaboration with defendants’ counsel if convenient, 
reserving desired exceptions, together with an appropriate judgment based 
thereon on or before July 10, 1956, and the clerk will enter an order 
accordingly. 


MAGNAFLUX CORPORATION v. 
SONOFLUX CORPORATION 


Appl. No. 6193 —C. C. P. A. — April 3, 1956 


CANCELLATION PROCEDURE—IN GENERAL 
Petitioner seeks to cancel registration of SONoFLUX for “Vibro-Magnetic In- 
spection Instrument to Detect Flaws in Ferro-Magnetic Materials” on the basis of 
its prior registration of MAGNAFLUX for similar inspection instruments. The instru- 
ments are substantially identical and both obtain results through the instrumentality 
of magnetic flux hence the FLUX portion of both marks is descriptive. Aside from 
the common descriptive portion of the mark the marks are sufficiently different to 
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make confusion of source unlikely, particularly in view of the fact that the instru- 
ments are expensive and are purchased by discriminating buyers. 

Petitioner also bases petition on prior use by it of SONIZON on instrument for 
measuring the thickness of walls by means of ultrasonics. The syllable son in 
SONIZON and SONOFLUX is suggestive of sound and is somewhat descriptive and 
hence not controlling in a determination of the question of confusing similarity. 
As the instruments are expensive no confusion is likely to result. Decision dismissing 
petition is affirmed. 


Cancellation proceeding No. 5,916 by Magnaflux Corporation v. Sono- 
flux Corporation, Registration No. 558,222 issued April 29, 1952. Petitioner 
appeals from decision of Commissioner of Patents dismissing petition. 
Affirmed. 

Case below reported at 44 TMR 1446. 


Hill, Sherman, Meroni, Gross & Simpson, of Chicago, Illinois (Carlton Hill, 
of Chicago, Illinois, and Wm. T. Estabrook, of Washington, D. C., of 
counsel) for appellant. 


Thomas O. Arnold (Hutcheson, Taliaferro & Hutcheson of counsel) of 
Houston, Texas, for appellee. 


Before JoHNsoN, Acting Chief Judge, and WorLEy and Jackson (retired), 
Associate Judges. 


Wor ey, Judge. 

This is an appeal from the decision of the Assistant Commissioner of 
Patents affirming the decision of the Examiner of Interferences, dismissing 
a petition by appellant, Magnaflux Corporation, for cancellation of Regis- 
tration No. 558,222, granted to appellee, Sonoflux Corporation on April 29, 
1952, for the trademark sonorLux, for “Vibro-Magnetic Inspection 
Instrument to Detect Flaws in Ferro-Magnetic Materials.” 

The petition for cancellation was predicated on prior use and regis- 
tration by petitioner of the trademark MAGNAFLUX applied to “Electrical 
Apparatus for Magnetic Testing of Metal Articles” and “Metallic Com- 
minuted Paramagnetic Material for Use in Locating Defects in Magnetic 
Bodies,” as well as prior use of the trademark sonizon for “Apparatus 
for Measuring Wall Thickness From One Side only by Means of Ultra- 
sonics.” 

As stated by the Examiner of Interferences, there is no question of 
priority, petitioner having proved ownership of the registrations and prior 
use of the marks relied upon. That proof was not questioned by the respon- 
dent. The sole issue, therefore, is whether the respective marks, as applied 
to the goods of the parties, are confusingly similar. 

The record contains evidence of use by appellant of MAGNAFLUXx 
SONIZON in combination. The Examiner of Interferences pointed out that 
such use had not been pleaded in the petition for cancellation, and held that 
the evidence did not unequivocally establish such a use in combination 
prior to appellee’s use of SONOFLUX. 
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The decision of the Assistant Commissioner does not refer to the use 
of the combination of marks and, while appellant’s reasons of appeal to 
this court allege error in the failure to sustain the petition for cancellation 
on the basis of such use, the matter is not discussed in appellant’s brief 
here and may, therefore, properly be assumed to have been abandoned 
(Paulson v. Hyland, 30 C.C.P.A. (Patents) 1150, 1386 F.2d 695, 58 USPQ 
275), but in any event, we think the holding of the Examiner of Inter- 
ferences is correct. Accordingly, the question as to whether the combination 
MAGNAFLUX SONIZON is confusingly similar to SONOFLUx will not be 
considered. 

The goods to which appellant’s mark MAGNAFLUX and appellee’s mark 
SONOFLUX are applied are substantially identical, being, in each case, a 
device for detecting flaws in magnetic bodies by magnetizing the bodies and 
applying to them a finely divided magnetic material which is caused to 
assume a form corresponding to any defect in the body. Since that result 
is obtained through the instrumentality of magnetic flux, it would seem the 
FLUX portion of each of the marks under consideration has a descriptive 
significance. 

It is well settled that, while the question of confusing similarity of 
marks is to be determined from the marks as a whole, it is also proper to 
note that if a part of the mark is descriptive in nature, and has little or 
no trademark significance, it cannot be regarded as dominant and will gen- 
erally be given less weight than more arbitrary portions of the marks. 
Miles Laboratories, Inc. v. United Drug Co., 27 C.C.P.A. (Patents) 1273, 
112 F.2d 814, 46 USPQ 59 (30 TMR 387) ; West Disinfecting Co. v. Lan-O- 
Sheen Co., 35 C.C.P.A. (Patents) 706, 163 F.2d 566, 75 USPQ 77 (37 TMR 
659) ; Nestle’s Milk Products, Inc. v. Baker Importing Co., Inc., 37 C.C.P.A. 
(Patents) 1066, 182 F.2d 193, 86 USPQ 80 (40 TMR 526) ; and Kensington 
Steel Company v. Nichols Engineering & Research Corp., 38 C.C.P.A. 
(Patents) 979, 188 F.2d 397, 89 USPQ 330 (41 TMR 599). 

Clearly appellant’s registration and use of a trademark including the 
syllable rLux, for an apparatus whose operation depends upon magnetic 
flux, should not preclude others who market the same type of device from 
employing that syllable as a portion of their marks. 

The Assistant Commissioner held that since the goods here involved 
are relatively expensive and are sold to discriminating purchasers, those 
factors were to be considered in determining likelihood of confusion. Appel- 
lant ably argues that the type of purchasers should not be controlling here, 
and cites cases in which marks have been held to be confusingly similar not- 
withstanding the fact that the goods involved were expensive and were sold 
to discriminating buyers. 

It is, of course, true that two marks may be so similar as to make 
confusion likely regardless of the type of purchasers involved, but it has 
been repeatedly held, and we think properly so, that, other things being 
equal, confusion is less likely where goods are expensive and are purchased 
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after careful consideration than where they are inexpensive and are pur- 
chased casually. International Silver Co. v. The American Silver Co., 17 
C.C.P.A. (Patents) 871, 37 F.2d 622, 4 USPQ 180 (20 TMR 76) ; Syncro- 
matic Air Conditioning Corp. v. Williams Oil-O-Matic Heating Corp., 27 
C.C.P.A. (Patents) 1010, 109 F.2d 784, 44 USPQ 598 (30 TMR 205) ; and 
L. J. Mueller Furnace Co. v. United Conditioning Corp., 42 C.C.P.A. 
(Patents) 932, 222 F.2d 755, 106 USPQ 112 (45 TMR 1223). 

We are of the opinion the Patent Office tribunals properly held that 
the marks MAGNAFLUX and SONOFLUX are not confusingly similar. 

The apparatus to which appellant’s mark sONIzON is applied was 
designed initially for measuring the thickness of metal sheets by reflecting 
high frequency sound wages from the back surfaces of such sheets. How- 
ever, if flaws are present the waves are reflected sooner, thus indicating the 
presence of the flaws. Accordingly, the goods to which appellant’s mark 
SONIZON is applied are generally similar to those to which appellee applies 
the mark SONOFLUX, although the similarity in goods is not so close as 
in the case of the goods bearing the marks MAGNAFLUX and SONOFLUX. 

There is some controversy as to the meaning of the syllable son in 
the marks under consideration. That syllable appears in the Latin word 
“sono” meaning a sound, which is the root of such words as “sonorous” and 
“sonic,” and its use frequently indicates some connection with sound. That 
this is true in the case of SONIZON is shown by the following testimony 
of a Mr. Carl E. Betz, executive vice-president of Magnaflux Corporation: 


XQ10. Mr. Betz, you testified that the trademark sonizon was 
used on equipment which used ultrasonic principles in the measure- 
ment of the thickness of metal walls, is that correct? A. That is right. 


XQ11. Is it not fair to say then that the syllable son- or son1, 
in the case of sonizon, has some descriptive connotation in its use in 
that trademark, that one part of the trademark has some descriptive 
connotation? A. I would say so, yes. 


In the case of the apparatus to which the mark SONOFLUX is applied, 
the association with sound is not so clear or direct, since the apparatus does 
not function through the action of sound waves, but of magnetic flux. The 
only sound involved is the 60 cycle hum of the alternating current used 
in the magnetizing process. However, a Mr. W. H. Hopkins, president of 
Sonoflux Corporation, testified that “the term ‘sono’ came from the fact 
that we used sonic vibrations in magnetizing the material to be inspected.” 

Regardless of the exact extent to which sound vibrations play a part 
in the operation of appellee’s device, we are of the opinion that the syllable 
son in the mark SONOFLUX, as well as in SONIZON, would be generally 
understood to be suggestive of sound, and would, therefore, be somewhat 
descriptive in nature. For the reasons given above, therefore, that syllable 
is not as significant in determining the question of confusing similarity as 
it would be if it were purely arbitrary. 
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Since the goods to which the marks SONOFLUX and SONIZON are 
applied are expensive and are sold to discriminating purchasers, the deci- 
sions cited above‘on that point are pertinent. 

In the final analysis the question as to confusing similarity is one of 
opinion, and prior decisions are not of great value in resolving such issues. 
North Star Manufacturing Co. v. Wells Lamont Corporation, 39 C.C.P.A. 
(Patents) 764, 193 F.2d 204, 92 USPQ 128 (42 TMR 220). and L. J. Mueller 
Furnace Co. v. United Conditioning Corp., supra. 

It is our opinion that concurrent use of the marks sONOFLUXx and 
SONIZON would not be likely to result in confusion. Accordingly, the 
decision appealed from is affirmed. 


JACKSON, Judge, retired, recalled to participate. 


O’CoNNELL and Coe, Judges, because of illness, did not participate 
in the hearing or decision of this case. 


EX PARTE THE SUPREME SHRINE OF THE 
ORDER OF THE WHITE SHRINE 
OF JERUSALEM 


Commissioner of Patents — April 25, 1956 


TRADEMARK ACT OF 1946—-REGISTRABILITY—COLLECTIVE MARKS 
TRADEMARK ACT OF 1946—REGISTRABILITY—SERVICE MARKS 
It was the purpose of the Lanham Act to remove the prohibition of the 1905 
Act against registration of the distinctive names and insignia of fraternal organ- 
izations by permitting registration thereof as collective marks. 
Mark ORDER OF THE WHITE SHRINE OF JERUSALEM rejected as a trade name of 
a fraternal order held by Assistant Commissioner to be registrable as a collective 
mark. 


Application for registration of collective mark by The Supreme Shrine 
of the Order of the White Shrine of Jerusalem, Serial No. 640,018 filed 
December 24, 1952. Applicant appeals from decision of Examiner of Trade- 
marks refusing registration. Reversed. 


Allen & Allen, of Cincinnati, Ohio, for applicant. 
Leeps, Assistant Commissioner. 


An application has been filed to register ORDER OF THE WHITE SHRINE 
OF JERUSALEM as a collective mark’ for “organizing subordinate shrines in 
an international fraternal society; maintaining membership therein and 
furthering the civic and educational ideals thereof.” Use since October 25, 
1904 is asserted. 

Registration has been refused on the ground that “the specimens show 
what is sought to be registered used as a trade name to identify the appli- 


1. The application refers to the subject matter as a “collective service mark.” 
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cant organization and particular shrines of the applicant organization 

rather than as a mark used in the sale or advertising of services rendered,” 
and “a trade name or a part of a trade name used as such is not considered 
registrable.” 

Applicant is a fraternal organization with subordinate chapters or 
shrines located throughout the country and probably in some foreign 
countries. According to its charter, it is “a secret society, an advanced 
degree of adoptive masonry.” Each of applicant’s member chapters or 
shrines is identified by the words ORDER OF THE WHITE SHRINE OF JERUSALEM, 
preceded by a geographical or other name or number, or both. 

Applicant is not engaged in business or trade. It is what is commonly 
termed a “fraternal society” which promotes fellowship among its members 
and performs charitable and civic services as it sees fit. It sells neither 
goods nor services. Its identifying name and insignia are therefore neither 
trademarks nor service marks, as such. 

The sole question presented for determination is whether or not the 
subject matter presented for registration is a collective mark registrable 
by applicant under the terms of the statute. 

Section 4 of the statute provides: 
























































“Subject to the provisions relating to the registration of trade- 
marks, as far as they are applicable, collective * * * marks * * * shall 
be registrable under this Act, in the same manner and with the same 
effect as are trademarks, by persons * * * exercising legitimate control 
over the use of the marks sought to be registered, even though not 




































































. possessing an industrial or commercial establishment, and when regis- 
; tered they shall be entitled to the protection provided herein in the 
case of trademarks * * *,” 
od “Collective mark” is defined in part as follows: 
“The term ‘collective mark’ * * * includes marks used to indicate 
. membership in a union, an association or other organization.” 
n 
ed The legislative history of the Act in respect of collective marks? 
je- indicates that it was unquestionably the intent of the framers of the Act 
to provide for registration of identifying names and insignia of fraternal 
organizations. It will be noted that Section 5(b) (Title 15, sec. 85) of the 
Act of 1905 prohibited registration of— 
“* * * any design or picture that has been or may hereafter be 
LINE adopted by any fraternal society as its emblem, or any name, dis- 
s in tinguishing mark, character, emblem, colors, flag, or banner adopted 
and by any institution, organization, club, or society which was incorpo- 
95 rated in any State in the United States prior to the date of adoption 
si va and use by the applicant * * *.” 
show , 
‘ 2. House Hearings on H.R. 9041, 75th Cong., 3d Sess., pp. 28, 68, 117, 119, 123; 
ippli- House Hearings on H.R. 4744, 76th Cong., Ist Sess., pp. 53-57; House Hearings, H.R. 
OT ae 102, H.R. 5461. 8. 895, 77th Cong., Ist Sess., pp. 93-102, 146, 230, 232, 239; Senate 





Hearings on H.R. 82, 78th Cong., Ist Sess., p. 22. 
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A comparable provision does not appear in the Act of 1946. In com- 
menting on this omission in testimony concerning a bill predecessor to the 
Act, Mr. Edward S. Rogers stated that Section 4 of the bill (corresponding 
to Section 4 of the Act) “is a new section to fill a gap in the existing law. 
The only marks now which are registrable are those which are physically 
attached to merchandise. There are * * * marks of agricultural associations, 
union labels, and all that sort of thing, which are entitled to registration, 
but which cannot be registered under the existing law, and the purpose of 
this is to make them registrable.” The Chairman of the Committee 
inquired, “Fraternal organizations would come under that?” Mr. Rogers 
replied, “They would; yes sir.” ® 

It seems obvious that the effect of the change in the legislation was to 
permit fraternal societies and other organizations to register their names 
and insignia so that the registration could be used to prevent registration 
of such names or insignia to others who might use them commercially, 
rather than to have the Patent Office rely on its own knowledge of all of 
such names and insignia to carry out the prohibitory provisions in the 
prior Act. 


Such marks are not trademarks in the ordinary sense of the term, but 
they are nevertheless identifying and distinguishing marks which are 
registrable under the specific terms of the statute. 

The subject matter of the present application, however, does not iden- 
tify and distinguish the service of “organizing subordinate shrines in an 
international fraternal society; maintaining membership therein and fur- 
thering the civic and educational ideals thereof,” as set forth in the 
application. The mark is a collective mark used by members of applicant 
and its subordinate shrines to indicate membership in a fraternal society. 

Upon receipt of an amendment to the application in substantial con- 
formity with this opinion, the mark should be published in accordance 
with Section 12(a). 


SOCIETE ANONYME MARNE ET CHAMPAGNE v. MYERS 
No. 33550 — Commissioner of Patents — May 10, 1956 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 

Applicant seeks to register MONOPOLES ALFRED ROTHSCHILD for wines alleging 
use since 1953 but is opposed by owner of mark A. ROTHSCHILD & CIE which has been 
used since 1937 on wines. Opposer’s requests to take testimony in France denied 
and Examiner twice issued order to show cause why judgment should not be taken 
against opposer. Opposer filed motion of reliance on an abandoned application filed 
in 1948 and a 1942 French registration and took testimony of one witness in New 
York. After expiration of opposer’s time to take testimony opposer filed corre- 
spondence between parties. Examiner suspended proceedings based on negotiations 


3. House Hearings on H.R. 9041, 75th Cong., 3d Sess., p. 119. 
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indicated in correspondence, Subsequently applicant petitioned that Examiner take 
the matter up for appropriate action. Opposer filed a copy of French registration 
of A. ROTHSCHILD ET CIE for wine issued to opposer in 1942. Examiner dismissed 
opposition. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Opposer’s evidence shows only shipment to U. 8. in 1950 of 200 cases of 
ROTHSCHILD champagne and oral testimony concerning 1955 unfilled order of 50 
cases. Record establishes prima facie showing of abandonment. Abandoned appli- 
cation does not aid opposer nor does French registration and the filed correspondence 
is incompetent. Assuming that opposer made the strongest showing possible proofs 
are insufficient to show that opposer has rights in U. S. in a. ROTHSCHILD & CIE 
superior to applicant’s rights in MONOPOLES ALFRED ROTHSCHILD. 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Action of Examiner on applicant’s motion for judgment was improper since 
opposer took some testimony but opposer was not harmed by action because opposer’s 
trial period has closed and it was not incumbent upon applicant to take testimony. 
Opposer failed to carry burden of proof and opposition must therefore be dismissed. 


Opposition proceeding No. 33,550 by Societe Anonyme Marne et 
Champagne v. Roger L. Myers, application Serial No. 651,849 filed August 
14, 1953. Opposer appeals from decision of Examiner of Interferences, 
dismissing opposition. Affirmed. 


Mock & Blum, of New York, N. Y., for opposer-appellant. 
Manuel J. Davis, of Washington, D. C., for applicant-appellee. 


LEEps, Assistant Commissioner. 

An application has been filed to register MONOPOLES ALFRED ROTH- 
scHILD for wines, used in commerce since May 23, 1953 having been 
alleged. Registration has been opposed by one who claims use since 1937 of 
A. ROTHSCHILD & CIE. for wines, asserting that applicant is not the owner 
of the mark sought to be registered, applicant’s mark is misleading in that 
it denotes French origin; applicant’s mark when applied to its wines is 
likely to cause confusion with opposer’s wines identified by A. ROTHSCHILD 
& CIE.; and opposer will be damaged by the registration. 

On September 16, 1954 the parties were notified that opposer’s trial 
period was fixed at January 16, 1955 to February 16, 1955. On February 
10, 1955 opposer filed a motion to take testimony in France and requested 
that all further proceedings be suspended until completion and filing of 
such testimony. Applicant resisted the motion, and on March 2, 1955, the 
motion was denied. 

Since no testimony was taken on behalf of opposer, applicant filed a 
motion for an order to show cause why judgment in favor of applicant 
should not be granted. The order to show cause was issued on March 2, 
1955. In reply to the order, opposer moved that it be given an opportunity 
to take testimony to show its priority of use and to show that applicant 
is not entitled to registration. Under date of March 18, 1955 the Examiner 
of Interferences reset the trial periods, with opposer’s period to end on 
April 18, 1955, and merely noted the applicant’s motion for judgment. 
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On April 7, 1955 opposer filed a notice that it would use as evidence 
a refused and abandoned application to register ROTHSCHILD which it had 
filed in 1948. 

Testimony of one witness on behalf of opposer was taken in New York 
on April 14, 1955. 

On April 18, 1955 opposer filed another motion for leave to take 
testimony in France; and it filed a notice of reliance upon a French regis- 
tration dated March 12, 1942, attaching a photocopy of what was asserted 
to be a renewal of said registration. 

On April 19, 1955 applicant filed a paper resisting opposer’s motion 
and renewed his motion for judgment. The Examiner of Interferences 
denied opposer’s motion and again issued an order to show cause why 
judgment should not be entered against it. On May 16, 1955 opposer filed 
a request for extension of time within which to respond to the order. Appli- 
cant resisted the extension. On June 3, 1955 opposer filed a paper to which 
was attached photocopies of what was alleged to be correspondence between 
applicant and opposer. The alleged correspondence was in the French 
language and on June 8, 1955 opposer filed what was stated to be English 
translations of the alleged correspondence. 

On July 1, 1955 the Examiner of Interferences suspended proceedings 
until January 2, 1956 stating in part: 


“Tt appears from said correspondence that applicant, without 
regard to the conduct of this case in his behalf by counsel, has per- 
sonally undertaken negotiations which might result in settlement of 
the present controversy between the parties. It is believed that pro- 
ceedings herein should be held in abeyance until such negotiations 
have been concluded.” 


“On J uly 11, 1955, applicant petitioned the Examiner of Interferences to 
take the matter up for appropriate action, attaching a photocopy of a 
French registration of a label showing CHAMPAGNE DES MONOPOLES ALFRED 
ROTHSCHILD dated July 22, 1947 issued to Alfred Rothschild. 

On July 13, 1955, opposer filed a photocopy of a French registration 
of ROTHSCHILD (A. ROTHSCHILD ET CIE) for wine, sparkling wine, cham- 
pagne, cider, beer, alcohol, brandy and liqueurs dated March 12, 1942, 
issued to opposer. 

On July 26, 1955 the Examiner of Interferences granted applicant’s 
petition to take action, held that no sufficient response had been made by 
opposer to the order to show cause, and dismissed the opposition. Opposer 
has appealed. 

So far as opposer’s record is concerned, the only competent evidence 
shows that on May 23, 1950 two hundred cases of ROTHSCHILD champagne, 
1937 vintage, were ordered from opposer by Vintage Wines, Inc., of New 
York. An invoice evidencing shipment by opposer to the U.S. purchaser 
is dated June 28, 1950; the witness testified that on March 5, 1955 fifty 
cases of BARON HENRI DE ROTHSCHILD champagne, 1947 vintage, were ordered 
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from opposer by Vintage Wines, Inc., and at the time testimony was taken 
on April 14, 1955, the order had not been filled. This record, at best, estab- 
lishes a prima facie showing of abandonment. 

Opposer’s abandoned application is evidence only of the filing and 
abandonment of the application. The copy of the French registration 
which issued to opposer is evidence only of the fact that roTHSCHILD 
(A. ROTHSCHILD & CIE) was registered in France in 1942. 

The alleged correspondence submitted on June 3, 1955 is incompetent 
as evidence. 

The record is insufficient to show that opposer has rights in the United 
States in A. ROTHSCHILD & CIE, as pleaded, which are superior to appli- 
cant’s rights in MONOPOLES ALFRED ROTHSCHILD. It is assumed that opposer 
made the strongest showing possible; but it failed to prove the ultimate 
facts pleaded in its opposition. 

It is observed that as a procedural matter the Examiner of Interfer- 
ences should not have acted on applicant’s motion for judgment in view 
of the fact that opposer took some testimony, but this action does not 
constitute reversible error since it does not appear that opposer is in any 
worse position than it would have been had the matter gone to final hearing. 
Opposer’s trial period had closed, and it was not incumbent upon applicant 
to take any testimony if it believed that opposer had not discharged its 
burden of proof. 

Opposer has failed to discharge its burden of proof, and the opposition 
must therefore be dismissed.* 

The decision of the Examiner of Interferences dismissing the oppo- 
sition is affirmed. 

Following the argument on appeal applicant submitted an amend- 
ment to its application showing change of address and reciting use by a 
predecessor in France. If upon final termination of this proceeding, the 
applicant is found entitled to registration, the amendment should be 
entered. 


FAMOUS BATHROBE COMPANY, INC. v. 
AMERICAN THROWING COMPANY, INC. 


No. 32322 — Commissioner of Patents — May 17, 1956 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Testimony of corporate officer regarding approximate sales and advertising 
figures is entitled to weight although unsupported by books and records. The wit- 
ness was in a position to have personal knowledge of the facts and it is not neces- 
sary that such information be exact. 


1. Opposer argued in its brief that use of MONOPOLES ALFRED ROTHSCHILD by 
applicant for American wines would be misleading inasmuch as it indicates wine of 
French origin. The specimens filed by applicant and other papers and documents in the 
file show that the wine on which the mark is used is of French origin. 
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TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Application for KNIT-KINS, used on infants’ and children’s underwear, opposed 

by owner of registrations for SLUMBER-KINS, used on children’s playsuits and 
pajamas, and WIPER-KINS, used on bibs. Assistant Commissioner while finding that 
common suffix KINS was suggestive of apparel for little children held that earlier 
user is entitled to benefit of doubt as to likelihood of confusion and since goods 
were ordinarily such as a single manufacturer would make, the opposition was 
sustained. 


Opposition proceeding by Famous Bathrobe Company, Inc. v. Amer- 
ican Throwing Company, Inc., application, Serial No. 628,086 filed April 
15, 1952. Opposer appeals from decision of Examiner of Interferences 
dismissing opposition. Reversed. 


William R. Liberman, of New York, N. Y., for opposer-appellant. 
Howard A. Rosenberg, of New York, N. Y., for applicant-appellee. 


LEEps, Assistant Commissioner. 

An application has been filed to register KNIT-KINS for infants’ and 
children’s knitted underwear, use since March 4, 1952 having been asserted. 
Registration has been opposed by the prior user of SLUMBER-KINS regis- 
tered for children’s playsuits and pajamas,’ and WIPER-KINS registered 
for children’s bibs.2 The Examiner of Interferences dismissed the opposi- 
tion, and opposer has appealed. 

Opposer is a manufacturer of infants’ and young children’s wear, such 
as layette items, gowns, kimonos, buntings, robes, and bibs. According to 
the testimony and the registrations, it commenced using SLUMBER-KINS 
on sleeping and play wear on December 12, 1951; and on the same date 
it commenced using WIPER-KINS on its bibs. The record shows that the 
items identified in the SLUMBER-KINS registration as pajamas and play 
suits consist of a terry cloth shirt, pants and bootees for children aged six 
months to eighteen months, and suitable for sleeping, playing, and napping. 

Opposer’s vice-president and sales manager testified that sales of 
about fifteen thousand dozens of the garments sold under the sLUMBER- 
Kins mark had a sales value of approximately a quarter million dollars; 
and about five or six thousand dozens of wWIPER-KINs bibs had been sold. 
He also testified that between $30,000 and $35,000 had been spent in adver- 
tising the products under the marks in national media (unidentified as to 
type), cooperative newspaper advertisements and by direct mail. Appli- 
cant has presented a renewed motion to strike this testimony on the ground 
that it was in the nature of approximations unsupported by records. In 
view of the fact that a vice-president and sales manager is apt to know the 
approximate sales volume under a mark during the twenty months preced- 
ing the date his testimony was taken, and of the fact that it is unnecessary 
that the data in these cases be exact, and of the further fact that there is 


1. Reg. No. 565,356, issued on Oct. 14, 1952. 
2. Reg. No. 568,570, issued on Dec. 30, 1952. 
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nothing in applicant’s record which tends to rebut the testimony, it is 
entitled to weight. With reference to the testimony concerning advertising 
expenditures, it is common knowledge that the garment trade ordinarily 
spends a percentage of gross sales in advertising, and the relation of figures 
to the gross sales as given by opposer’s vice-president and sales manager 
are not out of line with the common practice in the trade. There are in the 
record copies of a number of cooperative newspaper advertisements show- 
ing the marks dating from January 23, 1952, and there is nothing in appli- 
eant’s record which tends to rebut the advertising data. The testimony is, 
under the circumstances of this case, entitled to weight. The Examiner 
of Interferences was correct in denying applicant’s motion to strike the 
testimony. 

Applicant’s record shows that it is a manufacturer of infants’ and chil- 
dren’s knit underwear which it sells through a sales agent to jobbers, de- 
partment stores and chain stores. According to the testimony of its selling 
agent, applicant adopted the term KNIT-KINs for infants’ knitted under- 
wear, and the mark was first used on shipments of the garments on March 
3, 1952. Since that time, sales under the mark have exceeded $300,000 in 
value to the manufacturer. So far as the record shows, applicant has not 
advertised its garments under the mark, except that a price list in evidence 
showing illustrations of the garments (infants’ cotton tie-side shirt, infants’ 
pullover shirt, infants’ cotton rib knit training pants, and infants’ training 
pants two-way stretch), together with descriptions, prices and shipping 
weights, was sent to about 3,000 chain stores over a period of a year and a 
half. 

Applicant contends that opposer’s registration of SLUMBER-KINS was 
“obtained by fraud” and opposer may therefore not rely upon it for any 
purpose. This contention seems to rest upon the fact that opposer identified 
its goods as “children’s playsuits and pajamas” in its application to register, 
whereas the record shows that it has always used the mark on a set com- 
posed of a terry cloth shirt, pants and bootees—suitable for wear while 
sleeping or playing. This seems to be a distinction without a difference— 
and it certainly is insufficient to support a charge of fraud. 

It is conceded that opposer adopted and used its sLUMBER-KINS and 
WIPER-KINs marks for its products before applicant adopted KNIT-KINs. 
It seems clear that bibs, sleeping and play wear, and underwear for infants 
and small children are all items which a single manufacturer might rea- 
sonably be expected to make. 

The only question left for determination, then, is whether or not pur- 
chasers familiar with SLUMBER-KINS sleeping and play garments and 
WIPER-KINS bibs are likely, upon seeing KNIT-KINS underwear items, 
to think that they are all products in the same line. 

The Examiner of Interferences answered the question in the negative 
after reasoning that KINs is a term defined in the dictionary as a diminu- 
tive suffix and therefore “opposer cannot pre-empt the field as to this word.” 
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It is true that KINs is a diminutive suffix, and is used in such terms as 
“lambkin” to refer to a little lamb or a young child, and “babykin” as a 
term of endearment for a baby. We are not dealing here, however, with 
“little slumbers,” or “little wipers” or “little knits.” Rather, we are dealing 
with infants’ apparel sold under marks which suggest apparel for little 
children. Furthermore, we are not concerned with whether or not one 
person may “pre-empt the field” as to a suffix with a commonly under- 
stood meaning. Rather, we are concerned with whether or not purchasers 
of the products of the parties are likely to assume common origin as a 
result of the use of the marks on the products. The earlier user and adver- 
tiser is entitled to the benefit of such doubt as may exist, and so resolving 
the doubts, it is believed that purchasers might reasonably assume common 
origin of SLUMBER-KINS, WIPER-KINS and KNIT-KINS. 
The decision of the Examiner of Interferences reversed. 


EX PARTE THE INTERNATIONAL 
NICKEL COMPANY, INC. 


Commissioner of Patents — May 17, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 

Application for mark consisting of black circle within which appeared illus- 
tration of twisted piece of metal and the words DUKTILIRON and CASTING, said 
words having been disclaimed, for use on ferrous metals, refused by examiner for 
conflict with supplemental registration of DUCTILITON, used on iron and alloy cast- 
ings. Assistant Commissioner found both words to be misspellings of descriptive 
term “ductile iron” and that neither party would have the right to preclude use 
of such term or any misspelling thereof by others. In view of applicant’s disclaimer, 
application passed for publication. 


Application for trademark registration by The International Nickel 
Company, Inc., Serial No. 607,433 filed December 8, 1950. Applicant 
appeals from decision of Examiner of Trademarks refusing registration. 
Reversed. 


Anthony William Deller, of New York, N. Y., and Lee L. Townsend, of 
Washington, D. C., for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register a composite mark consisting 
of a heavy black circle within which appears a representation of what is 
probably a twisted piece of metal with the words DUKTILIRON above and 
CASTING below the representation. The goods are identified as ferrous 
castings. Use since November 10, 1950 is asserted; and the words pUKTIL- 
IRON and CASTING are disclaimed. 

Registration has been refused on the ground that since applicant’s 
mark is dominated by the word DUKTILIRON, it is likely to cause con- 
fusion with the registered word mark DUCTILIRON issued on the Supple- 
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mental Register for rough and partly finished castings made of iron and 
iron alloys.’ 

The term “ductile iron” has a well understood meaning and is in 
common usage by metallurgists, foundrymen and persons engaged in the 
metals trade. It is the common descriptive name of such iron and of cast- 
ings made therefrom. Any person who makes ductile iron and ductile iron 
castings may call them ductile iron; and the mere misspelling of the 
common name of a product does not make it registrable. (See: Colburn v. 
Pi-Do Corp., 100 USPQ 309 [Com’r, 1954]), (44 TMR 733). 

Presumably, both applicant and registrant are using DUKTILIRON and 
DUCTILIRON, respectively, on ductile iron,” since the use of such misspelled 
words on castings made of something other than ductile iron would be 
deceptive within the meaning of Section 2(a). 

Applicant has disclaimed the words DUKTILIRON CASTING, and prop- 
erly so, since they obviously are the common descriptive name of the goods; 
but they do form a part of the commercial impression created by the com- 
posite mark as a whole. Ordinarily, the common descriptive name of the 
goods forms no part of the mark, but the mark presented here for regis- 
tration seems clearly to fall within the situation considered by the Supreme 
Court in Beckwith v. Commissioner, 252 U.S. 538 (1920), (10 TMR 255), 
where it said: 


“* * * the mark does not consist ‘merely’ in such words, but is 
a composite of them with others, and with an arbitrary design * * * 
that the language of the statute that no mark not within its prohibitions 
or provisos shall be denied registration is just as imperative as the 
prohibitory words of the proviso; and very certainly, that a disclaimer 
on the part of applicant that no claim is made to the use of the words 
MOISTAIR HEATING SYSTEM apart from the mark as shown in the draw- 
ing and as described would preserve to all others the right to use 
these words in the future to truthfully describe a like property or 
result of another system, provided only that they be not used ina 
trademark which so nearly resembles * * * ” etc. 


The Examiner of Trademarks held that applicant’s mark is “domi- 
nated” by the word DUKTILIRON, but it is no more dominated by that 
word than by the word casTiING; and I entertain considerable doubt that 
any part of the composite mark presented for registration dominates any 
other. It is an integrated composite. 

Under the circumstances of this case, where the registrant of the regis- 
tration relied upon by the examiner adopted a mere misspelling of the com- 
mon descriptive name of the goods without more, and where the applicant 
has adopted another misspelling of the same common descriptive name of 
the same goods as a part of a composite mark, there is no likelihood of con- 


1. Reg. No. 554,306 issued to Meehanite Metal Corporation on Jan. 29, 1952. 

2. See: International Nickel Co., Inc. vy. Meehanite Metal Corp., 108 USPQ 298 
(Com’r, 1956), (46 TMR 498), in which the record showed that this applicant calls its 
cast iron containing spherulitic graphite “ductile cast iron.” 
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fusion of the type contemplated by the statute merely as a result of use 
of such misspelling. 

Any maker or seller of ductile iron may call it “ductile iron.” pucTIL- 
IRON, as spelled by registrant, and DUKTILIRON, as spelled by applicant, 
can only be pronounced the same as “ductile iron”; and neither applicant 
nor registrant may claim exclusive rights in this common descriptive name 
or in a misspelling of such name and thereby gain an unfair competitive 
advantage over others producing and selling ductile iron castings. 

The decision of the Examiner of Trademarks is reversed, and the mark 
should be published in accordance with Section 12(a). 


MERCK & CO., INC. v. C. H. BOEHRINGER SOHN 
No. 32759 — Commissioner of Patents — May 17, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Opposition filed by owner of registration for ADRIN, used for the product of 
the active principle of the suprarenal gland, against an application for ADRIANOL, 
used on a drug for the treatment of rhinitis, dismissed. In the absence of evidence 
pointing to confusion, no likelihood thereof could be presumed where registrant’s 
product could be dispensed only on prescription and applicant’s could apparently 
be purchased over the counter. 


Opposition proceeding by Merck & Co., Inc. v. C. H. Boehringer Sohn, 
application, Serial No. 640,884 filed February 24, 1951. Applicant appeals 
from decision of Examiner of Interferences sustaining opposition. Re- 
versed. 


Raymond Underwood and Anthony R. DeSimone, of Philadelphia, Penn- 
sylvania, for opposer-appellee. 
Mock & Blum, of New York, N. Y., for applicant-appellant. 


LeeEps, Assistant Commissioner. 

An application based on a German registration’ has been filed to 
register ADRIANOL for “a drug used in the treatment of rhinitis.” Regis- 
tration has been opposed by the owner-registrant of ADRIN, registered 
for “the product of the active principle of the suprarenal gland.”? The 
Examiner of Interferences sustained the opposition, and applicant has 
appealed. 

The record consists of the application file of applicant, certified copies 
of Patent Office records showing title to the registration pleaded by opposer, 
and photocopies of two pages from “The American Illustrated Medical 
Dictionary” (date not shown) showing definitions of “epinephrine” and 
“rhinitis.” 


1. German Reg. No. 349,664, dated March 20, 1926, and in full force and effect. 
2. Reg. No. 41,916, issued to a predecessor on Jan. 19, 1904. 
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Opposer’s registration is, under the statute, prima facie evidence of 
validity of the registration, ownership of the mark, and of registrant’s 
exclusive right to use ADRIN on a product of the active principle of the 
suprarenal gland. 

The copies of the dictionary pages are not very helpful. “Rhinitis” 
is defined as, and is commonly understood to be, an inflammation of the 
mucous membrane of the nose, in other words, a cold in the head. Pre- 
sumably, the page definity “epinephrine” was noticed under Rule 282 
because the labels attached to opposer’s pleading show ADRIN SOLUTION 
above the words INJECTION EPINEPHRINE 1:1000, U.S.P. These labels, 
concerning which there is no evidence, also show that ADRIN SOLUTION 
may be dispensed only on prescription. 

The specimens submitted with the application, concerning which there 
is no evidence, show that aADRIANOL is an emulsion or ointment for use in 
the nasal passages to relieve congestion. This suggests that ADRIANOL is 
an over-the-counter product. 

There are no facts in the record from which it can be concluded that 
there is any likelihood of confusion, mistake or deception of purchasers— 
apparently physicians and druggists on the one hand, and members of the 
public on the other—or that opposer would be otherwise damaged by the 
registration of ADRIANOL. 


The decision of the Examiner of Interferences is reversed. 


EX PARTE THE ESTERBROOK PEN COMPANY 


Commissioner of Patents — May 18, 1956 


REGISTRATION PROCEDURE—EX PARTE REJECTION 
Application for registration of “2668” used on pen points, rejected upon ground 
that it functioned solely as a style number and not as a trademark. 


Application for trademark registration by The Esterbrook Pen Com- 
pany, Serial No. 632,927 filed July 23, 1952. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Affirmed. 


Hervey, Barber & McKee, of New York, N. Y., for applicant. 


LEEps, Assistant Commissioner. 

An application has been filed to register “2668” as a secondary mean- 
ing mark for pen points, use since January 1, 1936 having been asserted. 
Registration has been refused on the ground that the evidence submitted 
in support of applicant’s claim that the mark has acquired a secondary 
meaning indicates that the numerals “2668” function solely as a style desig- 
nation or order number for a particular pen point described by applicant 
as a “general writing” point. Applicant has appealed. 
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The specimens submitted with the application are small red packing 
cartons for pen points. On the side of the cartons the following appears: 


Duracrome 
Renew-Points 
for 
ESTERBROOK 
Fountain Pens 


On the top appears: 
ESTERBROOK 
Duracrome 
Fountain Pens 
Renew-Points 


On one end appears: 
ESTERBROOK 


2668 
Medium 


Duracrome 
Renew-Points 
That portion showing “2668 Medium” is disposed on a white rectangle on 
the red carton. On the other end appears: 


Made by 
The 
Esterbrook 
Pen Co. 
Camden, N. J. 
USA 


Pen points submitted as specimens show “ESTERBROOK” beneath which 
appears “2668” below which appears a line and “Made in U.S.A.” 


An affidavit of the chairman of applicant’s Board of Directors states 
that since 1936, 18,287,528 pen points, having a sales value of $3,106,084, 
have been marked with the numerals “2668” and sold in some 85 countries 
and their possessions. The affidavit further states that applicant’s adver- 
tising expenditures during each of the past ten years have averaged more 
than $809,000, but that no separate record of the expense of advertising 
“2668” has been kept. 

The tear sheets of advertisements in the record (12 in number) from 
national magazines make it understandable why no separate records are 
kept. All of the tear sheets are advertisements primarily of ESTERBROOK 
pens and feature “only a few of the more popular points shown.” The pen 
points pictured all show ESTERBROOK and are additionally identified in 
the advertisements as: 2550 Bookkeeping ; 2556 Fine writing ; 2668 General 
writing; 2968 Broad writing: 9461 Fine manifold; 9314M Medium stub; 
9550 Extra fine ; 2284 Signature stub; 9788 Shaded writing; 9460 Medium 
manifold; 1555 Shorthand; 2048 Shaded writing; 9668 General writing; 
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9450 Posting ; 1554 Clerical ; 2314B Broad stub; 9048 Shaded writing; 9128 
Extra fine flexible ; 9788 Shaded writing; and 1551 Student. 

There is nothing in the advertisements which indicates that applicant 
has advertised and advanced “2668” as a trademark, or that there was any 
“indisputable intention of acquiring it as such.” (See: Keebler Weyl Bak- 
ing Co. v. Ivins, 23 USPQ 21 (D.C. Pa., 1934) (24 TMR 161).) On the 
contrary, all of the advertisements show that “2668” is a style number, 
and a style number only—used to differentiate a “general writing” pen 
point from the other points identified by other numbers in its line. At no 
time has the number “2668” been featured predominantly or in any man- 
ner different from the other style numbers. 

There are in evidence 23 photocopies of orders received by applicant 
from dealers. These orders are all addressed to Esterbrook Pen Company 
and they list style numbers including “2668,” but also including other 
numbers such as 2555, 1551, 9550, 9668, 2556, 1550 and numerous others. 
These orders are competent to show that dealers, when ordering supplies 
from applicant, order by type or style numbers. 

There are in the record 21 duplicate invoices on applicant’s billheads 
addressed to dealers in various parts of the country, and they show the 
numerals “2668” as well as 2556, 9314B, 9128, 9461, 9668 and numerous 
others. These invoices are competent to show that, applicant, in billing 
its dealers, identifies the pens and points by type or style numbers. 

There are in the record 12 affidavits from long-time dealers in 
ESTERBROOK pens. It does not appear how the affidavits were obtained or 
what the applicant may have asked for. Generally speaking, these affidavits 
state that the affiants have purchased pen points known as “2668”; that 
the affiants have never known of any other company using “2668” on a 
pen point; that “2668” is recognized in the trade and by customers as a 
pen point made only by applicant; and that when customers ask for a 
“2668” pen point, they understand they are getting a point made exclu- 
sively by applicant. It is obvious from the orders and invoices discussed 
above that dealers purchase pen points from applicant identified by the 
type or style number “2668” ; and it may well be that no other manufacturer 
of pen points has ever used the number “2668” to identify one of its styles. 
This, however, is, in itself, insufficient to support a finding that the number 
“2668” functions as a trademark as well as a style number. It does not 
appear from the affidavits just how the affiants know that the number 
“2668” is recognized either in the trade or by their customers as a pen point 
made only by applicant; nor does it appear how they know that their 
customers, in asking for a “2668” pen point, understand that they are 
getting a point made exclusively by applicant. These statements, being 
mere opinions, are not entitled to weight, particularly when considered in 
the light of the other evidence. 

There are in the record 6 letters from advertising people employed 
by national magazines. It does not appear how the letters happen to have 
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been written, or what applicant may have asked for. The letters state 
that point number 2668 has been advertised by applicant in the respective 
magazines for some time; and that other pen companies which advertise 
in their magazines do not use “2668.” Four of the letters contain con- 
clusions of the writers that as a result of such advertising, there is a 
“recognition” that point number 2668 identifies an ESTERBROOK point. These 
letters are, in view of their content and of the circumstances present here, 
incompetent to establish that “2668” performs a true trademark function. 

There are in the record 60 letters from individual users of applicant’s 
products. It does not appear how these letters happen to have been written 
or what applicant may have asked for. A considerable number of the 
writers stated that #2668 or No. 2668 “identifies” or “indicates” or “means” 
or “is recognized as” or “is associated with” applicant, or ESTERBROOK 
pens, or ESTERBROOK pen points. Others stated that since all ESTERBROOK 
points are numbered, the number is a convenience in selecting the right 
point in ordering replacements and assures the obtaining of an exact 
duplicate in re-ordering. Others stated that applicant is the only pen com- 
pany which designates a particular point style by #2668. Still others 
stated that they find point #2668 to their liking, and they know that appli- 
cant uses #2668 to identify its medium points. It is clear from the context 
of these letters, when considered in the light of the other evidence, that 
users Of ESTERBROOK pens which have points marked with ESTERBROOK 
and the number “2668” recognize the point as a specific point (medium) 
made by applicant. 

This is the natural result of what applicant has done. It has used the 
trademark ESTERBROOK on its pen points; it has adopted different com- 
binations of numerals to differentiate each of its styles of points from the 
others ; it has advertised these style numbers as style numbers, picturing in 
the advertisements “only a few of the more popular points”; it has adopted 
and used so many style numbers which it has used and advertised in con- 
junction with a common description that the only reasonable method of 
ordering and invoicing the pen points is by style number; and users of 
applicant’s pens know that when they buy an ESTERBROOK point number 
2668 as a replacement they will get the same style as their previous style 
number 2668. 

Style numbers used as such and recognized as such are not registrable. 
American Dirigold Corp. v. Dirigold Metals Corp., 52 USPQ 510 (32 TMR 
506) (C.A. 6, 1942); Hamilton Watch Co. v. Longines-Wittnauer Watch 
Co., Inc., 58 USPQ 553 (32 TMR 399) (Com’r., 1942) ; Columbia v. Alcorn, 
150 U.S. 460 (1893) ; Royal Silver Mfg. Co., Inc. v. National Silver Co., 
65 USPQ 463 (35 TMR 215) (S.D.N.Y., 1945) ; Dollcraft Co. et al. v. Nancy 
Ann Storybrook Dolls, Inc., 88 USPQ 18 (41 TMR 155) (N.D. Calif., 1950) ; 
Ex parte Ippolito, 98 USPQ 457 (44 TMR 212) (Com’r., 1953) ; Hat Corp. 
of America v. John B. Stetson Co., 100 USPQ 147 (44 TMR 680) (Com’r., 
1954). 
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Applicant uses “2668” as a style number and advertises it as a style 
number; and in the light of all the evidence submitted, it must be con- 
cluded that it is recognized and used by purchasers—both dealers and the 
public—as a style identification of one of applicant’s ESTERBROOK pen 
points. The number “2668” does not, on the record here, appear to be used 
as or perform the function of a trademark. It is therefore unregistrable. 

The decision of the Examiner of Trademarks is affirmed. 


PIEDMONT SHIRT COMPANY v. 
SCARVES BY VERA, INC. 


Nos. 32119 and 32120 — Commissioner of Patents — June 5, 1956 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
When the marks and goods are not the same, it is necessary to evaluate the 


impression likely to be created upon purchasers who see the marks on the merchan- 
dise in the usual trade outlets. 


Applications for marks WING TIP and WING STRIP as used on scarves for women 
and girls, opposed by registrant of WINGS used on men’s shirts, shorts and pajamas. 
The marks opposed do not suggest WINGS and when applied to scarves would not 
be associated with wines shirts, shorts or pajamas or with the producer of them. 
Opposition dismissed. 

Opposition proceeding by Piedmont Shirt Company v. Scarves by 
Vera, Inc., application Serial Nos. 627,842 and 627,843 filed April 9, 1952. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


E. Stanley Marks, of New York, N. Y., for opposer-appellant. 
Samuel J. Stoll, of Jamaica, N. Y., for applicant-appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed to register wine Tip for scarves for 
women and girls,’ use since September 1, 1949 having been asserted; and 
the same applicant has filed a second application to register WING sTRIP 
for scarves for women and girls,? use since October 29, 1951 having been 
asserted. Oppositions have been filed against both applications by the regis- 
trant of wrnas, registered for caps for men, boys and girls,* for men’s 
shirt, collars and cuffs,* and for men’s underwear.’ The Examiner of Inter- 
ferences dismissed the oppositions, and opposer has appealed. 

The two cases have been presented on a single record, and they will 
be disposed of in a single opinion. 


1. S.N. 627,843 Applicant purchased Reg. No. 513,630, wine Tip for ladies’ and 
misses’ coats, suits and dresses. 
2. S.N. 627,842. 


3. Reg. No. 253,701 issued to a predecessor on March 5, 1929, renewed to opposer. 

4. Reg. No. 395,806 issued June 16, 1942, published in accordance with Section 12 
(ec) on June 1, 1948. 

5. Reg. No. 429,691 issued May 13, 1947, published in accordance with Section 12 
(c) June 1, 1948. 
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It appears from opposer’s record that it manufactures men’s business 
shirts, sport shirts, undershorts, pajamas, and boys’ wear, and at one 
time it. manufactured separate collars for shirts. It has used WINGs as 
its trademark for these items since 1938. Opposer has two wholly-owned 
subsidiaries, Wings: Shirt Company, Inc., and Wings Boyswear, Inc., 
which are sales agents for opposer’s merchandise. The items are sold 
nationwide through some 4500 retailers, and opposer has spent approxi- 
mately two and a quarter million dollars in advertising its WINGS 
merchandise in magazines, menswear periodicals and newspapers, ordi- 
narily as sold by Wimgs Shirt. Company, Inc. In addition, opposer’s 
retailers are currently spending about $120,000 annually in cooperative 
newspaper advertising. 

Applicant’s record shows that it is a manufacturer of specially designed 
silk scarves for women which it sells to department and specialty stores 
throughout the United States and in Alaska and Hawaii. The scarves are 
designed with a slit in them so as to provide various methods of wearing 
them—as a tie, an ascot, a dickie or a collar. The average annual sales 
of scarves marked WING TIP or WING STRIP have amounted to approxi- 
mately 100,000: with a retail value of approximately $200,000. The scarves 
have been advertised to retailers by demonstrators and by direct mail, 
and to ultimate nae rather weed through magazines, news- 
papers and circulars.. 

The only question presented is whether purchasers of wrnas shorts, 
undershorts and: pajamas would be likely, upon seeing wINe TIPs and 
WING STRIP scarves, to think the scarves were another product in the 
shirt manufacturer’s line. In cases such as this where the goods are not 
the same and the marks are not the same, it becomes necessary to attempt 
to evaluate the impression likely to be created in the minds of potential 
purchasers when they see the marks on the merchandise in the usual trade 
outlets. 

Opposér’s mark WINGs hee »! aiyplied to its products is a completely 
arbitrary use of an ordinary English word. It has no meaning or connota- 
tion other than as an identifying mark for opposer’s goods. 

Applicant’s marks ‘wING TIP and WING sTRIP when applied to its 
specially designed searves are also arbitrary uses of ordinary English 
words which have no specific meaning or connotation other than as identify- 
ing marks for applicant’s goods. 

WING Tip and WING sTRIP do not, however, suggest wiNes, and 
when applied to women’s scarves, it is not believed that the marks would 
be associated either with wines shirts, shorts and pajamas or with the 
producer of such items for men.’ Under these circumstances, it is not 
believed that any confusion or mistake of purchasers is likely to result. 

The decision of the Examiner of Interferences is affirmed. 
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SALEM COMMODITIES, INC. v. 
E. F. DREW & CO., INC. 


No. 32380 — Commissioner of Patents — June 8, 1956 


TRADEMARK AOT OF 1946—REGISTRABILITY—RELATED COMPANIES 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Application for ROYAL DUCHESS, used on oleomargarine, opposed by owner of 

registrations for DUCHESS, used on salad dressing, and ROYAL SATIN, used on shorten- 
ings; the products of opposer being separately labeled and sold by two of its wholly 
owned subsidiaries without any indication of a connection between them, with 
opposer or of a common origin. Likelihood of confusion must therefore be deter- 
mined by evaluating opposer marks separately. 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

ROYAL SATIN and ROYAL DUCHESS, when applied to shortening and oleomar: 
garine respectively, do not look or sound enough alike or create such similar im- 
pressions or associations as to be likely to result in confusion or mistake. 

Customers buying under the normal conditions of purchase are not likely to 
associate applicant’s ROYAL DUCHESS oleomargarine and opposer’s DUCHESS salad 
dressing or to believe that one comes from the same source as the other. Opposer’s 
goods are sold only in self-service food stores and in a department different from 
that where oleomargarine is found. Moreover, many brands of each type of product 
are displayed together and purchasers have learned to select the brands with which 
they are familiar. In the absence of evidence that producers of shortening fre- 
quently or sometimes make oleomargarine and that the public is likely to attribute 
common origin to them, no likelihood of confusion can be inferred. 


Opposition proceeding by Salem Commodities, Incorporated v. E. F. 
Drew & Co., Inc., application, Serial No. 626,313 filed March 12, 1952. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Reversed. 


Elisha Hanson, Arthur B. Hanson, and Garland Clarke, of Washington, 
D. C., for applicant-appellant. 
Harry C. Bierman, of New York, N. Y., for opposer-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register royaL DucHEss for oleo- 
margarine, use since February 12, 1952 having been asserted. Registration 
has been opposed by one who alleges likelihood of confusion between appli- 
cant’s mark, when applied to its goods, and the marks DUCHESs previously 
used on salad dressing and ROYAL SATIN previously used on shortening. 
The Examiner of Interferences sustained the opposition, having found 
confusion likely between ROYAL DUCHESs oleomargarine and DUCHESs salad 
dressing, but unlikely between ROYAL DUCHEsS oleomargarine and ROYAL 
SATIN shortening. Applicant has appealed. 

It appears from the record that opposer is a wholly owned subsidiary 
of Safeway Stores, Incorporated, and that opposer has one division called 
“Coldstream Products Company” and another called “Table Products Com- 
pany.” Coldstream Products Company division manufactures shortening 





906 THE TRADEMARK REPORTER Vol. 46 T. M.R. 


which it sells under the mark royAL saTIn to Safeway Stores, Incorpo- 
rated, which, in turn, sells the shortening to the ultimate consumer. Table 
Products Company division manufactures salad dressing which it sells 
under the mark pucHEss to Safeway Stores, Incorporated, which, in turn, 
sells the salad dressing to the ultimate consumer. 

Opposer’s pleading states, in effect, that opposer has built up and main- 
tained a valuable business in the sale of pucHeEss salad dressing and 
ROYAL SATIN shortening, has advertised and distributed said products 
under the said marks, and has brought so prominently before the purchas- 
ing public its trademarks DUCHESS and ROYAL SATIN, as applied to the 
respective products, as to make them well and familiarly known as identify- 
ing the products of opposer, that registration of ROYAL DUCHEss to 
applicant for oleomargarine would cause serious damage to opposer. Ap- 
parently, opposer contends that since it has used ROYAL on one food 
product and pUCHESs on another, applicant’s mark ROYAL DUCHESS on 
a food product is likely to lead purchasers to believe that it is another 
product in opposer’s line of food products. 

The record will not support such a contention. The labels used by 
opposer show ROYAL SATIN shortening to be manufactured by Coldstream 
Products Company, and pucueEss salad dressing to be sold by Table 
Products Company ; and there is nothing in the record which suggests that 
the purchasing public knows, or is likely to know, that the two products 
have a common origin, or that opposer has done anything to acquaint 
purchasers with the fact that it—Salem Commodities, Incorporated—is 
in any way connected with either. Therefore, we have a situation where 
the products in fact have a common origin, but so far as purchasers are 
concerned, they have a different origin. Under such circumstances, likeli- 
hood of confusion must be determined from an evaluation of each of the 
marks separately as if they did not have common ownership. 

There is nothing in the record which will support a finding that pur- 
chasers are likely to be confused or mistaken, within the meaning of the 
statute, as between ROYAL SATIN shortening and ROYAL DUCHESS oleo- 
margarine. The marks, when applied to the products, do not look so much 
alike, or sound so much alike, or create such similar impressions or asso- 
ciations as to be likely to result in confusion or mistake. 

The only question left for consideration is whether or not purchasers, 
buying under the usual conditions and circumstances surrounding the 
purchase of salad dressing and oleomargarine, are likely to associate 
ROYAL DUCHESS oleomargarine with pUCHEss salad dressing, or to believe 
that ROYAL DUCHESS oleomargarine comes from the producer of pucHESS 
salad dressing. 

Opposer’s salad dressing is sold only through “Safeway” stores, and 
it is common knowledge that such stores are self-service. It is also com- 
mon knowledge, and opposer’s general attorney testifying on behalf of 
opposer stated, that salad dressing and shortening are displayed and sold 





Vol. 46 T.M.R. SALEM COMMODITIES v. E. F. DREW & CO. 907 


in different sections of food stores. It is true that the products of both 
parties are sold in the same type of stores to the same class of purchasers, 
but even if it were not common knowledge, the record supports a finding 
that many brands of salad dressing and many brands of oleomargarine, 
emanating from many sources, are displayed together for sale. Under 
such circumstances, purchasers have learned to discriminate and to select 
the brand with which they are familiar or which has given satisfaction in 
the past. In the absence of evidence tending to show that producers of 
salad dressing also frequently—or at least sometimes—produce oleomar- 
garine, and that the public is likely, as a result of such practice, to 
attribute common origin to the diverse products, it cannot be found that 
purchasers are apt to associate ROYAL DUCHESS margarine with DUCHESS 
salad dressing or to believe that they come from the same producer. 
It must be concluded, therefore, that confusion or mistake of purchasers, 
within the meaning of the statute, is unlikely. 
The decision of the Examiner of Interferences is reversed. 
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